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Appeals fromthe United States District Court
For the Southern District of Texas

Bef ore H G3 NBOTHAM STEWART, and PRADO, Circuit Judges.
PER CURI AM

These consolidated cases arise from a copyright dispute
bet ween General Universal Systens, Inc. (“QGJS’) and HAL, Inc. QGUS
sued HAL, two of its officers, and several of HAL's custoners
claimng that HAL infringed its copyright in a freight packaging
software system m sappropriated related trade secrets, violated
the Lanham Act, and breached a contract with Joe Lopez. The
district court dismssed GQUS s copyright, Lanham Act, and trade
secret clains on summary judgnment and, following a jury trial,
granted HAL judgnent as a matter of |lawon the contract claim QGJS
subsequently filed a second suit against several of HAL's
custoners, which the district court dismssed on the basis of
col | ateral estoppel. The district court also awarded costs and
attorneys’ fees to HAL as the prevailing party on the copyright
claim GUS has appealed each of the district court’s
det erm nati ons.

For the reasons we will explain, we AFFIRMin part, REVERSE in
part, and REMAND to the district court for proceedi ngs consistent

with this opinion.



The facts and procedural history of this nine-year-old dispute
are long and, in sone instances, in sharp dispute. Wth the
exception of the contract claim the underlying clainms were each
di sm ssed on summary judgnent, and we viewthose facts in the |Iight
nost favorable to GUS, the non-novant.! GUS s contract clai mcones
tous in a slightly different posture -- HAL was awar ded judgnent
as a matter of law after GUS prevailed in a jury trial -- and we
present the facts related to the contract issue in the |ight nobst
favorable to GUS.?2

A

In 1979, GUS devel oped a software system --— the CHAMPI ON
PACKER Conputer Software Program -— for one of its clients, Joe
Lopez. The CHAMPI ON PACKER programwas a tracki ng system desi gned
for use in the freight forwarding and shipping industry. aUs
licensed the software to Lopez, retaining all rights to any
i nprovenents to the program and eventually obtained a copyright
registration in 1981.

Sonetine | ater, Lopez created a derivative version of CHAMPI ON
PACKER by converting it fromthe BASIC 4 programm ng | anguage to

t he COBOL | anguage, and began selling his version, LOPEZ COBOL, as

! United States Steel Corp. v. Darby, 516 F.2d 961, 962-63
(5th Gr. 1975).

2 Liberty Mut. Ins. Co. v. Falgoust, 386 F.2d 248, 253 (5th
Cr. 1967).



a replacenent for CHAMPI ON PACKER. ® In 1992, he forned a venture
called HAL, Inc. with Ernest Parkin and Joe Herrin to devel op and
mar ket a new frei ght software systemthat incorporated bar coding
technol ogy. Under their agreenent, Lopez was to contribute LOPEZ
COBOL for use in devel oping the new system Parkin was to provide
the system design and programm ng expertise; and Herrin was to
supply industry expertise. Lopez, however, was detained in a
Mexican jail for seven nonths during the initial stages of the
sof tware devel opnent project, and he was ousted from the conpany
W t hout reconpense in March 1993. HAL continued to work on the
software system and eventually began selling a freight tracking
software system cal |l ed “ MEPAW’

Lopez clainmed that MEPAW was an unaut horized copy of LOPEZ
COBOL and that Parkin and Herrin had breached their obligation to
conpensate himfor providing the LOPEZ COBOL system Under threat
of litigation from GUS, Lopez assigned his contract claimto GJS
and agreed to assist GQUSwth a copyright infringenent suit agai nst
HAL, Parkin, and Herrin. QJS filed its first suit against HAL on
May 23, 1995 (“@JS 1”), raising various clains under federal and
state law. The focus of the case, however, was GUS s claimthat

HAL had infringed its copyright in the CHAMPI ON PACKER system by

3 Jose M Lopez, the son of Joe Lopez, was the progranmmer who
actually wote LOPEZ COBCL. In his affidavit, submtted to the
court by GJS, Jose M Lopez stated that he wote the LOPEZ COBOL
system “from scratch, wutilizing the data entry screens, record
| ayouts and reports of the General Universal Systens, Inc., BASIC
software as [his] guide.”



copying the LOPEZ COBOL system @US sought danages, injunctive
relief, and attorneys’ fees.

On Novenber 17, 1997, HAL filed a notion for partial summary
judgnent on the issue of copyright infringenent, arguing that GUS
could not establish that MEPAW copied the nonliteral elenents of
ei ther LOPEZ COBOL or CHAMPI ON PACKER. I n particular, HAL faulted
@US for failing to conduct an Altai anal ysis, the nethodol ogy used
to anal yze cl ai ns of nonliteral copying of software, asserting that
W thout this analysis, GJS could not show that the MEPAW source
code copi ed protectable el enents of either CHAMPI ON PACKER or LOPEZ
COBOL. In response, GUS argued that Altai did not apply to all of
its infringenment clains, such as its clainms that HAL copi ed source
code. GQUS asserted that Altai applied only to clains that
nonliteral elenents of the software were copied. HAL in turn
chal | enged GQUS s source code infringenent claim arguing both that
GUS had agreed that Altai analysis would be used to analyze the
infringenment clainms and that GJUS had never before put forth a
theory of literal infringenent.

A few nonths later, on February 13, 1998, HAL filed a second
motion for partial summary judgnent, this tinme focusing on the
i ssue of copyrightability. HAL argued that GUS could not prove
that it owned a valid copyright in the software because its
copyright registration covered only data entry screens and record

| ayout sanples and not the software as a whol e. HAL al so noted



that GUS had produced no evidence describing their software system
as it existed in 1983, the date when Lopez allegedly copied it,

because there was no extant copy of the 1983 version of QGQUS s
CHAMPI ON PACKER software.* W thout such evidence, GUS coul d not

prove that MEPAW copied its software system GUS responded by
pointing to its copyright registration for the freight forwarding
software, which, it asserted, was prima facie evidence of its
ownership of a copyright in the software. GUS also rem nded the
court that it owned LOPEZ COBOL, the system that HAL's MEPAW
sof tware copi ed.

On February 18, 1998, @GUS filed its own notion for partial
summary judgnent in which it argued that it could prove as a matter
of law that HAL had infringed its copyright in the freight
forwardi ng software. Specifically, GQUSclainmed that it could prove
that HAL had directly or literally copied portions of LOPEZ COBQOL,
noting in particular that the MEPAW system used fields, record
| ayouts, and actual executable code taken directly from LOPEZ
COBOL. As proof, GUS attached four exhibits which it asserted were
exanples of direct copying: (1) a database layout l|isting the

| ayout of fields used by the MEPAWand LOPEZ COBOL systens; (2) a

4 @QJUS clained in filings to the district court that it
submtted a copy of the software source code as well as copies of
data entry screens, reports, and record |layouts to the Copyright
O fice when it obtained a copyright registration for the system
The Copyright O fice, however, apparently m spl aced the source code
print-outs and GQUS did not retain a copy of the code as it existed
in 1983.



directory list conparing data entry fields used by the two software
systens; (3) a print-out of a program from the MEPAW system
indicating that it was created on Cctober 25, 1983, by Lopez; and
(4) invoices generated by the two systens. HAL chal |l enged each of
t hese exhi bits, arguing that none established i nproper copyi ng, and
renewed its claim that GJS could not prevail under the Altai
anal ysi s.

A Magi strate Judge recomrended granting HAL’s first notion and
dismssing the clains of nonliteral copyright infringenment, but
recommended denying HAL's second notion on copyrightability. The
Magi strate Judge al so recommended denying GJUS s notion on literal
copyi ng, concluding that there were genuine i ssues of material fact
precl udi ng sunmary di sposition.

The district court reviewed the record de novo, concl uded t hat
there was no plain error in the Magistrate Judge’ s Menorandum and
Recommendation (M&R), and adopted it as its own. The court
departed fromthe Magi strate Judge’ s recomendation with regard to
GQUS' s summary judgnent notion on literal copyright infringenent.
The court concluded that GUS had failed to rai se a genui ne i ssue of
material fact on the i ssue and granted HAL summary j udgnent on the
claim

Havi ng concl uded t hat there was no copyright infringenent, the
court soon dismssed GUS's related Lanham Act, conversion,

m sappropriation, and trade secret clains. The sol e remaining



claim-- Lopez’s breach of contract clai magai nst Parkin and Herrin
-- was tried to ajury in Septenber 2000. After a three day trial,
the jury found that Parkin and Herrin had breached their agreenent
with Lopez and awarded him $250,000 in damages plus $106, 000 in
attorneys’ fees. However, the court al so awarded HAL, Herrin, and
Parkin a total of $448,928.73 in costs, attorneys’ fees, and
expenses incurred in successfully defendi ng the copyri ght cause of
action.

Approxi mately one year later, in Septenber 2001, the court
nmodi fied this judgnent. First, the court concluded that Larry Lee,
AQUS's first attorney who withdrew as counsel-of-record in late
1997, was entitled to receive one-third of Lopez’'s judgnent as
attorneys’ fees for work perfornmed prior to his wthdrawal as
counsel . Lee had filed a conplaint-in-intervention in January
1998, but GUS had failed to respond or deny the allegations in that
conplaint. Second, on Septenber 26, 2001, the court set aside the
jury verdict altogether and granted HAL, Herrin, and Parkin
judgnent as a matter of law on the contract claim The court
concl uded that the evidence presented was legally insufficient to
support the jury’'s verdict because Lopez had admtted, in a prior
bankruptcy proceeding, that he did not own any interest in HAL

HAL, Herrin, and Parkin filed notions seeking to enforce their
judgnent, including a notion for turnover relief and a notion to
require GUS to post a $65, 000 bond for appellate attorneys’ fees.
In June 2002, the district court granted HAL's notion requiring the

10



posting of a $65,000 bond. The court later granted HAL's notion
for turnover and sale of GQUS s Lopez COBOL software, and we deni ed
@GUS' s notion for an energency stay.

B

In April 2001, nearly two years after the district court
di sm ssed GQUS's copyright clainms on summary judgnent, GJS filed a
second, parallel suit against three of HAL's custoners: Boaz Export
Crating Co., Cargo Crating Co., and Dixie Box & Crating of Texas,
Inc.® Q@GUS argued that, as purchasers of HAL's infringing software,
Boaz had violated GUS s copyright in LOPEZ COBQOL. In response
Boaz argued that GUS was col laterally estopped by the decision in
the first suit fromrelitigating the copyright claimand noved to
di sm ss.

While this notion was pending, Parkin allegedly admtted in a
hearing that HAL copied portions of LOPEZ COBOL. Wt hout bringing
this information to the court’s attention, GUS responded to Boaz’ s
notion, arguing that LOPEZ COBOL was not at issue in the prior suit
and that collateral estoppel could not apply. The district court
di sagreed and granted Boaz’s notion to dism ss.

Shortly thereafter, GJUS filed a Rule 60(b) notion in the
original suit against HAL. Pointing to Parkin’s adm ssion of
copying, @GJS argued that the judgnment was procured through

m sconduct . The district court rejected this argunent, finding

> W refer collectively to these parties as “Boaz.”

11



neither perjury nor m sconduct on Parkin's part. GUS appeals the
court’s rejection of its Rule 60(b) notion, and al so argues that
Parkin’s alleged perjury should bar the application of collateral
estoppel in the Boaz suit.
C

@GQUS' s primary focus on appeal is the court’s grant of summary
j udgnent on the copyright issue. GUS also protests the dism ssal
of its trade secret, m sappropriation, and Lanham Act cl ai ns; the
award of fees to HAL and Boaz based on their successful defense
agai nst GQUS s copyright charges; the court’s grant of judgnent as
a matter of law on the contract clainm the order requiring the
posting of a bond, and the turnover order.

We w || address each of these issues in turn.

|1

At the heart of GQUS s appeal is its claimthat the district
court erred in granting HAL sunmary judgnent on the issue of
copyright infringenent. @QUS protests the court’s decision on a
nunber of grounds. First, GUS disputes the court’s dism ssal of
its copyright clainms under Altai, arguing that this doctrine does
not apply to clains of source code copying. Second, GUS argues
that the court inperm ssibly granted summary judgnment on the issue
of literal source code copying even though the Magistrate Judge
admtted that there were genuine issues of material fact on this

i ssue. Third, GUS contends that the court inposed an inproper

12



| egal standard by holding that literal infringenment requires that
the two conputer prograns be virtually identical. Finally, GUS
protests several other rel ated decisions, such as the court’s award
of fees to HAL and its turnover order.
A
We review the district court’s grant of summary judgnent de

novo.® Summary judgnment should be granted only if there is “no
genuine issue as to any material fact” and the noving party is
entitled to judgnent as a matter of law.’ |In determ ning whether
there is a genuine issue of material fact, we review the evidence
and the inferences to be drawn therefrom in the Ilight nost
favorable to the non-noving party.® The nobving party bears the
initial burden of denonstrating that sunmary judgnent s
appropri ate. If the noving party neets this burden, then the
“nonnovant must go beyond the pleadings and designate specific

facts showing that there is a genuine issue for trial.”?® I n

conducting our review of the summary judgnent grant, however, we

6 Johnson v. Louisiana, 351 F.3d 616, 621 (5th Cir. 2003);
d abi sionmotosho v. City of Houston, 185 F.3d 521, 525 (5th Cr
1999) .

" Fep. R Cv. P. 56(c); see also Hunt v. Cronartie, 526 U.S.
541, 552 (1999).

8 Daniels v. City of Arlington, Tex., 246 F.3d 500, 502 (5th
Cr. 2001).

® Little v. Liquid Air Corp., 37 F.3d 1069, 1075 (5th Cir.
1994) (en banc).
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exam ne only the judgnent of the district court and are not bound
by its rationale. W nmay affirmon any grounds argued bel ow and
supported by the record. 1

To establish a prima facie case of copyright infringenent, a
copyri ght owner nust prove “(1) ownership of a valid copyright, and
(2) copying [by the defendant] of constituent el enments of the work
that are original.” A certificate of registration, if tinely
obtained, is prima facie evidence both that a copyright is valid
and that the regi strant owns the copyright. There is no contention
that GUS does not own a valid copyright in CHAMPI ON PACKER and
LOPEZ COBOL. Rather, the issue is whether GUS provided sufficient
evi dence of copying to survive sunmary judgnment under the second
part of the infringenent test.

To prove actionable copying under the second prong, a
plaintiff must nmake two showings. First, the plaintiff nust, as a
factual matter, prove that the defendant “actually used the
copyrighted material to create his own work.”'2 A plaintiff my

make this showing either with proof of direct evidence of copying

10 See Howard v. Fidelity & Deposit Co. of Maryland (In Matter
of Royale Airlines, Inc.), 98 F.3d 852, 856 (5th Cr. 1996);
Forsyth v. Barr, 19 F.3d 1527, 1534 n.12 (5th Gr. 1994).

11 Feist Publications, Inc. v. Rural Tel. Serv. Co., 499 U. S.
340, 361 (1991); see also Alcatel USA, Inc. v. DA Technol ogi es,
Inc., 166 F.3d 772, 790 (5th Cr. 1999).

12 See, e.g., Engineering Dynamics, Inc. v. Structural
Software, Inc., 26 F.3d 1335, 1340 (5th Cr. 1994).
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or through circunstantial evidence denonstrating both (1) that the
def endant had access to the copyrighted work and (2) that the two
wor ks are “probatively” simlar.'® The access elenent is satisfied
if the person who created the allegedly infringing work had a
reasonabl e opportunity to view the copyrighted work.!* The second
el ement -- probative simlarity -- requires a showng that the
wor ks, “when conpared as a whole, are adequately simlar to
establ i sh appropriation.”’™ |n sone cases, factual copying may be
proven w thout a showing of access “[i]f the two works are so
strikingly simlar as to preclude the possibility of independent
creation.”1

If the plaintiff denonstrates factual copying, he nust next
denonstrate that the copying is | egally actionabl e by show ng that
the allegedly infringing work is substantially simlar to
protectable elenments of the infringed work. “[Al side-by-side
conpari son nust be nade between the original and the copy to

determne whether a layman would view the tw works as

13 See Peel & Co., Inc. v. The Rug Market, 238 F.3d 391, 394
(5th Cr. 2001); see also Conmputer Assoc. Int’l, Inc. v. Atai
Inc., 982 F.2d 693, 701 (2d Gr. 1992).

14 Ferguson v. Nat’'l Broadcasting Co., 584 F.2d 111, 113 (5th
Cir. 1978).

15 Peel, 238 F.3d at 397.
16 ] d.
15



‘substantially simlar.”” Typically, the question whether two
works are substantially simlar should be left to the ultimte
factfinder, but “summary judgnent nmay be appropriate if the court
can conclude, after view ng the evidence and drawi ng i nferences in
a manner nost favorable to the nonnoving party, that no reasonabl e
juror could find substantial simlarity of ideas and expression.”?®

It is settled that conputer prograns are entitled to copyright

protection.'® This protection extends not only to the “literal”
el ements of conputer software -- the source code and object code?
-- but also to a programs nonliteral elenents, including its

structure, sequence, organi zation, user interface, screen displ ays,

and nenu structures.? To assess a clai mof software infringenent,

7 Creations Unlimted v. McCain, 112 F.3d 814, 816 (5th Cr.
1997) (per curiam

18 peel, 238 F.3d at 395; see also Herzog v. Castle Rock
Entertainnent, 193 F.3d 1241, 1247 (11th Cr. 1999) ("Sunmary
judgnent historically has been wthheld in copyright cases because
courts have been reluctant to nake subjective determ nations
r egar di ng t he simlarity bet ween t wo wor Ks. However,
non-infringenment may be determned as a matter of |law on a notion
for summary judgnent, either because the simlarity between two
wor ks concerns only non-copyrightable elenents of the plaintiff's
wor k, or because no reasonable jury, properly instructed, could
find that the two works are substantially simlar.") (citations
omtted).

19 See Engi neering Dynanmics, 26 F.3d at 1341.

20 Source code is a textual conputer |anguage that human
programmers can read. This source code is translated by a program
called a conpiler into object code, the binary | anguage that can be
executed directly by a conputer.

2l See, e.g., Kepner-Tregoe, Inc., v. Leadership Software
Inc., 12 F.3d 527, 536 n.20 (5th Cr. 1994); see also M Tek

16



we have generally endorsed the “abstraction-filtration-conparison”
test first outlined by the Second Crcuit in Altai and refined by
the Tenth Grcuit in Gates Rubber Co. v. Bando Chem cal Industries,
Ltd.22 The Altai test deploys a three-step procedure to assess
whet her protectabl e expressi on has been i nproperly copied. First,
at the abstraction stage, the court “dissect[s] the allegedly
copi ed program s structure and i sol ate[s] each | evel of abstraction
contained wwthinit.” Second, the court filters out unprotectable
expressi on by exam ning the structural conponents at each | evel of
abstraction to determne whether they can be protected by
copyri ght. Copyright protection does not extend to ideas,
processes, facts, elements dictated by considerations of
efficiency, elenments required by factors external to the program
itself, or itens taken from the public domain.? Wth these
nonprotectable elenents filtered out, there remains a “core of

prot ectabl e expression,”? and we nmust then “determ ne whet her the

Hol di ngs, Inc. v. Arce Engineering Co., Inc., 89 F.3d 1548, 1556 n.
15 (11th Gr. 1996).

22 See Engineering Dynamics, 26 F.3d at 1342 (5th Cr. 1994)
(citing Conputer Assocs. Int'l, Inc. v. Altai, Inc., 982 F.2d 693
(2d Cr. 1992), and Gates Rubber Co. v. Bando Chem cal |[ndus.,
Ltd., 9 F.3d 823 (10th G r. 1993)).

28 See Engineering Dynamics, 26 F.3d at 1341 n.6; Conputer
Managenent Assistance Co. v. Robert F. DeCastro, Inc., 220 F.3d
396, 401 (5th Cr. 2000).

24 Gat es Rubber Co. v. Bando Chenical Industries, Ltd., 9 F.3d
823, 841 (10th Gir. 1993) (quoting Altai, 982 F.2d at 710-711).
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defendant’ s program m sappropri ated substantial portions of the
plaintiff’s program”?2®
B

@QUS' s first argunent on appeal focuses on the district court’s
use of the Altai test. @QUS asserts that Altai applies only to
clains that an i nfringer has copied a conputer programi s nonliteral
elenments, like its structure, sequence, organization, and user
interface, and not to clains that source code was copied.? GQUS
urges, therefore, that the court erred in relying on Atai to

dismss its source code copying clains.

% 1d. at 841.

26 At oral argument, GUS also argued in the alternative that,
even if Altai was the proper test, the district court msapplied
the Altai test. In nmaking this argunent, GUJS focused primarily on
the allocation of the burden of proof: GUS conplained that the
court inproperly placed the burden on GQUS to prove that copied
el ements were protectabl e expression. According to GUS, all courts
acknow edge that once copying is proven, the burden shifts to the
defendant to prove that the material taken was not copyrightable.
@GUS argued that, having proven factual copying through a show ng of
access plus probative simlarity, the burden should have been
pl aced on HAL to prove that the material taken was unprotectable.
Because GUS failed to brief this issue, however, we wll not
consider it here. See Consat Corp. v. FCC, 250 F.3d 931, 936 n.5
(5th Gr. 2001) (“Argunents presented for the first tinme at oral
argunent are waived.”). W note, however, that at |east one
appel l ate court di sagrees wth GQUS' s argunent. See M Tek Hol di ngs,
Inc. v. Arce Engineering Co., Inc., 89 F.3d 1548, 1555 (11th G
1996) (“Perhaps the best approach for a district court in any
conputer program infringenent case, whether involving literal or
nonliteral elenments, is for it to require the copyright owner to
informthe court as to what aspects or elenents of its conputer
program it considers to be protectable. This wll serve as the
starting point for the court’s copyright infringenment analysis.”).

18



Al t hough we have generally endorsed the Altai test to eval uate
clains that nonliteral software el enents were copied, we have not
explicitly addressed whether that test should be used to eval uate
charges that a prograni s source or object code was copi ed. W need
not answer this question today, however, because contrary to GUS s
claim the district court did not use the Altai test to decide any
source code copying clains. Rather, the court used Altai only in
its decision to dismss clains that nonliteral elenents were
copied. As the court stated inits order, “[a]bsent a valid Altai
anal ysis to establish unlawful copying of the non-literal aspects
of the conputer prograns, Defendants are entitled to sunmary
j udgnent . " %7

Nor did the district court err in dismssing these clains of
nonliteral copying. On filing this suit, GUS alleged that HAL
copi ed nonliteral aspects of CHAMPI ON PACKER and LOPEZ COBOL. Wen
HAL filed a summary judgnent notion on this issue, arguing
essentially that GJS could not prove that MEPAW copied any
nonliteral elenents, GUS responded by cl ai m ng that source code was
copi ed. However, nowhere in its response did GUS present evidence
di sputing HAL's assertion that sunmmary judgnent was appropriate on
the issue of the copying of nonliteral programelenents. Mrre to

the point, nowhere in its submssion did GUS conplete the Alta

21 Opinion and Order, No. H95-1582, at 2 (S.D.Tex. June 4,
1998) (order granting partial summary judgnent) (enphasis added).
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anal ysis necessary to evaluate clains that a programs nonliteral
el ements were copied. Wthout this analysis, there was no evi dence
inthe record to support GUS' s clainms that nonliteral el enents were
copied, and the district court properly dism ssed those clai ns.

We find no error in the district court’s use of Altai or in
its decision granting HAL summary judgnent on the issue of
nonliteral infringenent.

C

Turning fromAltai, we next address GQUS s argunents that the
court applied an overly restrictive test for evaluating its claim
t hat source code was copied. GUS presents two distinct argunents.
First, GUS urges that there were genuine issues of material fact.
Second, GUS argues that the court inposed an overly rigid standard
for literal copying by requiring that the infringed program be
virtually identical, rather than substantially simlar, to the
copyri ghted program

W reject GQUS s argunents and concl ude that sumrmary judgnent

was appropri ate.

To evaluate GQUS's claim sonme background is necessary.
Shortly after HAL filed its sunmary judgnent notion on the
nonliteral copying issue, GQJS filed its own notion for summary
j udgnent on the issue of source code copying. In this notion, GUS

argued for the first tinme that HAL “directly” copied LOPEZ COBOL’ s
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source code. QJUS attached four exhibits as evidence of this
copying: (1) a printout that purported to be a “database |ayout”
listing the nanes of fields used by the MEPAW and LOPEZ COBOL
systens; (2) adirectory list giving the nanes of data entry fields
used by the two software systens; (3) a print-out of a program
contained in MEPAWthat was created on COctober 25, 1983, by Jose
Lopez; and (4) print-outs of invoices generated by the LOPEZ COBOL
and MEPAW syst ens. @QUS argued that the first three of these
exhibits constituted evidence of “direct, line by |line copying.”
For the fourth exhibit, GUS argued that the |ayouts of the MEPAW
and LOPEZ COBOL invoices were al nost exactly the sanme, suggesting
that the source code which generated them nust al so be strikingly
simlar.

HAL filed a |l engthy response to GQUS' s notion, chall engi ng each
of these exhibits and accusing GUS of m srepresenting the facts.
Specifically, HAL attached an affidavit fromParkin indicating that
the first exhibit was a database |ayout that Lopez gave to
Def endant Al Parkin to enhance; the second exhibit was not used in
MEPAW the third exhibit was a program Parkin obtained while he
wor ked for the General Services Admi nistration and was not aut hored
by Lopez; and the fourth exhibit was a generic invoice of a type
found in every packing system HAL also attached several
affidavits from other parties, sone of which attested to the
substantial differences between the two software packages while
others disputed GQJS' s contention that HAL had access to the
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CHAMPI ON and LOPEZ COBOL prograns. HAL ended its response with a
charge that there was no evidence supporting GJS s infringenment
clains and with a request that the court dismss the actioninits
entirety. QGUS did not reply to HAL's noti on.

On the issue of substantial simlarity, a Mugistrate Judge
concluded that the four exhibits GUS submtted were inadequate to
sustain a finding as a matter of |aw that MEPAW and LOPEZ COBCL
were substantially simlar. She concluded, however, that a genui ne
issue of material fact existed as to whether the software systens
were substantially simlar. Nei t her party objected to these
fi ndi ngs.

The district court conducted a de novo review of the record,
concluded that there was no plain error in the Magistrate Judge’s
Menor andum and Recommendati on, and adopted the report as its own.
However, the ~court enployed a different analysis of the
i nfringenment issue. The court noted, first, that to prove literal
copying, a plaintiff nust show identical or virtually identical
copyi ng of substantial portions of a program Second, the court
stated that such identical copying would not generally be present
when the two prograns are witten in a different programm ng
| anguage. The court concluded that GJS had failed to present
evidence raising a genuine issue of material fact, denied GQUS s
summary judgnent notion, and granted summary judgnent to HAL

2
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W are ultimately persuaded that sunmary dism ssal was
appropriate because of GUS' s failure to adduce evidence to support
its charges of copying and substantial simlarity.?8

As a prelimnary matter, we reject GQUS s contention that the
district court’s decision to grant sumary judgnent was
procedurally i nproper -- that the court granted summary judgnent to
HAL sua sponte, without a notion for summary judgnent by HAL before
it. In response to GQUS' s summary judgnent notion, HAL asserted
that it was entitled to a “finding[] that the plaintiffs are unable
to prove both non-literal copying under the Altai analysis, and
direct copying.” Cting GQUS s failure to adduce any evidence
supporting its clains of source code copying, HAL charged that GJS
had no evi dence of copying and urged the district court to dismss
the entire case. Wiile not |abeled as a cross-notion for summary
di sm ssal, HAL sought summary judgnent on the issue of litera
copying and requested the court to act accordingly. The court’s

action was not inproper. ?°

28 Holtzclaw v. DSC Communications Corp., 255 F.3d 254, 258
(5th Gir. 2001).

2% Mbreover, even if the court’s decision to grant HAL sunmary
j udgnent were sonehow a sua sponte decision, it was not inproper.
In general, a district court may grant summary judgnent sua sponte
“so long as the losing party was on notice that she had to cone
forward wwth all of her evidence.” Celotex v. Catrett, 477 U S
317, 326 (1986) (“[Djistrict courts are w dely acknow edged to
possess the power to enter sunmary j udgnents sua sponte, so | ong as
the losing party was on notice that she had to cone forward with
all of her evidence.”); Judwn Properties, Inc., v. United States
Fire Ins. Co., 973 F.2d 432, 436-37 (5th Cr. 1992); see also
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We are persuaded that sunmary j udgnent was appropri at e because
GQUS presented no evidence supporting its clains of literal
copyright infringenent. At trial, GJS would bear the ultimte
burden of proving that MEPAW copied LOPEZ COBOL. In response to
HAL’s charge that no evidence supported GQJS s claim GUS was
required to cone forward with sonme evidence supporting the
essential elenents of its claim GUS failed to do so.3 The four
i sol ated pieces of evidence GUS produced fail on the nobst basic
| evel . To prevail on a claim of source code copyright

infringenment, GUS would have to prove that MEPAW S source code is

CHARLES ALAN WRI GHT, ARTHUR R. M LLER, & MARY KAy KaANE, 10A FEDERAL PRACTICE
AND PROCEDURE 8 2720 (1998). The First Crcuit has suggested that
“notice” neans “that the targeted party ‘had reason to believe the
court mght reach the issue and received a fair opportunity to put
its best foot forward.’” Leyva v. On the Beach, Inc., 171 F. 3d 717,
720 (1st Cir. 1999) (quoting Jardi nes Bacata, Ltd. v. D az- Marquez,
878 F.2d 1555, 1561 (1st GCr. 1989)). There is no doubt in this

case that GUS had the requisite notice. It was, after all, QGUS
itself that noved for summary judgnent on the issue of litera

copying. @GUS had di scussed the issue at | east one other tine -- in
its response to HAL’s summary judgnent notion -- and it had nore

than anpl e opportunity to marshal its facts and “put its best foot
forward.” Cf. Nowin v. Resolution Trust Corp., 33 F.3d 498, 504
(5th GCr. 1994). Mre inportantly, HAL explicitly argued to the
court that there was no evidence supporting GUS s clains and
requested that the court dismss the newy raised literal copying

char ges. Finally, the summary judgnment canme after the cl ose of
di scovery, after the MEPAW source code was produced, and after
expert reports had been filed. G ven these circunstances, GUS

clearly had notice that summary judgnent was at issue, and was not
deprived of either its ability to ascertain facts or its
opportunity to devel op and present its case. The court’s decision
to consider summary dismssal of the literal clains was not

I npr oper.
30 Celotex, 477 U.S. at 322-23.
24



substantially simlar to LOPEZ COBOL’s source code. To do so, “a
si de-by-si de conpari son nust be nmade between the original and the
copy.”3* @UJS, however, failed to attach any of its own source code
to its summary judgnent notion or to conpare MEPAW source code to
LOPEZ COBOL source code, despite its conclusory assertions that the
four exhibits were evidence of direct copying.3 Wthout providing
its own source code for conparison, GJS did not satisfy the
requi renent that the infringed and infringing work be conpared
si de-by-side. Perhaps there was relevant LOPEZ COBCOL source code

buried deep in the record sonewhere,* and perhaps the district

court coul d have waded through the record to find code that | ooked

simlar to the exhibits GUS attached. But the court was not
required to do so. In response to HAL’s notion, the burden was on
GUS to prove that it could support its clains. It did not neet
t hi s burden.

31 Creations Unlimted v. McCain, 112 F.3d 814, 816 (5th Cir.
1997) (per curiam

32 1t bears enphasis that the only infringenent clains at issue
in this sunmary judgnment notion were GQUS' s clains that HAL copi ed
source code. As we note below, the exhibits GUS submtted may have
constituted sonme evidence that nonliteral aspects of CHAMPI ON
PACKER were copied, but not that source code was copied. QUS' s
nonliteral clains, however, were properly dismssed because of
@QUS' s failure to conduct a proper Altai analysis.

3% In QUS's summary judgnent notion, GUS discussed only the
four aforenentioned exhibits. In Dr. Nassar’s affidavit, which was
attached to that notion, Dr. Nassar states enticingly that these
four exhibits are but the tip of the iceberg and that there was
substanti al other evidence of direct copying in the record. QGJS
did not bring this other evidence to the attention of the court.
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AQUS s difficulty stens, ultimately, fromthe nuddl ed nat ure of
its infringenent clains. As the district court noted, when GUS
first filed its infringenent suit, it clainmed only that HAL
m sappropriated nonliteral elenents of CHAMPI ON PACKER, like its
structure, sequence, and organi zation. GJS broadened its clains in
its summary judgnent notion, asserting that HAL directly copied
source code from CHAMPI ON. The exhibits that GQUS attached as
evi dence of source code copying, however, did not reflect the
change in the nature of its clains. Two of the exhibits -- the
dat abase | ayout and directory listing -- are at best evidence that
HAL copied nonliteral elenments from LOPEZ COBOL; they do not
provi de evidence of source code copying.3* Likew se, the fourth
exhibit -- a conparison of invoice layouts -- is a nonlitera
el emrent of the software progranms; GUS s conclusory remark that the
“simlarity of layout in the invoices . . . highlights the fact
that the source code which generated both invoices is strikingly
simlar” is both factually questionable and |l egally insufficient to
state a claimof source code copying. GUS had the MEPAW and LOPEZ
COBOL source codes at its disposal; it should have supported its

assertions with tangi ble references to these materials rather than

3 W note, too, that GUSfailed to refute HAL's clai mthat Joe
Lopez provided the database |layout to Parkin and that Parkin used
it with Lopez’s consent. Even if we accept GUS' s claimthat the
dat abase | ayout in MEPAW copies the layout in LOPEZ COBOL (and if
we also accept that the database |ayout relates to source code
copying, rather than nonliteral copying), we are left with an
unchal l enged assertion that Parkin was entitled to use the
mat eri al .
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wth enpty and conclusory statenents. “[ S]uch concl usory,
unsupported assertions are insufficient to defeat a notion for
sunmary judgnent.” 3

Only the third exhibit contains any source code. It is a
print-out of a software program GUS cl ains Lopez wote on Cctober
25, 1983. @QUS' s expert, Dr. Nassar, asserts that he found this
programin the MEPAW system and that a “strikingly simlar” copy
exists in LOPEZ COBQOL. @JS, however, fails to provide the copy
fromLOPEZ COBOL's source code for conparison. Nor does GUS refute
HAL’s denial that Lopez wote the program and that HAL obtai ned
properly from ot her channels.

In short, GUS presented insufficient evidence of source code
copying to survive summary judgnment. Wen GUSfiled its notion for
summary judgnent, it did not need to marshal all its facts to
support its infringenent clains. But when HAL responded with an
all egation that GUS coul d produce no evi dence on basic el enents of
its claims, GUS was required to cone forward wth tangible
evi dence. It failed to do so, and sunmmary judgnment for HAL was

appropri ate.

3% Marshall v. E. Carroll Parish Hosp. Serv. Dist., 134 F.3d
319, 324 (5th Cir. 1998).
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3
W affirm the dismssal of GUS s clains of source code
copyi ng. %6
D
After dismssing GQUS' s copyright clains, the district court
awar ded HAL attorneys’ fees as the prevailing party. GUS contests
the award of fees, arguing in particular that because it brought
and litigated its copyright clains in good faith, an award of fees
was i nappropri ate.
The decision to inpose costs lies in the sound discretion of
the district court,?® reviewable only for an abuse of discretion.?38
This <circuit adheres to the practice that such fees are
“discretionary but routinely awarded.”®® Under this approach, we
cannot agree that the district court abused its discretion in

awarding HAL fees. The court carefully considered GUS s conduct

36 Because we do so on grounds different fromthose expressed
by the district court, we need not address the specific rationale
asserted by the district court that literal copying requires
virtual identity.

317 U.S.C. 8§ 505 (“In any civil action under this title, the
court inits discretion may allow the recovery of full costs by or
against any party other than the United States or an officer
t hereof. Except as otherw se provided by this title, the court may
al so award a reasonable attorneys’ fee to the prevailing party as
part of the costs.”).

38 See McGaughey v. Twentieth Century Fox Film Corp., 12 F.3d
62, 65 (5th Cir. 1994).

% Hogan Systens, Inc. v. Cybresource Intern., Inc., 158 F.3d
319, 325 (5th Gir. 1998).
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during the course of the litigation -- conduct which in sone cases
bordered on t he overzeal ous -- and noted the trenendous burden t hat
@GUS' s zealous representation placed upon HAL. @GUS provides no
persuasi ve reason why the award shoul d be upset, and we therefore
affirmthe award of fees.?
1]

GUS next disputes the district court’s dismssal of its Lanham
Act clains. @QUJS argued to the district court that HAL, by copying
and marketing GQJUS's software as HAL's own, engaged in “reverse
palmng off” in violation of 8§ 43(a) of the Lanham Act.* The
district court rejected GQUS' s claim relying heavily onits earlier
conclusion that GUS failed to present evidence of actionable
copyi ng. GUS contends on appeal that the court’s decision was
error for two reasons: first, because there is substantial evidence
that MEPAW is a copy of LOPEZ COBCL that has only been nodified

slightly, and second, because a Lanham Act cl ai m does not require

40 Havi ng uphel d the di sm ssal of GQUS' s copyright clains onthe
merits as well as the court’s order inposing attorneys’ fees, we
find it unnecessary to address whether the court erred in ordering
the turnover of LOPEZ COBOL or in requiring GUS to post a $65, 000
bond to cover HAL's fees on appeal. Nor need we address HAL’s
contention that GJUS s clains nust be dism ssed because of QS s
failure to post that bond.

415 U.S. C. § 1125(a)(1). “Reverse palming off” (or “reverse
passing off,” as it is sonetines called) occurs when “[t]he
producer m srepresents soneone else’'s goods or services as his
own.” Dastar Corp. v. Twentieth Century Fox Film Corp., 539 U S.
23, 28 n.1 (2003). “A defendant may also be guilty of reverse
pal m ng off by selling or offering for sal e another’s product that
has been nodified slightly and then | abeled with a different nane.”
Roho, Inc. v. Marquis, 902 F.2d 356, 359 (5th GCr. 1990).
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the Altai-type analysis that the district court used to dismss
@GUS' s copyright clains. W find neither argunent persuasive.

@QUS' s first argunent depends entirely upon its copyright
argunent, which we have rejected. The district court commtted no
error in dismssing GQUS s copyright infringenent clains. QUS' s
first Lanham Act argunent nust fail as well.

@GUS' s second argunent is nore problematic. In just one
sentence, GUJS asserts that a Lanham Act cl ai mdoes not require that
a defendant prove “substantial simlarity” through the type of
Altai-analysis that the district court demanded in this case. GUS
offers no argunent or explanation on this point, and cites no
authority for its statenent. Failing to adequately brief this
contention, GUS has waived it.*

Even were we inclined to flesh out GQUS s argunent, its Lanham
Act claimwould face the Suprenme Court’s recent decision in Dastar
Corp. v. Twentieth Century Fox.* Dastar revolved around a 1949
tel evision series called “Crusader in Europe,” which was based on
Ceneral Eisenhower’s witten account of the Allied canpaign in
Europe. Twentieth Century Fox owned the exclusive rights in the
television series, but it failed to renew its copyright

regi stration, and the copyright expired in 1977, | eaving the series

42 See, e.g., Cavallini v. State Farm Mut. Auto Ins. Co., 44
F.3d 256, 260 n.9 (5th Gr. 1995).

3 539 U.S. 23 (2003).
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in the public donain. In 1995, Dastar purchased copies of the
original, public donmain television series, and then copied and
edited them In particular, Dastar substituted a new opening
sequence, credit page, and final closing, and nade various other
simlar changes. Fox and several |icensees brought suit, alleging,
inter alia, that Dastar’s sale of its version of the series wthout
proper attribution to the Crusade series constituted “reverse
passing off” in violation of § 43(a) of the Lanham Act.

The Court rejected the plaintiffs’ claim concluding that the
term “origin” in 8 43(a) applies only to “the producer of the
t angi bl e goods that are offered for sale, and not to the author of
any idea, concept, or comunication enbodied in those goods.”* In
so doing, the Court carefully distinguished Lanham Act cl ains from
copyright <clainms; the fornmer “were not designed to protect
originality or creativity,” while the latter were. The Court
concl uded that clains of false authorship and reverse passing off,
when raised to protect an author’s interest in the intellectua
content of conmunicative products, were not actionable under 8§
43(a) and shoul d i nstead be pursued under copyright law. “To hold
otherwi se would be akin to finding that 8 43(a) created a species

of perpetual patent and copyright, which Congress may not do.”*

4 1d. at 37.
4] d.
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Wile there are sone differences between Dastar and the
situation at hand, we find Dastar’s reasoning controlling. GUS has
not accused HAL of taking tangi bl e copies of its software, renoving
its trademarks, and selling themas its own. Rather, GUS asserts
that HAL copied the ideas, concepts, structures, and sequences
enbodied in its copyrighted work. In sum and substance, GUS s
claimis sinply a claimthat HAL has infringed its copyright in
LOPEZ COBQL. Dastar mnmakes clear that such clains are not
actionabl e under § 43(a).

The district court’s grant of summary judgnment to HAL on GUS s
Lanham Act clains is affirned.

|V

GUS next contests the district court’s dismssal of its state
| aw claimof trade secret theft. Shortly before trial, HAL filed
a summary judgnent notion on this issue, arguing that GUS coul d not
prove all of the essential elenents of its claim The district
court agreed, disposing of GUS s claimon two alternative grounds.
First, the court concluded that Texas |l awrequires that the cl ai ned
trade secret have been discovered through inproper neans. The
court found no inproper neans in this case because the HAL
Def endant s obt ai ned access to the LOPEZ COBOL System pursuant to a
witten agreenent with Lopez. Second, the court observed that
Texas lawrequires that a person asserting a trade secret nust take

reasonabl e precautions to protect the clained trade secret. The
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court found that the undi sputed evi dence showed that GUS had fail ed
to do so. Based on these two alternative grounds, the court
concl uded that LOPEZ COBCOL, “was not properly protected as a trade
secret.”

@GUS argues that the court applied an outnoded and overly
restrictive test for trade secret m sappropriation. W agree.

A

W review a district court’s interpretation of state |aw de
novo. % To state a claimfor trade secret nisappropriation under
Texas law, a plaintiff nmust (1) establish that a trade secret
exi sted; (2) denonstrate that the trade secret was acquired by the
defendant through a breach of a confidential relationship or
di scovered by i nproper neans; and (3) show that the defendant used
the trade secret without authorization fromthe plaintiff.4 Only
the first and second factors of this test are at issue in this
appeal . “The existence of a trade secret is properly considered a
question of fact to be decided by the judge or jury as

fact-finder.”*®

4 Salve Regina College v. Russell, 499 U S. 225, 239 (1991).

47 Al catel USA, Inc. v. DA Technol ogies, Inc., 166 F.3d 772,
784 (5th Gr. 1999) (analyzing the cause of action for trade secret
m sappropriation under Texas law); see also IBP, Inc. v. Klunpe,
101 S.W3d 461 (Tex. App.-Amarillo 2001, wit denied) (citing Taco
Cabana Int'l v. Two Pesos, Inc., 932 F.2d 1113, 1123 (5th Gr.
1991)); Elcor Chem cal Corp. v. Agri-Sul, Inc., 494 S.W2d 204, 210
(Tex. Cv. App.-Dallas 1973, wit ref’d n.r.e.).

48 RESTATEMENT ( THIRD) UNFAIR COMPETITION § 39 cnt. (1995).
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B

The district court first concluded that GUS coul d not prevai
under the first prong of the trade secret theft test. The court
hel d that Texas | awrequires that a person asserting a trade secret
t ake reasonabl e precautions to protect it.* The district court
concl uded that Lopez did not take reasonabl e neasures in this case,
and concluded that LOPEZ COBOL was not properly protected as a
trade secret.

The Texas Suprenme Court recently clarified that to determ ne
whet her there is a trade secret protected fromdisclosure or use,
a court nust exam ne six relevant but nonexclusive criteria: (1)
the extent to which the information is known outside the business;
(2) the extent to which it is known by enployees and others
involved in the business; (3) the extent of neasures taken to
safeguard the secrecy of the information; (4) the value of the
information to himand to his conpetitors; (5) the anount of effort
or noney expended in devel oping the information; and (6) the ease
or difficulty with which the information could be properly acquired
or duplicated by others.® The court expressly held that “the party
claimng a trade secret should not be required to satisfy all six

factors because trade secrets do not fit neatly into each factor

4 For | egal support, the district court cited a Fifth Circuit
opi nion, E. 1. duPont deNenours & Co. v. Christopher, 431 F. 2d 1012,
1015 (5th Cr. 1970), which had attenpted to predict the content of
Texas law. The district court did not cite any Texas cases.

*° In re Bass, 113 S.W3d 735, 739-40 (Tex. 2003).
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every tinme.”% Determ ning whether any given piece of information
is entitled to trade secret protection, then, is a contextua
i nqui ry which nust evaluate a nunber of factors.

The district court did not engage in this broad inquiry, but
instead focused solely on Lopez's alleged failure to take
“reasonabl e precautions” to protect LOPEZ COBOL, pointing to Lopez
havi ng al |l owed Parkin to copy LOPEZ COBOL onto a personal conputer
and take it with himto Arizona. The court, however, overl ooked
the fact that Lopez and Parkin were engaged in a joint venture to
exploit that very software. There was al so uncontroverted evi dence
that Lopez carefully secured his software systemfromparties other
than Herrin and Parkin -- that is, that Lopez took reasonable
precautions to protect LOPEZ COBOL from persons other than those
sel ected by Lopez to have access for |imted purposes.

Further factual devel opnent nmay shed |ight on whether trade
secret protection is appropriate. W conclude, therefore, that a
genui ne dispute of material fact precludes determ nation whet her
LOPEZ COBOL was properly protected as a trade secret.

C

Summary judgnent may yet have been appropriate if the district
court’s second basis for judgnent independently bars GQUS s claim
As an alternative basis for dismssing GUS s trade secret claim

the court concluded that GUS could not satisfy the second prong of

1 1d. at 740.
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the trade secret claim Specifically, the court concluded t hat HAL
did not acquire LOPEZ COBOL through inproper neans.

However, Texas trade secret | aw does not inpose liability only
when i nproper neans are used. Under Texas law, there is liability
for trade secret m sappropriation if either “(a) he discovers the
secret by inproper neans, or (b) his disclosure or use [of the
trade secret] constitutes a breach of confidence reposed in himby
the other in disclosing the secret to him”% The district court
did not consider whether there was a confidential relationship
anong Lopez, Perkins, and Herrin that inposed upon thema duty not
to use the trade secret. There may have been an appropriate
confidential relationship: although the facts available in the
record are unclear, it appears that Lopez, Perkins, and Herrin may
have forned a partnership to exploit the LOPEZ COBOL system 3

Under Texas law, a partnership can be considered a confidenti al

52 El cor Chemical, 494 S.W2d at 211 (enphasi s added); see al so
| BP, Inc., 101 S.W3d at 472.

3 1t is unclear, for exanple, precisely when the partnership
or joint venture was forned. In its brief, QGUS argues, quite
curiously, that the parties “antici pated” signing a confidentiality
agreenent, inplying that they had not yet reached the stage where
fiduciary duties would be inposed. Perhaps this reflects a tacit
adm ssion that the parties had not yet formalized their venture and
that Lopez shared the code with Perkins and Herrin before any duty
of confidentiality could reasonably be inplied.
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relationship, and participants in ajoint venture are often held to
owe duties to one another. >
HAL, for its part, vigorously asserts that there was no

confidential relationship anong the parties.> HAL al so contends

>4 See, e.g., Abetter Trucking Co. v. Arizpe, 113 S.W3d 503,
508 (Tex. App.-Houston [1st Dist.] 2003, n.w. h.) (“There are two
types of fiduciary relationships; one is a formal fiduciary
relationship which arises as a matter of law and includes the
rel ati onshi ps between attorney and client, principal and agent,
partners, and joint venturers, while the other is an inform
fiduciary relationship which nmay arise from a noral, social,
donestic or purely personal relationship of trust and confidence,
generally called a confidential relationship.”); Hyde Corp. v.
Huffines, 314 S.W2d 763, 769-70 (Tex. 1958) (“The chi ef exanpl e of
a confidential relationship under [the Restatenent’s view of trade
secret msappropriation] is the relationship of principal and
agent. . . . Such is also the relationship between partners or
other joint adventurers. But this confidence may exist also in
other situations.”); Holman v. Dow, 467 S.W2d 547 (Tex. Cv.
App. —Beaunont 1971, wit ref’d n.r.e.) (“W have concluded from a
study of the contract as a whole that plaintiff did not establish
as a matter of law, a partnership between the parties; and,
therefore, the trial court did not err in failing to hold a
relationship of trust and confidence existed between the parties
which was fiduciary in nature.”).

| ndeed, forner Section 757 of the Restatement of Torts, a
provi sion which the Texas courts have cited approvingly in the
past, cites a partnership as an exanple of the type of relationship
i nposing a duty not to m suse a trade secret. See RESTATEMENT OF TORTS
§ 757, cnt. on clause (b).

% For exanple, HAL argues that the lack of a fornal
confidentiality agreenment is evidence that there was no duty of
confidentiality anong the three nen, a proposition which finds sone
support in Texas |aw. See, e.g., Daily Intern. Sales Corp. V.
East man Wi pstock, Inc., 662 S.W2d 60, 63 (Tex. App.-Houston [ 1st
Dist.] 1983, no wit) (“Although an express contractual provision
is not required to establish a duty of confidentiality, the absence
of an agreenent restricting disclosure of information is a factor
the court may consider.”). Daily International, however, dealt
wth a contractual arrangenent anong corporations; it did not
address a partnership arrangenent, where partners owe one anot her
a duty of confidentiality. Mre inportantly, at |east one Texas
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that the district court reviewed the entire record and found that
HAL' s use of LOPEZ COBOL was unrestricted, an assertion which finds
no support in the text of the district court’s opinion. In the
end, HAL's argunent highlights the presence of disputed materi al
facts.

The district court erred in not considering whether GUS m ght
prevail by denonstrating a breach of a confidential relationship.
On the present record, there is a genuine issue of material fact
and summary judgnent was i nappropri ate.

C

We reverse the district court’s grant of summary judgnent in

favor of HAL on GQUS' s claimof trade secret theft.
\Y

@QUS' s next set of argunents focuses on its contract clains.?®®
Unlike its copyright clains, GQUStried its contractual allegations
to ajury, which ruled in GQUS s favor. Over two years after the
jury returned its verdict, the district court granted HAL j udgnment

as a matter of law. QGUS appeals this decision, and al so appeal s a

court has expressly rejected HAL's argunent, holding that “[w hen
a claimof inproper disclosure or use of trade secrets arises from
a confidential relationship, the injured party is not required to
rely upon an express agreenent that the offending party will hold
the trade secret in confidence.” T-N-T Motorsports, Inc. v.
Hennessey Mdtorsports, Inc., 965 S.W2d 18, 22 (Tex. App.-Houston
[1st Dist.] 1998, pet. dismid).

56 Lopez assigned his rights under the breach of contract claim
to QGUS. For sinplicity’'s sake, we wll refer to these clains
t hroughout as GUS s cl ai ns.
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decision by the district court to limt the manner in which GQUS
coul d prove contractual damages.

Finding no reversible error on either issue, we affirm

A

@QUS first contends that the court abused its discretion in
excl udi ng evidence of HAL's sales or the value of the market for
HAL’s software at the tine of trial. Specifically, the court
refused to allow GQUS to question defense w tnesses regarding
statenments on HAL's website that the market for HAL's software was
one billion dollars per year. The court also refused to allow GUS
to introduce evidence that Parkin copied LOPEZ COBOL to create
MEPAW HAL’'s prinmary asset. @GUS also contends that the court
abused its discretionininstructing the jury that Lopez’ s damages
were to be neasured at the tinme of HAL’'s breach, rather than at the
tinme of trial, and in refusing to charge the jury that Lopez m ght
be entitled to specific perfornmance.

1

W examne first the court’s contested evidentiary rulings.
We review a district court’s exclusion of evidence for abuse of
di scretion. ®’

As a prelimnary matter, we reject GQUS s contention that the
court’s refusal to allow evidence of the value of the market for

HAL's software was error. This evidence was irrelevant to

" United States v. WIlson, 322 F.3d 353, 359 (5th Cir. 2003).
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determ ning the value of HAL either at the tine of the breach or at
trial. Simlarly, we find no error in the court’s exclusion of
evidence that HAL copied LOPEZ COBOL to create MEPAW This is
admttedly a closer question because evidence that HAL used LOPEZ
COBOL m ght serve as evidence of the value of his contribution to
the joint venture or possibly even the value of HAL at the
i nception of the partnership. However, the issue before the court
was solely whether HAL breached its agreenent with Lopez, not
whet her HAL copied LOPEZ COBOL or whether Lopez was entitled to
restitution for the value of his contribution. Gven the limted
focus of the trial and the nature of GUS s breach of contract
claim we find no abuse of discretion in the district court’s
ruling.
2

A sonmewhat nore difficult question is raised by GUS s twn
assertions that Lopez’s contractual damges should have been
measured as of the tinme of trial, rather than the tinme of breach,
and t hat Lopez shoul d have recei ved specific performance i nstead of
damages. HAL responds that GQUS s clai mfor damages neasured as of
trial is nothing nore than a request for specific perfornmance
whi ch i s di sfavored under Texas | aw and not nerited in this case. 8

The district court rejected GQUS s request for specific performance

8 HAL also suggests that GQJUS did not plead specific
performance, but we find this contention without nerit. QUS' s
Conpl aint was sufficient to place HAL on notice that GUS sought
speci fic performance.

40



and limted GUS s recovery to damages cal cul ated as of the tine of
the breach. The jury, in turn, awarded Lopez $250, 000, a sumwhich
corresponded to his testinony regardi ng the anount he expended to
create LOPEZ COBCL pursuant to his contract with Parkin and Herrin.

We review jury instructions for abuse of discretion.®> W ask
““whether the court’s charge, as a whole, is a correct statenent of
the law and whether it clearly instructs jurors as to the
principles of the | aw applicable to the factual issues confronting
them’ "% W review the district court’s interpretation of Texas
| aw de novo.® Were a party argues on appeal that the district
court erred inrefusing to give a proffered jury instruction, that
party nust “show as a threshold matter that the proposed
instruction correctly stated the | aw. "¢

We find no error in the district court’s decision rejecting
@GUS' s request of specific performance. Under Texas |aw, specific
performance is an equitable renedy that is nornally avail able only
when the conpl ai ni ng party cannot be fully conpensated through the

| egal remedy of damages or when danmages may not be accurately

% United States v. Daniels, 281 F.3d 168, 183 (5th Cir. 2002).

80 1d. (quoting United States v. Dien Duc Huynh, 246 F.3d 734,
738 (5th Cir. 2001)).

61 Stine v. Marathon Ol Co., 976 F.2d 254, 259 (5th Cir.
1992) .

62 Federal Deposit Ins. Corp. v. Mjalis, 15 F.3d 1314, 1318
(5th Gir. 1994).
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ascertained.®® \Wen one party breaches an agreenent to provide
stock, Texas courts have consistently held that the damages renedy
is adequate, and GUS offers no argunent why specific perfornmance
was warranted under the facts of this case.® W reject this
contenti on.

W also reject QUS's claimthat its damages shoul d have been
calculated as of the tinme of trial rather than at the tine of
breach. “[T]he rule in Texas has | ong been that contract damages
are neasured at the tinme of breach, and not by the bargai ned-for
goods’ market gain as of the tinme of trial.”% Texas courts have
applied this rule in cases involving a failure to provide stock
In Wal den v. Affiliated Conputer Services, Inc., for exanple, the
Texas Court of Appeals held that damages in a breach of contract
cl ai mbrought by stock option hol ders agai nst a corporation should
have been cal cul at ed based on the val ue of the corporation’s stock

on the first day after the corporation’s breach, not the val ue of

63 See Guzman v. Acuna, 653 S.W2d 315, 318 (Tex. App.-San
Antonio 1983, wit dismd) (“Specific performance is warranted
where the renedies at |aw are inadequate and the existence of a
valid contract is established.”); Giffin's Estate v. Summer, 604
S.w2ad 221, 225 (Tex. CGCv. App.-San Antonio 1980, wit ref’'d
n.r.e.) (“The purpose of specific performance is to conpel a party
who is violating a duty to performunder a valid contract to conply
wth his obligations.").

84 Per haps concedi ng that specific performance i s not required
inthis case, GUS' s brief on appeal focuses solely on its argunent
concerni ng the proper neasure of danmages.

6 Mga v. Jensen, 96 S.W3d 207, 214 (Tex. 2002).
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the stock at the tine of trial.® The court explained that, “[i]n
a case involving a contract to deliver stock, the proper neasure of
damages for breach of that contract is the same as for other
contracts: the difference between the price contracted to be paid
and the value of the article at the tinme when it should have been
del i vered. "¢’

The Texas Suprene Court reinforced this rule in Mga v.
Jensen. % M ga sought to recover damages for the val ue of the stock
that Jensen refused to sell himin 1994 plus his lost profits. The
only evidence of |ost profits, however, was the increased market
value of the stock at the tinme of trial. The jury awarded him
damages based on that increase, but the Texas Suprene Court
reversed. Reiterating the rule that contract danages are neasured
at the tinme of breach, the Court concluded that the danages M ga
was awar ded under the rubric “lost profits” was actually the market
gain, to which he was not entitled. In this case, GJ)S is

attenpting to recover precisely what Mga held is not recoverable

66 97 S.W3d 303, 328 (Tex. App.-Houston [14th Dist.] 2003,
pet. denied).

67 1d. at 328-39; Mga, 96 S.W3d at 213-14 (citing Randon v.
Barton, 4 Tex. 289, 293 (1849)).

68 See Mga, 96 S.W3d at 214 (citing Heil broner v. Dougl ass,
45 Tex. 402, 407 (1876) and Wiiteside v. Trentman, 170 S.W2d 195,
196 (Tex. 1943)).
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under Texas |aw. W find no error in the district court’s
decision limting GUS s recovery to damages as of the tinme of the
br each.
B

We next review the court’s decision granting HAL judgnent as
a matter of law on the contract claim The district court based
its decision on tw independent grounds. First, the court
concluded that statenents nmade by Lopez in a prior bankruptcy
proceeding were judicial adm ssions that barred his contract
claim™ The court concluded that these statenents constituted
judicial adm ssions and revealed that Lopez had no ownership
interest in HAL, Inc. Second, the court concluded that the
evidence was legally and factually insufficient to support the

jury’s findings of breach of contract and danmages.

69 See al so Walden, 97 S.W3d at 328-29 (holding that danages
i n breach of contract clai mbrought by stock option hol ders agai nst
corporation should have been cal cul ated based on the val ue of the
corporation’s stock on the first day after the corporation’s breach
on which the option holders were entitled to receive their stock).

0 Specifically, in Septenber, 1993, Lopez stated i n bankruptcy
filings that he was not an officer, director, partner, or managi ng
executive of any corporation and did not own 5% or nore of any
corporation’s voting or equity securities wthin the tw years
i mredi ately preceding the commencenent of the bankruptcy. Lopez
further stated that he did not own any “[o]ther contingent and
unliquidated clains of every nature including tax refunds,
counterclains of the debtor and rights to set off clains” as to
Hal, 1Inc. The district court concluded that these statenents
revealed that he had no ownership interest in HAL, fatally
undermning his claimthat Herrin and Parkin breached a contract
with him
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GUS presents two argunents against the district court’s
invocation of judicial estoppel: first, that HAL waived the
judicial estoppel argunent by not raising it before the district
court, and second, that Lopez’s prior statenents were not judici al
adm ssions. There is a strong argunent that the court abused its
discretionintreating these statenents as judicial adm ssions: the
jury heard the statenents Lopez made in his bankruptcy filing but
accepted Lopez’s explanation at trial, and neither HAL nor the
court itself ever thought to treat these statenents as judicia
adm ssions until over two years after trial

W need not decide that issue, however, because GJS fails to

overcone the court’s second basis for granting JMOL -- that the
evidence was legally insufficient to support the verdict. |ndeed,
GUS presents no argunent on this issue at all: it focuses its

entire argunment on the court’s invocation of judicial estoppel.™
By failing to advance argunents in the body of its brief supporting
its claim on appeal, GUS has abandoned this issue.’ Since the

insufficiency of the evidence provides an independent foundation

T The only reference GQUS nakes to this issue is in the
statenent of issues, where it states that “[t]he Court erred in
granting judgnent as a matter of law . . . because substantia
evi dence supported the jury' s verdict.” 1In the body of its brief,
it never supports this contention wth argunent, factual support,
or legal support. GUS seens to have assuned that judicial estoppel
was the only basis for the court’s order of JMOIL.

2. Gann v. Fruehauf Corp., 52 F.3d 1320, 1328 (5th Cir. 1995);
FED. R App. P. 28(a).
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for the court’s order, and GQUS fails to refute it, the order nust
st and.

Even were we to reach the issue, we find no error in the
district court’s conclusion on this issue. At trial, the only
evi dence of damages presented was Lopez’s testinony that he spent
$250, 000 in the devel opnent of LOPEZ COBOL. The jury clearly
sei zed upon this figure and granted him damages in that anount.
However, while this testinony may have been evidence of his
investnment in the venture, it did not speak to the value of the
conpany itself at the tine of breach, and it thus provided no basis
for the award of damages for breach of contract. To recover onits
contract claim GUS was required to prove damages. To do so, it
had to introduce evidence showi ng the val ue of the stock that HAL
wrongfully withheld fromLopez. It could have done so i n many ways
-- by proving the market val ue of that stock, or, since this was a
cl osely corporation, by proving the market val ue of the assets of
the conpany after deducting its liabilities™ -- but it did not do
so. Instead, it introduced evidence of Lopez’s investnent in HAL
and in effect received restitution for that investnent, a neasure
of damages neither pled nor argued nor nerited under the facts of

the case. This was insufficient, and JMOL was proper.

* Pabich v. Kellar, 71 S.W3d 500, 509 (Tex. App.-Fort Wrth
2002, pet. denied).
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C

Finding no error, we affirm the district court’s order

granting HAL judgnent as a matter of law ™
W

After losing its copyright claimagainst HAL, GUS filed suit
agai nst several of HAL's custoners (collectively “Boaz”) for
copyright infringenent based on their use of MEPAW Boaz noved to
dismss the suit, arguing that the HAL case concl usively decided
the issue of MEPAWSs infringenent and that collateral estoppel
barred GQJUS fromre-litigating the sane issue. The district court
agreed and di sm ssed the case.

Events that occurred in that proceeding, however, form the
basis of several of GUS s clainms on appeal. According to GUS, HAL
made two admi ssions in the Boaz suit that MEPAW copi ed portions of
LOPEZ COBAQL. Specifically, GQJS alleges that Parkin testified
during a hearing that MEPAWcopi ed certain el enents of LOPEZ COBQOL,
a claimthat Professor Davis, an expert hired by HAL, essentially
reiterated in an expert report. Armed with these alleged
adm ssions, GQUS filed a Rule 60(b) notion for relief fromjudgnent
in the original HAL suit, seeking to overturn the original
judgnent. GUS argued that the adm ssions were evidence that HAL

commtted fraud and perjury in the first suit and that GJS was

* Thi s hol di ng renders noot the dispute regardi ng | ntervenor -
Plaintiff-Appellee’ s entitlenent to attorneys fees, which was based
solely on an alleged contingent-fee rel ationship.
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entitled to postjudgnent relief. The district court denied GQUS s
nmotion, and GUS appeal s that deci sion.

For the sane basic reason, GJS chal |l enges the district court’s
use of collateral estoppel in the Boaz suit, contending that the
HAL suit does not nerit collateral estoppel effect in |ight of
Parkin’s adm ssion of copying. @QUS also contests the court’s
deci sion granting Boaz attorneys’ fees, arguing that the case was
di sm ssed on a procedural technicality and that an award of fees is
I nappropri ate.

A

We first examne GQUS s argunents concerning the denial of its
Rul e 60(b) notion. GUS contends that, given HAL’'s m sconduct,
relief is justified on two grounds: first, because HAL comm tted
fraud and perjury within the neaning of Rule 60(b)(3), and second,
because Parkin’s and Davis’s admssions constituted “newy
di scovered evidence” under Rule 60(b)(2). W find neither basis
per suasi ve.

1

Rul e 60(b)(3) allows a district court to relieve a party from
a final judgnment if the adverse party conmmtted fraud,
nm srepresentation, or other msconduct.” “This subsection of the

Rule is ainmed at judgnents which were unfairly obtained, not at

> FED. R QvVv. P. 60(b)(3).
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those which are factually incorrect.”’® To merit relief, the
conpl ai ning party nust “establish by clear and convi nci ng evi dence
(1) that the adverse party engaged in fraud or ot her m sconduct and
(2) that this m sconduct prevented the noving party fromfully and
fairly presenting his case.”’”” M sconduct may be shown by evi dence
that the opposing party wthheld information called for by
di scovery’ or willfully commtted perjury.’

Det erm ni ng whet her a party has nade a sufficient showng to
warrant relief lies in the sound discretion of the district court.
We therefore review the court’s decision only for an abuse of
discretion.® W find no error here.

GUS bases its argunent on two isolated statenents from the
Boaz record, but neither is sufficient to denonstrate m sconduct.
First, during a hearing in the Boaz case, Parkin stated on cross-
exam nation that “[s]one of the data fields in the purchase order

system was supplied by M. Lopez. | have never denied that.

® Rozier v. Ford Mdtor Co., 573 F.2d 1332, 1339 (5th Cir
1978); see also Johnson v. O fshore Exploration, Inc., 845 F.2d
1347, 1359 (5th GCir.), cert. denied, 488 U. S. 968 (1988).

" Montgonmery v. Hall, 592 F.2d 278, 278-79 (5th Cr. 1979);
see also Diaz v. Methodi st Hosp., 46 F.3d 492, 496 (5th Gr. 1995);
Washi ngton v. Patlis, 916 F.2d 1036, 1039 (5th Cr. 1990).

8 Rozier, 573 F.2d at 1339.
" Diaz, 46 F.3d at 496-97.

8 Inre Gnther, 791 F.2d 1151, 1153 (5th Cr. 1986); Rozier,
573 F. 2d at 1341.
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Didn’t deny it in the other case.” Second, Professor Davis stated
in an expert report that “[i]t is ny understanding that as one
consequence of this agreenent [between Parkin, Lopez, and Herrin],
M. Parkin used sone conponents of Lopez COBCL code in the creation
of MEPAW wth the full know edge, perm ssion, and indeed the
active cooperation of M. Lopez.” @GUS urges that these two
statenents reveal that HAL did indeed copy LOPEZ COBOL and that
HAL's representations to the contrary in the original suit were
fal se. We disagree.

First, GUJS n sunderstands what was at issue in the first case

and why its copyright charges were dism ssed. As we expl ai ned
above, to prove copyright infringenent, a plaintiff nust
denonstrate factual copying -- that the defendant actually copied
the software -- and then actionable copying -- that the allegedly

infringing work is substantially simlar to protected el enents of
the infringed work. QGUS s copyright clainms were di sm ssed because
it failed to adduce evidence supporting the second prong of this
test, not because GUS could not prove that HAL had actual ly copied
VEPAW It was assuned, for purposes of the summary judgnent

nmotion, that factual copying had occurred. Yet the evidence that

GUS points to now -- Parkin's statenents -- is at best evidence of
factual copying, if it is even that. It says nothing about whet her
such copyi ng was actionable. In short, it does nothing to unsettle

the reasoning behind the district court’s dismssal of GJS s
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copyright clains or to correct the fundanental deficiency in GQUS s
i nfringenment argunent.8 GQUS had every opportunity in the prior
case to prove that MEPAWwas substantially simlar to LOPEZ COBQOL,
but it failed to do so. It nust livewith that failure; it may not
use a Rule 60(b) notion as an occasion to relitigate its case.
Moreover, GUS overstates the inport of Parkin's and Davis’s
statenents by taking them out of context and m srepresenting the
conflict wwth the position taken by HAL in the original suit. GUS,
for exanple, fails to report that Parkin also stated repeatedly in
that hearing that HAL did not copy LOPEZ COBOL, that it only used
information and expertise supplied by Lopez, and that Lopez
consented to this use. Al of these statenents were consistent
with statenents made by HAL in the original |Ilitigation.?
Certainly, the district court, which had the benefit of observing
Parkin’s testinony and the testinony of other witnesses in the Boaz
trial, concluded that there was no such conflict, and we cannot say
the court abused its discretion in reaching that conclusion. To
merit relief, GUS was required to prove m sconduct with clear and

convincing evidence. It failed to do so.

81 We disagree, noreover, with GQUS's assertion that Parkin's
statenment, even if it were an admssion of literal source code
copyi ng, would nmake an Altai anal ysis unnecessary.

82 Mpbst notably, in the original litigation, HAL submtted an
affidavit in which Parkin stated that he used certain data fields
and structures from LOPEZ COBOL with Lopez’s perm ssion. G ven
this evidence, it is difficult to see how Parkin’s testinony in the
second case is either perjury or m sconduct.
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2

Under Rule 60(b)(2), a losing party may seek relief from a
j udgnent because of “newly discovered evidence which by due
diligence coul d not have been discovered in tinme to nove for a new
trial under Rule 59(b).” As with Rule 60(b)(3) notions, the
deci sion whether to grant relief lies within the sound di scretion
of the court.® “To succeed on a notion for relief fromjudgnent
based on new y di scovered evidence, our | aw provi des that a novant
must denonstrate: (1) that it exercised due diligence in obtaining
the information; and (2) that the evidence is material and
controlling and clearly woul d have produced a different result if
present before the original judgnent.”® NMoreover, “[t]he newly
di scovered evidence nust be in existence at the tinme of trial and
not di scovered until after trial.”% @GUS has not nmade a sufficient
show ng.

First, as the district court noted, the newy discovered
evi dence was not available at the tine of trial: Parkin' s statenent
occurred in a hearing held on Novenber 16, 2001, and Davis’s report
was prepared on Novenber 1, 2001. These statenents, then, were

created after the entry of final judgnent on Septenber 27, 2001.

8 |Inre Gimand, Inc., 243 F.3d 228, 233 (5th Gr. 2001).
8 Gol dstein v. MCl Wirl dCom 340 F. 3d 238, 257 (5th Cir. 2003)

8 Longden v. Sunderman, 979 F.2d 1095, 1102-03 (5th Cir.
1992) .
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More inportantly, GUS has not shown either that the evidence
is material or that it would have produced a different result in
the original case. |Indeed, the precise opposite is apparent. As
noted above, GQUS s infringenent clains were dism ssed because GUS
failed to provide evidence of substantial simlarity. Parkin s and
Davis’s bare statenents do nothing to unsettle this hol ding.

3

Fi ndi ng no abuse of discretion, we affirmthe district court’s

rejection of GQUS's notion for relief fromjudgnent.
B

For simlar reasons, we also reject GQUS s argunent that the
district court erred in invoking collateral estoppel to dism ss the
Boaz suit. GUS argues, again, that the prior HAL judgnent was
procured by fraud and perjury which prevented GUS fromfully and
fairly presenting its case against HAL. QGUS further argues that
Parkin's and Davis's adm ssions constitute new evidence that
di stingui shes the factual basis of the HAL and BOAZ suits, naking
col |l ateral estoppel inappropriate. However, GJS failed to present
any of these argunents to the district court, and it has waived its

right to present them here. 86

86 FDIC v. Mjalis, 15 F.3d 1314, 1327 (5th Cr. 1994)
(holding that, to preserve error for appeal, “the litigant nust
press and not nerely intimate the argunent during the proceedi ngs
before the district court. If an argunent is not raised to such a
degree that the district court has an opportunity to rule on it,
[the appellate court] will not address it on appeal”).
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GUS urges that we shoul d nonet hel ess consi der its argunent and
overrule the district court’s finding of collateral estoppel in
order to avoid a gross mscarriage of justice.® @QUS suggests --
W t hout argunent or justification -- that such an exception is
appropriate in this case. W rejected above GUS's claimthat its
new evi dence tainted the original proceeding.

Finding no error, we affirmthe district court’s invocation of
coll ateral estoppel in the Boaz suit.

C

GUS next argues that the district court abused its discretion
in awardi ng attorneys’ fees to Boaz on its defense of the copyright
clains. As we noted above, the decision to inpose costs to the
prevailing party in a copyright infringenent action lies in the
sound discretion of the district court.® W find no abuse of
di scretion in this case.

The district court carefully considered the issue in the Boaz

case and applied the factors endorsed by the Suprenme Court in

87 Although appellate courts will wusually not hear issues
brought for the first tine on appeal, “an exception is sonetines
made . . . where the interest of substantial justice is at stake.”

In re: Novack, 639 F.2d 1274, 1276-77 (5th Cr. 1981).

8 17 U.S.C. 8§ 505 (“In any civil action under this title, the
court inits discretion may allow the recovery of full costs by or
against any party other than the United States or an officer
t hereof. Except as otherw se provided by this title, the court may
al so award a reasonable attorneys’ fee to the prevailing party as
part of the costs.”).
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Fogerty v. Fantasy.® |In Fogerty, the Suprene Court quoted wth
approval certain nonexclusive factors identified by the Third
Circuit as particularly relevant to the purposes of a fee award
under the Copyright Act. These factors include the frivol ousness
of the action, the party’s notivationin bringingit, the objective
unr easonabl eness in the factual and | egal conponents of the case,
and the need in particular circunstances to advance consi derations
of conpensation and deterrence.® Al of the factors support an
award of fees in this case. After losing its copyright suit
against HAL, @GJS turned around and filed suit against HAL's
custoners, raising on the sanme basic copying i ssues. To quote the
district court, @S s action was “little nore than an
attenpt . . . to get a second bite at the copyright apple.”

We affirmthe court’s award of fees.

VI |

For the foregoing reasons, we affirm the decisions of the
district court, reversing only the district court’s dismssal of
General Universal’s trade secret claimin Case Nunber 01-21114. W
remand that claimto the district court for further proceedi ngs not
i nconsistent with this opinion. All outstanding notions are

deni ed.

8 510 U. S. 517, 534 n.19 (1994).

% 1d. (quoting Lieb v. Topstone Indus., Inc., 788 F.2d 151,
156 (3d Gir. 1986)).
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