UNI TED STATES COURT OF APPEALS
For the Fifth Crcuit

No. 96-21162
Summary Cal endar

THE COCA- COLA COVPANY,
Pl ai ntiff-Appellee,
VERSUS
BOSTON' S BAR SUPPLY, ET AL.,

Def endant s- Appel | ant s.

Appeal fromthe United States District Court
for the Southern District of Texas
(H 94- CV- 3266)

August 12, 1997

Bef ore REYNALDO G GARZA, DAVIS, and DUHE' , G rcuit Judges.
PER CURI AM *

Thi s appeal arises fromthe granting of a notion for judgnent
as a matter of lawin favor of Coca-Cola, plaintiff-appellee, in a
trademark infringenent case. The order by the |ower court was
granted on the grounds that the defense of acquiescence was
unavailable to Boston's Bar Supply and Donald Mansfield
(“Boston’s”), defendants-appellants. Def endants appeal the

decision of the district court.

"Pursuant to 5th Cir. R 47.5, the court has determn ned that
this opinion should not be published and is not precedent except
under the limted circunstances set forth in 5th CGr. R 47.5.4



Facts and Sunmary of Proceedi ngs

I n Novenber of 1987 Donald Mansfield began operating a bar
supply and equi pnent conpany cal |l ed Boston’s Bar Supply. Boston’s
is afull service bar supplier inthat it provided all the supplies
necessary for the function of a bar or tavern. Consequent |y,
Boston’ s opened an account with Houston Coca-Col a Bottling Conpany
to distribute all of Coca-Cola s products with the exception of
Coca-Col a fountain syrups. In order to satisfy Coca-Col a fountain
syrup custoners, Boston’s purchased fountain syrup from
distributors such as Sysco Food Services of Houston, Inc., and
Wiite Swan, Inc., and turned around and sold the syrup to its own
cust omers.

In 1988, Boston’s applied for a Coca-Cola direct
distributorship for fountain syrup. Coca-Cola denied the
application stating that Sysco and Wi te Swan had adequat e cover age
of the bar and tavern market. Undaunt ed, Boston’s continued to
purchase, for distribution, fountain syrups from Sysco and Wite
Swan and again applied for a direct distributorship in 1991.
However, Boston’s was agai n deni ed.

In 1993, Coke advised Boston’'s that its distribution of
fountain syrups was illegal and demanded that Boston’s cease and
desist the distribution of these syrups. Notw thstanding its

demand, Coca-Cola continued to sell fountain syrups to Boston’s



t hrough Sysco. In 1994, Coca-Cola sent another cease and desi st
letter and proceeded to file suit for injunctive relief on
Septenber 22, 1994, alleging federal and state tradenark
vi ol ati ons.

On Septenber 13, 1994, Boston’'s filed its answer and
counterclaim including the equitable affirmative defenses of
wai ver, estoppel, and acqui escence. On Septenber 12, 1995, Coca-
Cola filed its notion for prelimnary injunctive relief to which
Boston’s filed a reply. On January 31, 1996, Boston's filed a
second anended counterclaim alleging violations of the Texas
Deceptive Trade Practices Act (“DTPA’). On June 4, 1996, the
district court denied Coca-Cola’ s request for prelimnary relief
stating that Coca-Cola may enforce its trademark agai nst Boston’s
subject only to the question of Boston's affirmative defense of
acqui escence.

On June 17, 1996, the district court set the case for trial
and ordered that no further dispositive notions would be
consi der ed. However, Boston’'s subsequently filed a notion for
| eave to anend its answer and counterclaim Additionally, Coca-
Cola filed a notion for leave to file a notion for partial summary
judgnent and submtted a nenorandum of |aw in support of the
not i on. On Cctober 22, 1996, the court granted |leave to both
parties to file their respective docunents and subsequently granted
Coca-Col a’s notion for summary judgnent and rul ed t hat Boston’s was
not a consuner for purposes of the DIPA
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The court excused the jury panel finding that a jury was
unnecessary since the only issue remaining was an equitabl e one.
The court proceeded to hear Boston’s evidence on that issue and,
after Boston's rested, it granted Coca-Cola’s notion for judgnent
as a matter of |aw.

Boston’ s appeal s this decision.

Trademar k | nfringenment

Boston’s first argues that the court erred in initially
applying trademark law to the present situation. In order to
prevail in an action for trademark infringenent, a plaintiff nust
show two things: (1) that it has a protectable property right in
the nane it seeks to defend fromuse by others; and (2) that there
is infringenment, as judged by the Ilikelihood of confusion.
Security Center, Ltd. v. First Nat. Sec. Centers, 750 F.2d 1295
(5th Gir. 1985).

There i s no question that Coca-Col a has a protectabl e property
interest right inits trademark. Simlarly, there is no question
that there is a possibility of confusion by potential custoners, in
that the products which nmay be sold by Boston’s would not be
“genui ne” Coca- Col a products because they would not be subject to
the quality controls as set forth by Coca-Cola. See Shell Q11 Co.
v. Commercial Petroleum Inc., 928 F.2d 104, 107 (4th Gr. 1991);
see al so Pol yner Technol ogy Corp. v. Mnram 37 F.3d 74, 78 (2d

Gir. 1994).



Therefore, trademark | aw does apply to the present situation.
Acqui escence

Appel | ant next argues that the court erred in granting Coca-
Cola’s judgnent as a matter of |aw on the grounds that there was no
acqui escence on the part of Coca- Col a.

I n denyi ng Coca-Col a’s prelimnary injunction, the court cited
Conan Properties Inc. v. Conans Pizza, 752 F.2d 145, 153 (5th Cr
1985) (citing Dwinell -Wight Co. v. Wite House MIlk Co. 132 F.2d
822, 825 (2d Cr. 1943), defining acquiescence as inplicit or
explicit assurances which induce reliance. However, in granting
Coca-Col a’s judgnment as a matter of laww th regards to Coca-Col a’s
request for a permanent injunction, the court strayed from the
Fifth Crcuit precedent it set out in its previous ruling denying
injunctive relief and relied on Coach House Restaurant v. Coach and
Six Restaurants, 934 F.2d 1551 (11th CGr. 1991). The Court in
Coach defi ned acqui escence as “actively representing that it would
not assert a right or a claim that the delay between the active
representation and assertion of right or claimwas not excusabl e;
and, that the del ay caused t he def endant undue prejudice.” Coach,
934 F.2d at 1558.

W, in Conans, adopt a passive approach to acqui escence while
the Eleventh Circuit, in Coach, describes a nore active type of
acqui escence. The |lower court correctly applied Fifth Crcuit |aw

i n denying Coca-Cola s prelimnary injunction, but disregarded the



lawof this Crcuit and incorrectly applied Eleventh Circuit lawin
granting the pernmanent injunction. It essentially applied the
facts presented to two different sets of legal criteria.

The | egal definition for acqui escence is set out by this Court
in Conans. This is the |l egal gauge to which the facts shoul d have

been applied. The district court erred in relying on El eventh

Crcuit law to set the standard for acquiescence when we had
al ready done so.
DTPA -- summary judgnent

Lastly, Boston’s argues that the court erred in granting
partial summary judgnment without giving it adequate notice and an
opportunity to respond. In short, the district court did err,
procedural ly, by granting sunmary judgnent on an i ssue to which the
non- novant had no opportunity to address in a brief. However, we
review such error for harnm essness. Leatherman v. Tarrant County
Narcotics Intelligence, 28 F.3d 1388, 1398 (5th Gr. 1994). Since
there i s no addi ti onal evidence of Boston’s undertakings with Coca-
Col a, then Boston’s, under the law, is not a consumer for DTPA
purposes. See Anerican Distributing Corp. v. ACS Conmmuni cati ons,
Inc., 990 F.2d 223 (5th GCr. 1993); see also Cardy Mg. Co. v.
Mari ne M dl and Busi ness Loans, Inc., 88 F.3d 347 (5th Cr. 1996).
As such, this error is harnl ess.

Concl usi on



Based on the foregoing, the district court’s decision granting
Coca-Col a’s notion for judgnent as a matter of |awis REVERSED and
REMANDED with instructions to have the issue of acquiescence
resol ved under the proper standard for acqui escence, as set out by

this Court in Conans, 752 F.2d 145 (5th Gr. 1985).



