UNI TED STATES COURT OF APPEALS
FOR THE FI FTH Cl RCU T

No. 93-9115

SGS- THOMSON M CRO- ELECTRONI CS, | NC.
Pl ai ntiff-Counter Defendant-Appell ee,
ver sus
SAM FERRI S,
Def endant - Counter Pl aintiff-Appellant.

Appeal fromthe United States District Court
for the Northern District of Texas
(3:89-CV-0636-P)

(May 1, 1995)

Bef ore DAVI S and JONES, Circuit Judges, and MAHON, District Judge.”
PER CURI AM **

Sam Ferris appeals fromthe judgnent against himin the
district court arguing, anong other things, that the court
i nproperly found jurisdiction, that the Northern District of Texas
was an inproper venue, and that the court conmtted error by

granting declaratory judgnent for the Plaintiff on certain

District Judge of the Northern District of Texas, sitting by
desi gnati on.

Local Rule 47.5 provides: "The publication of opinions that have no
precedential value and nerely decide particular cases on the basis of well-
settled principles of |aw inposes needl ess expense on the public and burdens on
the | egal profession.” Pursuant to that Rule, the Court has determ ned that this
opi ni on shoul d not be published.



copyright issues and summary judgnent against Ferris on his
count ercl ai ns. Finding no error in any of these rulings, we
affirm

BACKGROUND

In 1982, SamFerris allegedly obtained a copyright for a
docunent entitled "New Ideas for I1Cs." In 1982 and 1983, Ferris
mai l ed letters to various el ectronics concerns asking for noney in
exchange for wuse of his ideas. SGS- Thonson ("SGS') admts
receiving a simlar letter and alleges that it responded by asking
Ferris to resubmt the ideas with proper docunentation.?

Ferris sent aletter to SGSin 1989 all eging that SGS was
infringing Ferris's copyright by selling certain"ICchips." Gting
recent court holdings in simlar cases, Ferris threatened
litigation if SGS would not settle for $19, 000.

SGS sued Ferris in the US District Court for the
Northern District of Texas seeking a declaratory judgnent that
Ferris's copyright as asserted against SGS was invalid and
alternatively, that SGS was not infringing Ferris's copyright.
Further, SGS alleged Ferris's conduct anmounted to unfair
conpetition, tortious harassnent, extortion and defamation. Ferris
moved to dism ss the action for |ack of personal jurisdiction and

to transfer the case to the Central District of California,? and he

L Apparently, Ferris believes that one of those conpani es al so published

Ferris's ideas as its own in a nationally distributed article

2 Ferris had brought a suit in federal court in Californiatwo years

earlier against several conpanies, which was resolved before trial. This appears
to be one of the bases set forth for the notion to transfer
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filed 14 counterclains. The district court denied the notions to
dism ss and to transfer and granted sunmmary judgnent for SGS on the
decl aratory judgnents and for SGS on all of Ferris's counterclains.
Ferris appeals, raising 40 "issues" on appeal.
PERSONAL JURI SDI CTI ON
Absent any dispute as to the relevant facts, a district
court's ruling on personal jurisdiction is reviewed de novo. Ham

v. La G enega Music Co. 4 F.3d 413, 415 (5th Gr. 1993). Plaintiff

carries the burden of proof on personal jurisdiction by making a
prima facie showing. |d. D sputed factual findings are reviewed

for clear error. Loumar, Inc. v. Smth, 698 F.2d 759, 763 (5th

Cr. 1983).

Ferris argues that the district court could not properly
obtain personal jurisdiction over him as a California resident,
solely on the basis of "a single letter 'accusing Plaintiff of
certain violations of Defendant's rights and threatening
litigation."" Blue Brief, p. 6. A two-step analysis governs the
inquiry into personal jurisdiction over nonresident defendants.
First, the court determ nes whether the long arm statute of the
forum state permts exercise of jurisdiction. Then, the court
det erm nes whet her such exercise conports with due process. Ham
4 F.3d at 415 (footnote omtted). "Because the Texas Suprene Court
has interpreted the Texas long arm provisions as conferring
personal jurisdiction over nonresidents whenever consistent with
constitutional due process, we need only answer the [due process]

inquiry." Id. (footnotes omtted). Due process requires that "(1)



t he defendant have established 'm ninmum contacts' with the forum
state; and (2) the exercise of personal jurisdiction does not
offend '"traditional notions of fair play and substantial justice.""
Id. (footnote omtted). "Purposeful forumdirected activity--even
if only a single substantial act--may permt the exercise of

specific jurisdiction in an action arising fromor related to such

acts." |d. at 415-16 (citing Burger King Corp. v. Rudzew cz, 471

U S 462, 105 S.Ct. 2174 (1985) and Dalton v. R & WMarine, Inc.,

897 F.2d 1359 (5th Cir. 1990)).

The district court held that "Plaintiff received aletter
accusing Plaintiff of certain violations of Defendant's rights and
threatening litigation. This lawsuit, rather foreseeably, arose
out of those contacts.” District Court's Order of July 28, 1989,
p. 3. The court found that the "mninum contacts" test was
sati sfied and nmai ntenance of the suit conports with "traditional
notions of fair play and substantial justice." Id. (citing Burger

King). The district court cited Dol co Packagi ng Corp. v. Creative

Indus., Inc., 1 USPQ 2d 1586 (C. D.Cal. 1986), which held that an

alien defendant's transmttal of a letter to the Plaintiff in the
forum state threatening litigation for patent infringenent, and
thereby threatening plaintiff's activities in the forumstate, was
sufficient forumrelated activity to satisfy due process

requirenents needed to support specific jurisdiction.? Ferris

3 See al so Haisten v. Gass Valley Med. Reinb. Fund, 784 F.2d 1392, 1397
9th Cr. 1986); Hugel v. MNell, 886 F.2d 1, 4-5 (1st G r. 1989) (John R Brown,

(

J.) (finding personal jurisdiction over non-resi dent defendant accused of |ibeling
Plaintiff by intentionally directing actions toward the forumstate with know edge
that brunt of injury would occur to Plaintiff in forumstate), cert. denied, 110

S.Ct. 1808 (1990); Burbank Aeronautical Corp. 1l v. Aeronautical Dev. Corp., 16
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contests this ruling as "inconsistent wwth a wealth of authority to
the contrary," Blue Brief, p. 6.4

Al t hough no prior Fifth Crcuit decision has specifically
adopted the rationale of the Dolco line of cases, this court, in a
case that predates Dolco as well as the Suprene Court's rulings in

Burger King & Calder, applies the sane analysis and cones to the

sane result. Brown v. Flowers Indus., Inc., 688 F.2d 328, 332-33

(5th Gr. 1982) (holding that personal jurisdictionin Mssissipp
was proper over an out-of-state resident who nade a phone call to

M ssissippi to defame a M ssissippian), cert. denied, 460 U S

1023, 103 S. Ct. 1275 (1983). In Brown, the panel reversed a
district court decision that one phone call by a non-resident into
the forum was insufficient "mninum contact”" to support
jurisdiction over the non-resident in the forum Further, several
Fifth Crcuit cases set forth the sane basic anal ytical framework
as Dolco, only to deny jurisdiction because the facts differ in

sone significant way. In Wlson v. Belin, 20 F.3d 644 (5th Cr.),

cert. denied, us _ , 115 s . 322 (1994), the plaintiff

sued two non-resident defendants for |ibel. The def endants were

called by a reporter fromthe Dallas Tines Herald and asked to

evaluate Plaintiff's theory regarding the assassination of

Presi dent Kennedy. Plaintiff argued that specific personal

US P.Q2d 1069 (C. D.Cal. 1990) (citing Haisten); VD _Tech. v. Price, 781 F. Supp.
85 (D.N.H 1991) (citing Hugel).

4 Citing Database Anerica v. Bellsouth Advertising & Pub. Corp., 825
F. Supp. 1216, 1226-27 (D.N.J. 1993) (listing several district court holdings that
sendi ng a cease and desist letter in patent or copyright cases is al one insufficient
to establish m ni mum contacts).
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jurisdiction over the defendants in Texas was proper because each
def endant spoke with a Texas news reporter and thus could foresee
that their defamatory coments would be published in Texas.

Wlson, 20 F.3d at 648 (citing Calder v. Jones, 465 U S. 783, 104

S.Ct. 1482 (1984)). Further, plaintiff argued that because the
tort of libel is deemed to have occurred where the offending
material is circulated, jurisdiction was proper in Texas. WI son,
20 F. 3d at 648. The court found this interpretation of Calder too
broad. The court distinguished the case before it from Cal der and

Burger King on the facts, noting that the defendants

t ook no pl anned action to i nject thensel ves or
their opinions into the Texas forum Each
sinply received one unsolicited phone cal
from Texas.

Wlson, 20 F.3d at 649. Further, the court distinguished its case

from the facts in Brown v. Flowers Indus., Inc., supra. "I'n

[ Brown' s] hol di ng, we enphasi zed that the defendant initiated the
phone call . Here, the defendants did not execute a prearranged
plan by initiating a conmunication to Texas ained at a Texas
resident." WIson, 20 F. 3d at 649. Though the WIlson court found
jurisdiction to be inproper in the case before it, the tests posed

are essentially the sane as those in Dolco, et seq. and the

district court's opinion. Ferris is different fromthe defendants
in Wlson in that he is alleged to have purposefully directed his

activities to Texas. He initiated at | east one and per haps several



contacts "to Texas ained at a Texas resident."® Recalling that
"purposeful forumdirected activity--even if only a single
substantial act--may permt the exercise of specific jurisdiction
in an action arising fromor related to such acts,” Ham 4 F.3d

413, at 415-16 (5th Gr. 1993) (citing Burger King), this court

agrees wth the district court that the defendant has sufficient
m ni mum contacts to support jurisdiction in Texas.

Further, the exercise of personal jurisdiction does not
offend "traditional notions of fair play and substantial justice."
Ferris injected hinself into the forum allegedly comitted
tortious harassnent of a forum resident, and openly contenpl ated
litigation in distant courts.® The district court correctly found
jurisdiction to be proper.

VENUE AND THE MERI TS

Ferris urges on appeal that venue in the Northern
District of Texas was i nproper. However, Ferris waived this
argunent by failing to raise it in his initial Rule 12 notion

FRCP. 12(g) & (h)(1). I ndeed, it appears that the inproper

5 This case is distinguishable fromHam in which the court found that

a letter froma California defendant to a Texas plaintiff did not support specific
personal jurisdiction. In Ham the court found on the facts before it that the
letter "in no way relates to the nmerits of the copyright question.” 4 F.3d at 416
(citing Holt G| & Gas Corp. v. Harvey, 801 F.2d 773 (5th Cr. 1986) cert. denied,
481 U.S. 1015, 107 S.ct 1892 (1987)). However, in this case the district court
specifically found that "the lawsuit, rather foreseeably, arose out of" Ferris's
contacts with SGS accusing it of certain violations and threatening litigation.
District Court's Order of July 28, 1989, p.3. Like the alien defendant in Brown
(and unlike the alien defendant in Holt upon which Hamrelied), Ferris purposefully
directed his activities into the forumin a manner causi ng reasonably foreseeable
injuries in the forumto a forumresident. Brown, 668 F.2d at 333.

6 In his settlenment demand |l etter, Ferris suggested that he may bring his

suit inthe Sixth Gircuit since that circuit had just ruled in favor of asimlarly
situated inventor.



venue argunent was never nmade in the court bel ow and as such i s not
properly before this court.’

Having reviewed the appellant's briefs and the record
below, we affirmthe declaratory judgnent for SGS and the summary
judgnents for SGS on each of Ferris's counterclains for the reasons
given by the district court.

CONCLUSI ON

For these reasons, the judgnent of the district court is

AFFI RVED.

! Ferris did nove to transfer the case to San Jose for the parties'

conveni ence, pursuant to 28 U.S.C. 8§ 1404(a). That does not preserve his argunent
that venue in the Northern District of Texas was inproper (See Rule 12(g) & (h)(1))
nor does it suffice to make his inproper venue argunment proper on appeal
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