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EDITH H JONES, G rcuit Judge:

Demand apparently exists for those professionals with the
designation "CFE" on their resune. Two organi zations offer the
educati onal and training prograns necessary to endowthese initials
with nmeaning. Unfortunately, whereas the defendant, the National
Association of Certified Fraud Exam ners, intends "CFE" to
designate "Certified Fraud Exam ner," the plaintiff, the Society of
Fi nanci al Exam ners, has historically utilized the saneinitials to
represent a "Certified Financial Exam ner." Wether the Lanham Act
entitles the initial user of the designation to prohibit confusion
generated by this state of affairs is resolved by answering two
subsi di ary questi ons:

(1) Is "CFE" too generic a mark to qualify for statutory
protection?,

(2) Does a "likelihood of confusion" exist?



The district court thought the answers obvi ous, and entered summary
judgnent. Reviewing the district court's grant of summary | udgnent
de novo, this court determ nes that these fact-intensive inquiries
cannot be conducted properly wthout atrial. The district court's
judgrment nust therefore be reversed.?
l.

The Society of Financial Exam ners (SOFE) was organized in
1973 as a non-profit professional organization of financial
exam ners and public-sector regulators who supervise, review and
anal yze the financial security of banks, insurance conpanies,
credit unions, savings and | oan associ ations and ot her financi al
institutions. SOFE maintains an array of accreditation and
certification qualifications for nenbership in its organization.
Most notably, SOFE demands adherence to a canon of ethics,
successful performance on a conprehensive examnation, and
sati sfaction of continuing education standards. Since 1974, SOFE
has used "CFE" to designate this exam("CFE Exani'), the preparation
materials and prograns for the test ("CFE Progranmt), and to refer
to those who have conpleted the exam and adhere to the other
requi renents as "CFE Menbers."” [In Septenber of 1992, SOFE obt ai ned
a service mark registration for "CFE' educational goods and

associ ati on services.?

The district court did not address the nerits of the
laintiff's pendent state |law clains. Presented as an
nterlocutory appeal of that court's judgnent, this court
i kew se does not resolve nor consider those clains.

p
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2The trademark registration was limted to:



In contrast, the National Association of Certified Fraud
Exam ners (NACFE) is an unincorporated professional association
that has grown in a fewyears' tine to include about 10, 000 nenbers
engaged in detecting and deterring fraud and white-collar crine.
Li ke SOFE, NACFE obliges its nenbers to pass a uni formexam nati on,
mai nt ai n conpet ency t hrough conti nui ng educati on and heed a code of
pr of essi onal ethics. In 1988, NACFE selected the designation
"certified fraud exam ner" and the correspondi ng acronym"CFE" to
recogni ze those accountants, |law enforcenent professionals,
regul ators, |lawers, professors, auditors, and security nanagers
and investigators who satisfied its standards.

Bot h organi zati ons publish newsletters, organi ze and conduct
sem nars and conf erences, and advi se regul ators and
quasi -regul ators on issues of concern.

.
"The gravanen for any action of trademark infringenent or
comon |aw unfair conpetition is whether the challenged mark is

likely to cause confusion.” Marathon Manufacturing Co. v. Enerlite

i. [International O ass 41] "Educati onal
services; nanely, providing self-study courses
desi gned for persons enpl oyed or engaged by or on
behal f of governnent regulatory authorities to conduct
or assist in the financial exam nation of banks,
savings and | oans, credit unions, insurance conpanies
and other financial institutions...."

ii. [International Class 42] "Association
services; nanely, pronoting the interests of financial
exam ners presently or fornerly enployed or engaged by
or on behalf of governnent regulatory authorities to
conduct or assist in the financial exam nation of
banks, savings and | oans, credit unions, insurance
conpani es and other financial institutions...."
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Products, 767 F.2d 214, 217 (5th Cir.1985) (citations omtted). In
this circuit, whether NACFE s later use of "CFE" is "likely to
cause confusion"” is a question of fact. Amstar Corp. v. Domno's
Pizza, Inc., 615 F.2d 252, 258 (5th GCr.1980). Even total
confusi on, however, is irrelevant if "CFE" constitutes a "generic"
mar K. That too is a question of fact. Ameri can Autonobile

Association v. AAA Legal dinic, 930 F.2d 1117, 1121 (5th

Cir.1991).
Al t hough both <critical determnations were factual, the
district court believed summary judgnent appropriate. Wher eas

general principles of sunmary judgnent assail this conclusion, the
explicit guidance of Marathon Mnufacturing—+n the context of a
nearly identical factual predicate—decimtes it. I n Marat hon
Manuf acturing, this court repudi ated exerci se of sunmmary j udgnment
to determ ne whether a |ikelihood of confusion existed between
"MARATHON' and "MARATHON 10" marks. 1d. at 217. ("Al though the
parties filed cross-notions for summary judgnent, this procedure
was i nproper.") Not ably, both parties had filed notions for
summary judgnent asserting that no nmaterial facts were in dispute.
Notwi t hst andi ng this suggestion, identifying a genuine issue
of material fact was not difficult in Marathon nor is it here
"[T] he fact that both parties sinultaneously are arguing that there
is no genuine issue of fact does not establish that a trial is
unnecessary thereby enpowering the court to enter judgnent as it
sees fit." Podberesky v. Kirwan, 38 F.3d 147 (4th G r.1994)
(citing 10A Charles A Wight, Arthur R MIller & Mary Kay Kane,



Federal Practice and Procedure § 2720 (2d ed. 1983)).° |Indeed,
both factual questions—whether CFE is generic and the exi stence of
I'i kel i hood of confusi on—pose a genuine issue of fact in this case.

A di spute about a material fact is "genuine" if the evidence
would permt a reasonable jury to return a verdict for the
nonnmovi ng party. Anderson v. Liberty Lobby, Inc., 477 U S. 242,
248, 106 S. Ct. 2505, 2510, 91 L. Ed.2d 202 (1986). Hence this court

% Not infrequently, the parties in such a case do not really
mean to suggest that there are no material questions of fact.
Rat her, they intend to submt the remaining fact questions to the
district court for resolution on the existing record.”
Fritiofson v. Al exander, 772 F.2d 1225, 1239 (5th G r. 1985).
This is precisely what transpired in Mrat hon.

[ Counsel ... agreed that what really occurred was
a subm ssion of the case on the witten record,
devel oped after extensive discovery and suppl enent ed
with oral argunent before the district judge. Despite
the label: sunmary judgnent, all parties fully agree
that the district court reached a concl usion by making
a single finding of fact as to |ikelihood of confusion
based on underlying facts which were either not
substantially in dispute or left to the district court
to decide fromthe vol um nous record on subm ssion

767 F.2d at 217. It is inconceivable here, however, that
NACFE consented to subm ssion on a record. Though its
motion for summary judgnent did urge the absence of a
material disputed fact, NACFE nerely insisted that "CFE" is
unprotectable as a matter of law. Even if the district
court overl ooked NACFE s point, NACFE was assuredly correct;
everything el se woul d becone noot by prevailing on this
account .

Conversely, NACFE' s response to SOFE's notion for
summary judgnent pointedly described the presence of
mat eri al questions of fact should its unprotectability per
se argunent be spurned by the district court. For exanple,
the first paragraph declared: "Even if a likelihood of
confusi on anal ysis was not rendered noot by Defendants
Motion for Summary Judgnent, there does exist a nmaterial
guestion of fact concerning the nature o[r] |ikelihood of
confusion which is cognizable in a case of this nature."
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tests the propriety of sunmmary judgnent by eval uating whether a
reasonabl e fact finder could return a verdict for NACFE on either
I ssue. Sinply, would the result of submtting the case to a
rational trier of fact be preordai ned? Considering all evidence in
the light nost favorable to the non-noving party and resol ving al
reasonabl e i nferences in favor of the non-noving party, id. at 249,
106 S.Ct. at 2510-11, precipitates substantial doubt as to the
proper solution to either issue. On this record, a trier-of-fact
woul d be entitled to decide that "CFE' was generic or to adjudge
the Iikelihood of confusion farfetched.
L1l

"The terns "generic' and "trademark' are nutual ly excl usive."
Mc CARTHY, TRADEMARKS AND UNFAI R COVPETI TION § 12.01[ 1] at 12-3 (3d
ed. 1992). Citing Blinded Veterans Assoc. v. Blinded Anerican
Vet er ans Foundation, 872 F.2d 1035, 1041 (D.C. G r.1989) (G nsburg,
R B., J.) (holding "blinded veterans associ ation" generic), NACFE
asserts that "certified financial examner" |ikew se denotes little
nore than a class of individuals.* SOFE is also summopned to
distinguish "certified financial examner" from the generic
“mul tistate bar exam nation" and "MBE." National Conference of Bar

Exam ners v. Miltistate Legal Studies, 692 F.2d 478, 488 (7th

“NACFE al so contends that SOFE's nmenbers use " CFE"
effectively as a designation of title rather than to indicate the
source or origin of the training and standards they conply wth.
As a designation of title, NACFE asserts, "CFE" is unprotectable
as a matter of law. W cannot eval uate these contentions w thout
a predicate factual finding whether the "CFE" mark is so used or
under st ood.



Cir.1983).° This circuit challenges the trier-of-fact to isolate
the generic. Texas Pig Stands v. Hard Rock Cafe, 951 F.2d 684, 692
(5th Gir.1992).

In principle, the touchstone is clear: "[T]he test for
genericness |[sic] is whether the public perceives the term
primarily as the designation of the article.” Blinded Veterans,
872 F.2d at 1041. In contrast, actually to divine whether "pig
sandw ch," for exanple, characterizes an article itself (i.e., a
di sh of barbecued pork on wheat or white bun) or instead typifies
a singular nenber of the article's class® is "difficult." Texas
Pig Stands, 952 F.2d at 692.° Put another way, "the primary
significance of" a trademark "in the m nds of the consum ng public
is not the product but the producer.™ Kell ogg Co. v. Nationa
Bi scuit Co., 305 U S 111, 118, 59 S.C. 109, 113, 83 L.Ed. 73
(1938).

To secure protection, therefore, "CFE' nust invoke the source
of the designation and not just intimate a financial exam ner who
has been certified. Like J.D., MB. A, Ph.D, and CP.A,
"certified financial exam ner" could be poised to fail this test.

A mark answers the buyer's questions "W are you? Were do
you cone fron?" "Wo vouches for you?" But the nane of the

"W need not deal separately with the question whether the
initials ["CFE"] are generic; if the full name is generic, an
abbreviation is treated simlarly."” Blinded Veterans, 872 F.2d
at 1041 n. 12 (citations omtted).

8For instance, the type of shredded pork sandw ch produced
by Pig Stands.

The province to enbrace either conclusion was recogni zed.
| d.



product answers the question "Wat are you?" Many conpetitive

products will give the sane answer, regardless of source or

origin—e.g., a conputer, a box of cigars, a bar of soap. Such

generic designations tell the buyer what the product is, not

where it cane from
McCarthy 8§ 12:01[2] at 12-4. Enlightened by this gauge,
unqualified faith that "CFE" primarily signifies origin could be
only divinely inspired.® The sumary judgnent nust be reversed on
thi s basis al one.

Neverthel ess, that "certified financial exam ner" does—er
di d—evi nce provenance is not inconceivable. An appr ehensi on of
this possibility elucidates the Suprene Court's observation in
| banez v. Florida Dept. of Business and Professional Regul ation, --

- uUusS ----, ----, 114 S .. 2084, 2091, 129 L.Ed.2d 118 (1994),

t hat " "Certified Fi nanci al Pl anner' and " CFP' are

8l ndeed, many terns already found generic are sufficiently
akin to "certified financial exam ner" to have counsel ed
restraint in the exercise of sunmmary di sposition. These are
illustrative:

AEC (trade show on architecture, engineering and
construction)

ASSQOCI ATI ON OF ENERGY ENG NEERS (or gani zati on of
engi neers specializing in the field of energy)

CONSUMER ELECTRONI CS MONTHLY (title of magazi ne)

| NDUSTRI AL RELATI ONS COUNSELCRS, Inc. (sem nars on
i ndustrial relations)

VI DEO BUYER S GUI DE (rmagazi ne for hone tel evision
product s)

ld. at 8§ 12.03, at 12-32:41 (collecting cases). Contrast
"CFE" and these exanples to the "Anerican Autonobile
Associ ation" or "Better Business Bureau" marks, neither
whi ch coul d be understood in ordinary English usage to
describe "a class of services." Anerican Autonobile
Associ ation, 930 F.2d at 1121.
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wel | -established, protected federal trademarks that have been
described as "the nobst recogni zed designation[s] in the planning
field." " As opposed to igniting a revolution, Justice G nsburg
nmerely affirmed that "CFP' was an ostensible token of source
Because no question of trademark |law was before the Court in
| banez, however, its statenent, whil e suggestive, i s not binding on
| ower courts. Ibanez is thus an instructive rem nder that "CFE"
could inport to the public a "particular nerchandiser” and not
chiefly "the type of service nerchandi sed." National Conference of
Bar Exam ners, 692 F.2d at 488. NACFE thus m ght not be entitled
to sumary judgnent either.®
| V.

[3, 4 To prove its claim of trademark infringenent

[plaintiff] was required to show that [defendant's] use

of [the mark] was |ikely to create confusion in the m nds

of potential purchasers as to source, affiliation, or

sponsorship of the parties' products.
Oreck Corp. v. US. Floor Systens, Inc., 803 F.2d 166, 170 (5th
Cir.1986). Whet her NACFE's use of "CFE'" or "certified fraud
exam ner" was likely to confuse any potential custoners of SOFE' s

goods and services is the precise inquiry. Intuitively, the use

of "CFE" by two organizations in the market for professionals who

The denial of NACFE' s notion for summary judgnent is not
before this court.

¥'n this circuit, seven factors relevant to the ultimte
question of likelihood of confusion have been identified: the
type of trademark at issue; simlarity of design; simlarity of
product; identity of retail outlets and purchasers; identity of
advertising nedia utilized; defendant's intent; and actual
confusion. Anstar Corp. v. Domno's Pizza, Inc., 615 F.2d 252,
259 (5th G r.1980). The mmgistrate judge made "findi ngs" on each
of these.



scrutinize financial representations breeds confusion. The record
is too inconplete, however, to constrain a reasonable trier-of-fact
from concluding confusion wunlikely to occur in potential
custoners.

Specifically, the dearth of evidence of actual confusion vis
a vis SOFE' s educational goods and services!? could jeopardi ze the
expectation of confusion.®® "Although evidence of actual confusion
is not necessary to a finding of likelihood of confusion, it is
nevert hel ess the best evidence of |ikelihood of confusion." Anstar
Corp. v. Domno's Pizza, Inc., 615 F.2d 252, 263 (5th G r.1980)
(citation omtted). Hence SOFE s inability to produce an actua
i nstance of confusion, or at nost twelve exanples over a five year
period, refutes the likelihood of confusion. Fidelity to Anstar
inpel s reversing the district court: "lIndeed, the fact that only

three i nstances of actual confusion were found after nearly fifteen

1The plaintiff need not, however, prove confusion in actual
consuners. Fuji Photo Filmyv. Shinohara Shoji Kabushi ki Kai sha,
754 F.2d 591, 597 (5th G r.1985) (error to discount evidence of
actual confusion on part of distributors and trade show
visitors). Evidence of confusion in others permts the inference
of confusion of purchasers. |d. (confusion in custoners inferred
fromconfusion in retailers, sales clerks, distributors)
(coll ecting cases).

12SOFE' s affidavits support "at |east twelve known instances
of actual confusion.” \Wereas all of these are probative in a
fact-finder's assessnent of the |ikelihood of confusion, none
represents confusion by a consuner of SOFE's wares. Seven of the
"I nstances" occurred in an enploynent interview (or closely
anal ogous) context. The other five episodes of confusion
reflected m staken presunptions that arose briefly fromthe
di splay of "CFE" on a business card or |etterhead.

BBRecal | Oreck demands confusion over the parties' products.
SOFE nmust therefore establish a |likelihood of confusion over the
comodities it narkets.
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years of extensive concurrent sales under the parties' respective
mar ks rai ses a presunption against |ikelihood of confusion in the
future." Id. (citation omtted).

Moreover, material disputes apparently exist on other "digits
of confusion."?® For exanple, although SOFE and NACFE s use of the
exact sane initial s—CFE"—+anifests a"simlarlity of design," this
fact alone is not conclusive onthe digit. WMarathon Mg., 767 F.2d
at 218 ("the court erroneously focused on the simlarity between
the words "Marathon' and "Marathon 10,' rather than the overal
dissimlarity between the conposite marks or corporate | ogos used
by each conpany"). Yet the district court ignored the distinctive
presentations of their respective marks in the record i n concl udi ng
"[t]he "CFE' mark used by the defendants is identical to that used
by the plaintiffs.” The visual contrast easily suffices to enpower
atrier-of-fact to decide otherw se.

Simlarly, the district court m stakenly assuned "identity of
purchasers" to be unassail able. Al t hough SOFE convincingly

docunented sone tangency with NACFE' s marketing, "[t]here are

YI'n Oeck, this court found the plaintiff's "inability to
point to a single incident of actual confusion” in |Iight of
concurrent use of the simlar marks for seventeen nonths "highly
significant." 803 F.2d at 173.

Contrary to NACFE' s suggestion, SOFE is not required to
produce evidence on all seven "digits" recognized by this court.
These digits are not elenents of a plaintiff's cause of action,
but instead conprise a nonexhaustive coll ection of considerations
that nmay be relevant to the ultinmate factual determ nati on-Are
the actions of the defendant |likely to create confusion? Conan
Properties, Inc. v. Conans Pizza, Inc., 752 F.2d 145, 150 (5th
Cir.1985) ("The absence or presence of any one factor ordinarily
is not dispositive; 1indeed, a finding of |ikelihood of confusion
need not be supported by even a majority of the seven factors.")
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substantial dissimlarities between the predom nant purchasers of
plaintiff's and defendants' products.” Anstar, 615 F.2d at 262.
In particular, SOFE s marked accent on public regulatory officials
commanded a nore refined analysis of the congruence between the
parties' potential custoners. ld. (pivotal difference in
advertising to 18-to0-34 year old single nmales and m ddl e-aged
housew ves) .

What ever the final outcone of this case, we are persuaded t hat
only a full trial on the nerits, preceded by adequate discovery,
will properly sort out the protectability of "CFE. "16

For the foregoing reasons, we VACATE the injunction of the

district court, and REMAND for trial.

®Because we presune adequate di scovery will take place

prior to a trial, NACFE s "newy di scovered" evidence notion is
noot .
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