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EDITH H JONES, G rcuit Judge:

The issue in this en banc case is the extent to which a
private organi zation may assert copyright protection for its nodel
codes, after the nodel s have been adopted by a | egi sl ati ve body and
becone “the law'. Specifically, nmay a code-witing organi zation
prevent a website operator from posting the text of a nobdel code

where the code is identified sinply as the building code of a city

that enacted the npdel code as |aw? Qur short answer is that as



| aw, the nodel codes enter the public domain and are not subject to
the copyright holder’s exclusive prerogatives. As nodel codes,
however, the organization’s works retain their protected status.

BACKGROUND!

Peter Veeck individually operates *“Regional Web”
(<http://regional web. texona. net>), a non-conmercial website that
provi des information about north Texas. Sonetine in 1997, Veeck
deci ded to post on Regional Wb the local building codes of Anna
and Savoy, two small towns in north Texas that had adopted the 1994
edition of the Standard Buil ding Code witten by appel |l ee, Southern
Bui | di ng Code Congress International, Inc. (“SBCCl”). Veeck made
a few attenpts to inspect several towns’ copies of the Building
Code, but he was not able to locate themeasily. Eventually, Veeck
purchased the 1994 nodel building codes directly from SBCCl; he
pai d $72. 00 and recei ved a copy of the codes on disk. Although the
software |icensing agreenent and copyright notice indicated that
t he codes coul d not be copi ed and di stri buted, Veeck cut and pasted
their text onto his Regional Wb. Veeck’s website did not specify
that the codes were witten by SBCCI. Instead, he identified them
correctly, as the building codes of Anna and Savoy, Texas.

The author of the codes, SBCCI, is a non-profit
organi zation consisting of approximately 14,500 nenbers from

gover nnent bodies, the construction industry, business and trade

1 The facts stated here are undi sputed.
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associ ations, students, and col |l eges and universities. Since 1940,
SBCCl's primary mssion has been to develop, pronote, and
promul gate nodel building codes, such as the Standard Pl unbing
Code, the Standard Gas Code, the Standard Fire Prevention Code, and
the Standard Mechani cal Code. SBCClI encourages |ocal governnent
entities to enact its codes into |l aw by reference, without cost to
the governnental entity. No |icensing agreenents are executed in
connection with | egislative adoption, nor does SBCCI keep track of
the entities that have adopted its codes. Although SBCClI is a non-
profit organization, its annual budget, exceeding $9 mllion,
derives in part fromsales of its nodel codes and is used to fund
continuing activities. There are no restrictions or requirenents
on nenbership in SBCCl, but non-nenbers are charged consi derably
nmore for copies of its codes than are nenbers.

Wiile  SBCC continues to assert its copyright
prerogatives -- exclusively to publish the codes and |license their
reproduction and distribution -- even as to codes that have been
adopted by local entities, the organization insists that it grants
i beral perm ssion for copying. To support this contention, SBCCl
of fered i n evidence several dozen letters of permssion wittento
entities as diverse as book publishers, sem nar providers, and
muni ci pal inspection agencies. Not ably, each permt letter
carefully circunscribed the anount of copying all owed.

SBCCl's generosity did not extend to Veeck’s public-
service posting of the Anna and Savoy building codes on his
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website. The organi zati on demanded that he cease and desist from
infringing its copyrights. Veeck filed a declaratory judgnent
action seeking a ruling that he did not violate the Copyright Act.
SBCClI counterclai med for copyright infringenent, unfair conpetition
and breach of contract. Both parties noved for summary judgnent on
the copyright infringenent issue.

Finding no genuinely disputed material facts, the
district court granted summary judgnent in favor of SBCCl,
i ncl udi ng a permanent injunction and nonetary damages. On appeal,
a divided panel of this court upheld SBCCl’'s copyrights in the
muni ci pal building codes posted by Veeck, and it rejected his
defenses to infringenent based on due process, nerger, fair use,
copyright m suse and wai ver.

W elected to rehear this case en banc because of the
novel ty and inportance of the issues it presents.

DI SCUSSI Qv

As the organi zational author of original works, SBCC
i ndi sputably holds a copyright inits nodel building codes. See 17
US C 8§ 102(a). Copyright law permts an author exclusively to

make or condone derivative works and to regul ate the copying and

2 We review the district court’s grant of summary judgnment de novo.
Morris v. Covan Wrld Wde Mwving, Inc., 144 F.3d 377, 380 (5th Cir. 1998); Fed.

R Cv. P. 56(c). At the summary judgnent stage, a court may not weigh the
evi dence or evaluate the credibility of witnesses, and all justifiable inferences
will be made in the nonnmoving party's favor. [Id. (citing Anderson v. Liberty

Lobby, Inc., 477 U 'S 242, 255, 106 S.Ct. 2505, 2513-14 (1986)). The district
court drew sone inferences from the facts, however, regarding the inpact of
copyrightability on SBCCl's operations that, if material, should not have been
decided without a trial. W find it unnecessary to reach those issues.
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distribution of both the original and derivative works. 17 U S.C
8§ 106. The question before us is whether Peter Veeck infringed
SBCCl's copyright on its nodel codes when he posted themonly as
what they becane -- building codes of Anna and Savoy, Texas -- on
his regional website. Put otherw se, does SBCCl retain the right
whol ly to exclude others from copying the nodel codes after and
only to the extent to which they are adopted as “the |aw of
various jurisdictions?

The answer to this narrow i ssue seens conpel |l ed by three
sources: the Suprenme Court’s holding that “the law is not
copyrightable; alternatively, the Copyright Act’s exclusion from
its scope of “ideas” or “facts”; and the bal ance of casel aw

|. The Suprene Court’s View

Excluding “the law from the purview of the copyright
statutes dates back to this nation’s earliest period. In 1834, the
Suprene Court interpreted the first federal copyright |laws and
unani nously held that “no reporter has or can have any copyright in

the witten opinions delivered by this Court. . .” \Weaton v.

Peters, 33 U.S. (8 Pet.) 591, 668 (1834). The case arose when one
of the Court’s official reporters was asserting copyright
protection for his annotated conpilations of Suprenme Court
opi ni ons. The Court distinguished between the reporter’s
i ndi vi dual work and the Justices’ opinions. The Court’s rejection
of copyright for judicial opinions paralleled the principle --
recogni zed by attorneys for both parties -- that “[s]tatutes were
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never copyrighted.”® Based on the acknow edged and i ncontestabl e
anal ogy with |egislative acts, Wieaton held unani nously that “the
law in the formof judicial opinions may not be copyrighted.

The sanme broad understanding of what constitutes “the
| aw’ for copyright purposes underlies the Court’s later decisionin

Banks v. Manchester, 128 U S. 244, 9 S.C. 36 (1888). The Court

there deni ed a copyright to a court reporter in his printing of the
opi nions of the Chio Suprene Court. The Court first noted that
what ever work the judges performin their official capacity cannot
be regarded as authorship under the copyright law. As a question
of “public policy,” the Court stated that,

there has always been a judicial consensus,
fromthe time of the decision in the case of

8 See Precis of Argunent by Counsel for Weaton [pet’'r], 33 U S (8
Pet.) at 615. \Wheaton acknow edged, even while arguing that judicial opinions
could be copyrighted, that “it would be absurd, for a legislature to claimthe
copyright; and no one else can do it, for they are the authors, and cause them

to be published without copyright. . . . Statutes were never copyrighted.” 1d.
Further, “it is the bounden duty of government to pronulgate its statutes in
print . . .” Id. at 616.

Counsel for Peters, the respondent, enphasized the governing policy
that “all countries . . . subject to the sovereignty of the laws” hold the
pronmul gation of the laws, from whatever source, “as essential as their
existence.” 1d. at 618-19. Peters’s brief continues:

It is, therefore, the true policy, influenced by the
essential spirit of the governnent, that |aws of every
description should be universally diffused. To fetter
or restrain their dissemnation, must be to counteract
this policy; tolimt, or eventoregulate it, would, in
fact, produce the sane effect.

If either statutes or decisions could be nmade private
property, it would be in the power of an individual to
shut out the light by which we guide our actions.

1d. at 620.



Wheaton v. Peters, 8 Pet. 591, that no
copyright could, under the statutes passed by
Congress, be secured in the products of the
| abor done by judicial officers in the
di scharge of their judicial duties. The whole
work done by the judges constitutes the
aut hentic exposition and i nterpretation of the
| aw, which, binding every citizen, is free for
publ i cation to al |, whet her it is a
decl arati on of unwritten | aw, or an
interpretation of a constitution or statute.

Banks, 128 U.S. at 253, 9 S.C. at 40. (enphasis added). At this
poi nt, Banks relied upon a decision of the Massachusetts Suprene
Judi ci al Court, which stated,

[I]t needs no argunent to show that justice
requires that all should have free access to
the opinions, and that it is against sound
public policy to prevent this, or to suppress
and keep from the earliest know edge of the
public the statutes, or the decisions and
opi ni ons of the Justices.

Nash v. Lathrop, 142 Mass. 29, 6 N E 559 (1886). The court in

Nash further observed that a |egislature |ikew se could not deny
public access to statutes.
Banks represents a continuous understanding that “the

| aw,” whether articulated in judicial opinions or |legislative acts

or ordinances, is in the public domain and thus not anenable to



copyright.* Mdern decisions have followed suit.®> Significantly,
the 1976 Copyright Act specifically denies protection to federal
statutes and regulations. 17 U S.C. 8 105. Gven the state |aw
foundati on of Banks and its progeny, there is no reason to believe

that state or local |aws are copyrightable. See generally L. Ray

Patterson & Craig Joyce, Monopolizing the Law. The Scope of

Copyright Protection for Law Reports and Statutory Compil ati ons, 36

UCL.A L. Rev. 719, 751-58 (1989); 1 MVILLE B. NIMER & DaviD
NI MVER, NI MVER ON CoPYRIGHT § 5.06 [c] at 5-92 (2000) (“state statutes,
no l ess than federal statutes, are regarded as being in the public
domai n”); 1 PATRY, COPYR GHT LAWAND PrACTICE 351, 357 (1994).

As governing |law, pursuant to Banks, the building codes
of Anna and Savoy, Texas cannot be copyri ghted.

SBCCl and its numerous anmici® nust limt or circunvent

the Banks line of cases in order to prevail. Initially, SBCC

4 In Davidson v. Weelock, for exanple, the court stated that a

conpiler of state statutes “coul d obtain no copyright for the publication of the
| aws only; neither couldthe | egislature confer any such excl usive privil ege upon
him” Davidson v. Weel ock, 27 F. 61, 62 (D.Mnn. 1886). More fanously, Justice
Harlan, riding circuit, denied an injunction sought for the conpiler of M chigan
statutes, holding that “no one can obtain the exclusive right to publish the | ans
of the state in a book prepared by him” Howell v. MIller, 91 F. 129, 137 (6th
Cir. 1898).

5 Harrison Co. v. Code Revision Conmission, 260 S.E 2d 30, 34 (Ga.
1979); State of Ga. v. The Harrison Co., 548 F. Supp. 110, 114-15 (N.D. Ga. 1982),
vacated per stipulation, 559 F.Supp. 37 (N.D. Ga. 1983).

6 The ami ci supporting SBCCl's position include Building Oficials and

Code Admnistrators International (BCCA), I nt ernati onal Code Council,
International Conference of Building Oficials, American Medical Association,
Anerican National Standards Institute (ANSI), Anmerican Society of Association
Executives (ASAE), Anerican Society  of Heat i ng, Refrigerating and
Ai r-Conditioning Engi neers (ASHRAE), Anerican Society of Mechanical Engineers
(ASME), National Fire Protection Association (NFPA), Texas Minici pal League, and
Underwriters Laboratories, Inc. (UL).



di vi des Banks into two hol di ngs and concl udes that either holding
must be squared with the policies and purposes of copyright |aw
Thi s not insubstantial node of anal ysis nust be careful ly revi ened.

The first holding of Banks is said to deny copyright to
judicial opinions because judges, whose salaries are paid by the
governnent, cannot claimto be “authors” of their official works.
SBCCI contends that this discussion shows only that judges have no
need of the Copyright Act’s econom c incentives in order to author
judicial opinions. Banks, it isinplied, articulates a utilitarian
rational e for denying copyright protection to judicial opinions.
SBCCl contrasts governnment enpl oyees with the private “authors” of
nodel codes who al |l egedly depend on copyright incentives in order
to performtheir public service. SBCClI concludes that this “prong”
of Banks does not apply to private code-witing organi zati ons whose
wor k has been adopted or incorporated into statutes, ordi nances, or
governnent regulations. Two courts, in addition to the panel that
originally heard this case, have identified the consideration of

authorship incentives as a “holding” of Banks. See Practice

Management I nfo. Corp. v. Anerican Medical Ass’'n, 121 F. 3d 516, 518

(9th Cr. 1997), opinion anended by 133 F.3d 1140 (9th Cr. 1998);°

County of Suffolk v. First Anerican Real Estate Sol utions, 261 F. 3d

179, 194 (2d Cir. 2001).

! Practice Managenent declares, “The copyright systenis goal of

pronoting the arts and sciences by granting tenporary nonopolies to
copyrightholders was not at stake in Banks because judges’ salaries provided
adequate incentive to wite opinions.” 1d.
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The second “hol di ng” of Banks, which requires “the | aw’
or its exposition to be “free for publication to all,” is
recharacterized by SBCClI as a “due process” argunent. That
argunent devolves into a factual question concerning public
“access” to the |aw Because SBCClI contends that there is no
di spute about the adequacy of public “access” to its nodel codes,
after their enactnent as the building codes of Anna and Savoy,
Banks is inapplicable.

The “dual hol ding” analysis seens to foist on Banks a
rationale that the Suprene Court never explicitly articul ated
Banks, however, does not bifurcate its holding based on the
particul ar authors’ need of the Copyright Act’s incentives or a
factual cal cul us concerning the “adequacy” of public access to the
| aw. | nstead, Banks declares at the outset of its discussion that
copyright lawin the United States is purely a matter of statutory
construction. See Banks, 128 U S. at 251, 9 SSC. at 39. In the
next paragraph, the Court points out that the court reporter was
not the statutory “author” of the judicial decisions. Then, the
Court states that

In no proper sense can the judge who, in his

judicial capacity, prepares the opinion or

decision, the statenent of the case, and the

syl | abus, or head-note, be regarded as their

author or their proprietor, in the sense of

[the copyright statute]

Judges, as is well wunderstood, receive from

the public treasury a stated annual salary,

fixed by law, and can thenselves have no

pecuniary interest or proprietorship, as
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against the public at large, in the fruits of
their judicial |abors.

128 U.S. at 253, 9 S.C. at 40. The Court then broadly defines the
judges’ official work and states that as a matter of public policy
and judicial consensus, “no copyright could, under the statutes
passed by Congress, be secured in the products of the | abor done by
judicial officers inthe discharge of their official duties.” This
paragraph of Banks clinmaxes with the expl anati on:

The whol e work done by the judges constitutes

the authentic exposition and interpretation of

the I aw, which, binding every citizen, is free

for publication to all, whether it is a

decl aration of unwitten I aw, or an

interpretation of a constitution or statute.
Id. at 253-54 [citing Nash v. Lathrop].

There is sinply no independent holding in Banks that
j udges are not “aut hors” under the copyright | aw because, as public
officials, they do not need the “incentives” that copyright |aw
affords in order to wite opinions. |Instead, Banks refers to the
source of the judges’ salary in order to explain that it is the
public at |arge, not the judges, who have the “pecuniary interest
or proprietorship” in “the fruits of their judicial |abors.” The
whol e of those judicial |abors, as Banks i medi ately defines them
“constitutes the authentic exposition and interpretation of the

law,” which is “free for publicationto all . . .” 1d.8

8 If there were an independent holding in Banks relying on the fact

that judges are paid by the public, it was rejected by the Court itself one nonth
| ater, when the Court ruled that a court reporter, notwthstanding that he was
a state enployee, could assert copyright in all of his conpilation of judicial
opi ni ons except the opinions thenselves. Callaghan v. Mers, 128 U S. 645, 9
S.Ct. 617 (1888).
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Mor eover, when viewed in |ight of Wieaton, the | ast case
relied on by Banks’s analysis, the argunent for bifurcation is
seriously weakened. Wheaton’s hol di ng, as has been shown, derives
from an anal ogy between judicial opinions and | egislative acts as
together constituting “the I aw,” which is not subject to copyright.

The origin of the bifurcated holding interpretation of
Banks seens to lie in the First Grcuit’s thoughtful opinion in

Building Oficials and Code Adm v. Code Technol ogy, Inc., 628 F. 2d

730 (1st Cir. 1980), but the First Grcuit does not endorse
bi furcati on. In this opinion, which will be discussed further
infra, the First Grcuit considered the argunent of BOCA, the nodel
code witer, urging copyright protection for a nodel building code
simlar in origin and purpose to the one before us. BOCA' s

argunent, the court said, “inplies that the rule of Weaton v.

Pet ers was based on the public’s property interest in work produced
by legislators and judges, who are, of course, governnent
enpl oyees.” BOCA, 628 F.2d at 734.

Wil e acknowl edging that this interpretation is “not
w t hout foundation,” the First Circuit cautioned: “But BOCA' s
argunent overl ooks anot her aspect of the ownership theory di scussed
in these cases.” 1d. BOCA then identifies the real prem ses of
Banks and related cases: the “netaphorical concept of citizen
aut horship” of the law, together with “the very inportant and
practical policy that citizens nust have free access to the | aws

whi ch govern them” |[d. BOCA cited the authorship rationale for
12



Banks only to find it unsatisfactory. In our view, BOCA was
correct.

Only by bifurcating Banks can SBCCI achieve its purpose
of claimng authorship of “the |aw and proprietary rights inits
codes that have been enacted into |law. However, the acceptance of
SBCCl's and the dissent’s theory, that non-governnental enployees
who draft nodel statutes or regulations may be entitled to
copyright protection, raises troubling issues. The conplexities of
nmodern life and the breadth of problens addressed by governnent
entities necessitate continuous participation by private experts
and interest groups in all aspects of statutory and regul atory
| awmaki ng. According to SBCCl, a utilitarian test should be
invoked to determ ne which organizations “need” the incentives
provided by the Copyright Act in order to perform the public
service of drafting specialized statutes, ordi nances or
regul ations. Alternatively, perhaps SBCCl and the dissent intend
t hat whenever any private “author” finds his or her proposal
adopted verbatimin | aw, copyright protection may be clainmed.® As
an exanple, three | aw professors have taken credit for drafting a
recent federal statute on supplenental federal court jurisdiction.

See 28 U S C § 1367; Christopher M Fairman, Abdication to

9 One of SBCCl's anmici argues that this is an unrealistic threat,
since, inter alia, the run-of-the-mll |obbyist or good citizen involved in the
| egi sl ative process does not assert a copyright. That these “authors” may be
nor e generous, or | ess sophisticated, thanthe | arge and wel | -funded code-witing
organi zations before us hardly furnishes a reason to approve an open-ended t est
of authorship of the | aw

13



Academ a: The Case of the Supplenental Jurisdiction Statute, 28

US.C 8§ 1367, 19 SETON HALL LEG S. J. 157 (1994). Under SBCCl's

reasoning, it is likely that these professors, had they so desired,
could have asserted a copyright in their “nodel supplenental
jurisdictional provision.” SBCCI offers no outer Iimt on clains
of copyright prerogatives by nongovernnental persons who contri bute
to witing “the law”

Not only is the question of authorship of “the |aw
exceedi ngly conplicated by SBCCl's and the dissent’s position, but
in the end, the *“authorship” question ignores the denocratic
process. Lawnaki ng bodies in this country enact rules and
regulations only with the consent of the governed. The very
process of | awmaki ng demands and i ncor porates contri butions by “the
people,” in an infinite variety of individual and organizational
capacities. Even when a governnental body consciously decides to
enact proposed nodel building codes, it does so based on various
| egi sl ative consi derations, the sumof which produce its version of
“the law.” In performng their function, the | awmakers represent
the public will, and the public are the final “authors” of the | aw

The BOCA decision put it thus:

The citizens are the authors of the |aw, and
therefore its owners, regardless of who

10 We are not stating or hol ding that the authorship of government works

never presents a legitinmate i ssue of copyright. On the contrary, the Copyright
Act carefully defines the extent to which federal governnent enployees and
contractors can obtain copyright protection. But these provisions have never
been held to supersede Banks’'s holding that “the law is in the public donain.
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actually drafts the provisions, because the

| aw derives its authority fromthe consent of

the public, expressed through the denocratic

process.
628 F.2d at 734.1 This “netaphorical concept of citizen
aut horshi p” together with the need for citizens to have free access
to the laws are the ultimte hol ding of Banks. |Id.

BOCA described free access as a policy “based on the

concept of due process,” the people’s right to know what the |aw
requires so that they may obey it and avoid its sanctions. SBCCl
and the di ssent contend that this “due process” reasoning invol ves
nothing nore than the factual issue of “sufficient” public access
to the building codes of Anna and Savoy. Since a copy of the codes
is available for inspection and individual copying in a public
office, SBCCI contends that the obligations of due process are
ful filled.

We di sagree that the question of public access can be
limted to the mninumavailability that SBCCl would permt. Banks
does not use the term “due process.” There is al so no suggesti on
that the Banks concept of free access to the law is a factua
determnation or is limted to due process, as the term is

under st ood today. | nstead, public ownership of the |aw neans

precisely that “the law’ is in the “public donmain” for whatever use

1 Technically, citizen “ownershi p” of the | aw m ght suggest that | ocal

governnental entities, as public representatives, could prevent copying of the
law. As Goldstein notes, the decisions holding that statutes are in the public
domai n prevent any such m sunderstanding. 1 GODSTEIN, COPYRIGHT, 8§ 2.48 at n. 42.
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the citizens choose to nake of it. G tizens may reproduce copies
of the law for many purposes, not only to guide their actions but
to influence future |legislation, educate their neighborhood
association, or sinply to anuse. |If a citizen wanted to place an
advertisenent in a newspaper quoting the Anna, Texas buil di ng code
inorder to indicate his dissatisfaction with its conplexities, it
woul d seem that he could do so. In our view, to say, as Banks
does, that the lawis “free for publication to all” is to expand,
not factually limt, the extent of its availability.

Mor eover, as the BOCA deci sion observed, it is difficult
to reconcile the public’s right to knowthe laww th the statutory
right of a copyright holder to exclude his work from any
publication or dissem nation. SBCCl responds that due process nust
be bal anced against its proprietary rights and that the fair use
doctrine as well as its honorable intentions will prevent abuse.
Free availability of the law, by this logic, has degenerated into
avai lability as long as SBCCl chooses not to file suit.?!?

For these reasons, we reject SBCCl’'s deconstruction of
Banks into nerely utilitarian and factual issues. Instead, we read

Banks, Wheaton, and related cases consistently to enunciate the

principle that “the law,” whether it has its source in judicia

12 SBCCl does not permt governmental entities to publish its nodel
codes when they are enacted. Instead, it permts their adoption by reference and
furni shes a copy of the adopted code to the entity. SBCCl al so generously all ows
that if a governnmental entity were to publish the building code on an Internet
site to neet its due process obligation, that would be a fair use. But when the
North Carolina Building Oficials were pernmitted to publish a nodel code on their
non- publ i ¢ access website, SBCCl expressly reserved its rights.
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opi ni ons or statutes, ordinances or regulations, is not subject to
federal copyright |aw 3

To sumup this section, we hold that when Veeck copied
only “the law’ of Anna and Savoy, Texas, which he obtained from
SBCCl ' s publication, and when he reprinted only “the | aw of those
muni ci palities, he did not infringe SBCCl's copyrights in its nodel
bui | di ng codes. The basic proposition was stated by Justice
Harlan, witing for the Sixth Crcuit: “any person desiring to
publish the statutes of a state may use any copy of such statutes

to be found in any printed book . . .” Howell v. Mller, 91 F.

129, 137 (6th Cir. 1898).%" See Jerry E. Smith, Governnent

Docunents: Their Copyright and Omership, 22 Copyright Synposium

147, 174 (ASCAP 1977), reprinted in 5 Tex TecH L. Rev. 71, 92
(1973).

1. The Copyright Act

A. The Merger Doctrine

As we earlier stated, SBCCl is the “author” of nodel
building codes that, qua nodel building codes, are facially
copyri ght - prot ect ed. This is true even if Banks places the

bui | di ng codes of Anna and Savoy, and ot her governnental entities

13 What constitutes “the |law when a governnental entity adopts or
incorporates by reference an author’s copyrightable work will be considered
infra, Part III.

14 Qur decision mght well be the opposite, if Veeck had copied the

nodel codes as nodel codes, or if he had indiscrimnately mngled those portions
of “the law of Anna and Savoy adopted by their town councils with other parts
of the nodel codes not so adopted.
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that adopted part or all of SBCCl’s nodel codes, in the public
domai n. But if the holding of Banks fails, Veeck alternatively
asserts a defense under the Copyright Act to the protection of the
nodel codes after they have been enacted into positive |aw. Once
adopted, he asserts, the nodel codes becone “facts” that are not
prot ected under the Copyright Act. Further, because there is only
one way to express the neaning of the building codes, the “idea”
enbodied in the law nerges with SBCCl’'s expression, and at that
poi nt, renders copyright protection unavail abl e.

It is not the sole purpose of copyright law to secure a
fair return for an author’s «creative |abor. Under the
Consti tution,

The primary objective of copyright is not to

reward the | abor of authors but ‘[to] pronote

the Progress of Science and the useful Arts.’”

Article I, Sec. 8, cl ause 8 [ U S

Constitution]. To this end, copyright |aw

assures authors the right to their origina

expression, but encourages others to build

freely upon the i deas and i nformati on conveyed

by a work. This principle, known as the

i dea/ expression or fact/expression dichotony,

applies to all works of authorships.

Feist Publications, Inc. v. Rural Tel. Serv. Co., 499 U S. 340,

349, 111 S. . 1282, 1289-90 (1991). The statute excludes from
copyright protection ideas, procedures, processes, systens nethods
of operation, or information in the public domain. See 17 U S.C.

8§ 102(b); Feist Publications, 499 U.S. at 350, 111 S.C. at 1290

(citation omtted); Harper & Row Publishers, 1Inc. v. Nation

Enters., 471 U S. 539, 547-48, 105 S. Ct. 2218, 2223 (1985). |If an
18



idea is susceptible to only one form of expression, the nerger
doctrine applies and 8 102(b) excludes the expression from the
Copyright Act. As the Suprene Court has explained it, this
“i deal/ expression di chotony stri ke[s] a definitional bal ance between
the First Amendnent and the Copyright Act by permtting free
communi cation of facts while still protecting an author’s

expression.” Harper & Row, 471 U S. at 556, 105 S.Ct. at 2228.

Veeck copied the building code of the towns of Anna and
Savoy, Texas, based on their adoption of a version of the SBCC
nmodel code. The codes are “facts” under copyright law. They are
t he uni que, unalterable expression of the “idea” that constitutes
| ocal | aw. Courts routinely enphasize the significance of the
preci se wording of |laws presented for interpretation. See, e.q.

Consuner Product Safety Commin v. GIE Sylvania, Inc., 447 U.S. 102,

108, 100 S. . 2051, 2056 (1980) (“[T]he starting point for
interpreting a statute is the |language of the statute itself.”).
Judge Little, dissenting from the panel opinion in this case
observed t hat
: the nerger doctrine is especially
appropriate because ot her nmet hods of
expressing the idea are foreclosed. [citation

omtted] An individual wi shing to publish the
text of a | aw cannot develop his own, unique

version and still publish an authoritative
copy.
Veeck v. Southern Bldg. Code Cong. Int’'l, 241 F.3d 398, 416 (5th

Cr. 2001) (Little, J., dissenting). It should be obvious that for
copyright purposes, laws are “facts”: the U S. Constitution is a

19



fact; the Federal Tax Code and its regul ations are facts; the Texas
Uniform Commercial Code is a fact. Surely, in principle, the
bui | ding codes of rural Texas hanmlets are no less “facts” than the
products of nore August |egislative or regulatory bodies. Wile
the Suprene Court has not stated directly that laws are “facts,” it
has broadly observed that, as with census data, “the sane is true
of all facts -- scientific, historical, biographical and news of
the day. ‘They nmay not be copyrighted and are part of the public

domain available to every person. Feist, 499 U S. at 348, 111
S.C. at 1289.

Enphasi zing not the |anguage of § 102(b), but the
“policy” of the nerger doctrine, SBCClI contends that nerger poses
no bar to copyright protection here. The ideal/expression dichotony
was enacted into law by Congress to “balance [] the conpeting

concerns of providing incentive to authors to create and foster][]

conpetition in such creativity.” Kern R ver Gs Transm ssion Co.

v. The Coastal Corp., 899 F.2d 1458, 1463 (5th GCr. 1990).°%

Veeck’ s nerger argunent ignores the goal of fostering conpetition
increativity. SBCCl thus asserts that “nerger would only apply in
this case if a subsequent author seeking to create a buil di ng code
for Anna or Savoy woul d have to use the sanme expression to convey
the idea.” SBCCl supplenental en banc brief at 7. This argunent

effectively converts the nerger doctrine from a |imt on

15 See id. at 1460 (proposed route for a pipeline approved by the

Federal Energy Regul atory Conm ssion was an uncopyrightable “idea.”)
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copyrightability into a nere defense against infringenent based on
the identity of the author. In our view 8§ 102(b) does foster the
creativity that SBCClI applauds, but it does so by permtting the
free flow of information in facts and ideas fromtheir energence,

rather than as a defense to infringenent clainms. See Kern R ver at

1460; Mason v. Montgonery Data, Inc., 967 F.2d 135, 138 n.5 (5th
Cr. 1992) (“Mason argues that application of the nerger doctrine

does not render a work uncopyrightable, but rather prevents a

finding of infringenent of an otherw se copyrightable work. But

this court has applied the nerger doctrine to the question of
copyrightability.”).

SBCCI and the dissent next urge the inapplicability of
t he nerger doctrine because there are nany possi bl e ways to express
nmodel codes: both the nmultiplicity of building standards and the
variety of ways to express those standards conpel the concl usion
that the ideas have not nerged wth their expression. Cf. Mason,
967 F.2d at 139 (rejecting nerger because the idea enbodied in the
author’s maps can be expressed in a variety of ways). Wat SBCCl
and t he di ssent ignore, however, is the graphic nerger of its nodel
buil ding codes wwth “the | aw’ as enacted by Anna and Savoy, Texas.
Veeck copied from SBCCl’s nodel codes, 1994 edition, because those
codes were transforned into the “fact” and “idea” of the towns
bui l ding codes. Veeck could not express the enacted law in any

ot her way.
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The final argunent deployed by SBCCI and the dissent
casts the nerger doctrine as an inherent balancing test in which
courts nust reconcile the policies underlying the Copyright Act
wth the public interest inthe free flow of information and i deas.

Conpare CCC Info Serv. Inc. v. MLean Hunter Market Reports, Inc.,

44 F.3d 61, 68 (2nd Gr. 1994) (interpreting Second Circuit’s
bal ancing test). It is true that where the line is unclear between
expression and facts, procedures, processes, nethods of operation,
or information in the public domain, a court considering the
applicability of 8 102(b) nust recur to the statute’s underlying

policy. See, e.q., Feist, 499 U.S. at 361-64, 111 S.C. at 1295-97

(determ ni ng copyrightability of conpilations of facts); Mason, 967
F.2d at 139 (copyrightability of expression in maps). This case,
however, is not close. The building codes of Anna and Savoy, Texas
can be expressed in only one way; they are facts. Veeck placed
those facts on his website in precisely the formin which they were
adopted by the nmunicipalities.® Wen the §8 102(b) dichotony is
clear, judges are not permtted to substitute policy choices for
the legislature s determ nation.

We enphasize that in continuing to wite and publish
nmodel building codes, SBCCI is creating copyrightable works of

aut horshi p. Wen those codes are enacted into | aw, however, they

16 For the first tinme, in this court, SBCCl alleges that Veeck did not

exactly copy the ordi nances, because in the course of their adoption, the towns
rejected certain parts of the SBCCl nodel codes. There is no evidence in the
district court record to sustain this contention
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becone to that extent “the |law’ of the governnental entities and
may be reproduced or distributed as “the law’ of those
jurisdictions.

B. O her Provi si ons?’

SBCCl's am ci nmake much of provisions of the Copyright
Act that, they contend, should protect SBCClI’'s copyrights from
“appropriation” by |ocal governnent entities. Section 105 of the
Act, taken together wth the definition of “works of the

governnent,” denies copyright protection to official works of the
United States Governnent, while reserving the possibility that
gover nnment enpl oyees and contractors may obtain, or transfer to the
governnent, copyrights for non-official works. 17 U S.C. 88 105,
101. On its face, these provisions say nothing about the
rel ati onshi p between non-federal governnent entities and copyri ght
hol ders. Moreover, they have never been held inconsistent with
Banks or with the nerger doctrine.

Section 201(e) of the Act reflects Congress’s intention
to protect copyrights frominvoluntary appropriation by governnent
entities. 17 U S. C 8 201(e). This is not, however, a “takings”

case, not |east because SBCClI urged localities to adopt its nodel

codes. The issue in the case is not the voluntariness of the

o Veeck al so rai sed i nfringement defenses based on his fair use of the

nodel codes or SBCCl's waiver of its copyrights. It is unnecessary to reach
t hese issues.
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appropriation but the |egal consequences flowing from the
perm ssion that SBCCl gave.

[11. The Casel aw, ©Mddel Codes Versus Standards

Until recently in our history, it was understood that

Wheat on, Banks and nearly every other pertinent case held that

copyright protection may not be asserted for the text of “the
| aw’.® The basic proposition was stated by Justice Harlan, witing
for the Sixth Crcuit: “any person desiring to publish the statutes
of a state may use any copy of such statutes to be found in any

printed book . . .” Howell v. MIller, 91 F. 129, 137 (6th Cr

1898) .

As of 1980, the noncopyrightability of “the | aw’ appeared
settled to the First Crcuit in BOCA The court focused on the
real holding of Banks and accordingly vacated prelimnary
injunctive relief to the author of a buil ding code adopted into | aw
by the Commonweal th of Massachusetts.!® The court held that BOCA
had failed to carry its burden of distinguishing, for prelimnary
relief purposes, the Massachusetts building code from non-
copyrightable statutes and judicial opinions. But the court then

remanded the case for further developnent in light of the novelty

18 See al so Texas v. West Publishing Co., 882 F.2d 171, 174, 177 (5th
Cr. 1989), in which the State of Texas sought a declaratory judgnent that West's
copyright in their original arrangenent of annotated Texas statutes was invalid.
This court rejected the state’s argument and observed in passing that Wst did
not claima copyright in the text of the statutes thenselves or in any of the
readil y-avail abl e public conpilations of statutes.

19 BOCA is an anmicus curiae in this case supporting SBCCl's position.
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of the issue, the insufficiency of the trial court record, and the
apparent trend toward adoption of nodel codes by governnental
entities. The court neverthel ess was skeptical that BOCA would
prevail, comrenting
it is hard to see howthe public’s essential due process
right of free access to the |law (including a necessary
right freely to copy and circulate all or part of a given
| aw for various purposes), can be reconciled with the
exclusivity afforded a private copyright hol der
BOCA, 628 F.2d at 730. Though not a definitive holding, BOCA
clearly favors Veeck’s position over that of SBCCl, and it is nbst
cl osely on point.

The record has been devel oped in this case and, with the
perspective gai ned fromother recent caselaw and fromthe nmultiple
subm ssions to the court, we have no hesitation in confirmng
BOCA' s predisposition against the copyrightability of nobdel codes
to the extent they have been adopted as | aw. But the limts of
t hi s hol di ng nust be expl ained. Several national standards-witing
organi zations joined SBCCI as amci out of fear that their
copyrights may be vitiated sinply by the commobn practice of
governnental entities’ incorporating their standards in |aws and

regul ations.? This case does not involve references to extrinsic

standards. |Instead, it concerns the whol esal e adopti on of a nodel

20 See 63 Fed. Reg. 8545, 8554-55 (Feb. 19, 1998) (COffice of Managenent
and Budget Notice of Final Revision of Circular A-119) (directing federal
agencies to adopt privately devel oped standards “whenever practicable and
appropriate” to “elimnate[ ] the cost to the Government of devel oping its own
standards”).
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code pronoted by its author, SBCCl, precisely for use as
| egislation. Caselaw that derives fromofficial incorporation of
extrinsic standards is distinguishable in reasoning and result.

See CCC Info. Services v. Mclean Hunter Market Reports, Inc., 44

F.3d 61 (2nd G r. 1994); and Practice Mnagenent Info. Corp. V.

Anerican Medical Ass’'n, 121 F.3d 516 (9th Cr. 1997), opinion
amended by 133 F.3d 1140 (9th Cr. 1998).

In CCC Information Services, a New York statute required

I nsurance conpani es to use the “Red Book,” a privately prepared and
copyrighted list of projected autonobile val ues, as one of several
standards in calculating the paynents upon the total loss of a
vehicle. CCC Information Services systematically | oaded portions
of the Red Book onto its conputer network and distributed the
information to its customers. One of CCC s theories was that the
Red Book had entered the public donmain. The Second Circuit
addressed the public domain issue briefly, stating that “we are not
prepared to hold that a state’s reference to a copyrighted work as
a legal standard for valuation results in |loss of the copyright.”

CCC Info. Services, 44 F.3d at 74. CCC notes the infringer’s

reliance on the BOCA decision, but it does not opine on that case,
confining itself to the precise facts before the court.

Practice ©Munagenent involved the Anerican Medica

Associ ation’s copyrighted codi ng systemfor reporting physicians’
servi ces and nedi cal procedures. The Federal Heal th Care Fi nanci ng
Adm ni stration (HCFA) contacted and then agreed with AMAto use the
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AMA's coding system for identifying physicians’ services on
Medi care and Medicaid rei nbursenent forns. AMA granted a “non-
exclusive, royalty-free and irrevocable” license to HCFA, w thout
restrictions on the governnent’s ability to reproduce or distribute
AMA's codes. There was no evidence that AMA had restricted the
code’s availability to anyone. The Ninth Crcuit held that the
HCFA' s deci sion to adopt regul ations requiring physicians to use a
version of the AMA code on Medicaid claimforns did not place the

code in the public domain under Banks. Practice Managenent, 121

F.3d at 519 (“[T] he AMA’ s right under the Copyright Act tolimt or
forgo publication of the [coding systenl poses no realistic threat
to public access.”).

Both the Second and Ninth Crcuits feared that reaching
the opposite conclusion in those cases would have “expose[d]
copyrights on a wide range of privately authored nodel codes,
standards, and reference works to invalidation.” Practice
Managenent, 121 F.3d at 5109. The Ninth G rcuit suggested that
federal court rules regarding citations could invalidate the
copyrightability of the Blue Book. 1d. at n.5. The Second Circuit
feared that a ruling in favor of CCC Information Systens woul d cal
into question the copyrightability of school books once they were
assigned as part of a mandatory school curriculum CCC Info
Services, 44 F.3d at 74.

These decisions, and the hypothetical situations they
di scuss, are all distinguishable fromVeeck. |If a statute refers
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to the Red Book or to specific school books, the |aw requires
citizens to consult or use a copyrighted work in the process of
fulfilling their obligations. The copyrighted works do not “becone
law nerely because a statute refers to them See 1 GOLDSTEIN
CoPYRIGHT, 8 2.49 at n. 45.2 ( noting that CCC and Practice
Managenent “involved conpilations of data that had received
governnental approval, not content that had been enacted into
positive |aw). Equally inportant, the referenced works or

standards in CCC and Practice Managenent were created by private

groups for reasons other than incorporation into |aw To the
extent incentives are relevant to the existence of copyright
protection, the authors in these cases deserve incentives. And
nei ther CCC nor AMA solicited incorporation of their standards by
| egislators or regqgul ators. In the case of a nodel code, on the
ot her hand, the text of the nobdel serves no other purpose than to
becone | aw. SBCCI operates with the sole notive and purpose of
creating codes that will becone obligatory in | aw

At first glance, Practice Managenent appears to pose a

cl oser issue because the HCFA did not sinply refer physicians to
the AMA's codi ng system The court’s opinion directs the reader to
HHS s notice in the Federal Register announcing that HCFA woul d
requi re physicians to

use exclusively a comon procedure coding

system The system is the HCFA common

procedure codi ng system (HCPCS). This coding

system is to be used for coding procedures

that have been performed . . . and is
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basically used for determ ning reinbursenent

anounts. HCFA devel oped the HCPCS i n 1979 and

1980 by using the AMW s CPT-4 [the copyrighted

coding systen] for physician services and

addi ng HCFA-devel oped codes for sone non-

physi ci an services. In addition, we devel oped

conversion techniques to prevent unwarranted

paynment escal ation.

50 Fed. Reg. 40895, 40897. To be precise, then, HCFA had its own
coding system (the HCPCS) that incorporated AMA's code but also
i ncl uded addi tional information.

But unlike Veeck, Practice Managenent Information
Corporation, a comrercial publisher of nedical textbooks, was not
trying to publish its own version of the HCPCS. Practice
Managenent desired to sell a cheaper edition of the AMA s code,
which was also used by insurance conpanies and had other non-
gover nnent al uses. It is not clear how the Ninth GCrcuit would
have decided the case if Practice Managenent had published a copy
of the HCPCS. By analogy, the result in this case woul d have been
different if Veeck had published not the building codes of Anna and

Savoy, Texas, but the SBCCI nodel codes, as nodel codes.

| V. Policy Argunents

Many of SBCCl’s and t he di ssent’s argunents center on the
plea that wthout full copyright protection for nodel codes,
despite their enactnent as the law in hundreds or thousands of

jurisdictions, SBCCl wll lack the revenue to continue its public
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service of code drafting. Thus SBCCI needs copyright’'s economc
incentives.

Several responses exist to this contention. First,
SBCCl, like other code-witing organizations, has survived and
grown over 60 years, yet no court has previously awarded copyri ght
protection for the copying of an enacted building code under
circunstances |i ke these. Second, the success of voluntary code-
witing groups is attributable to the technol ogical conplexity of
nmodern |ife, which inpels governnent entities to standardize their
regul ations. The entities would have to pronul gate standards even
if SBCCI did not exist, but the nost fruitful approach for the
public entities and the potentially regulated industries lies in
mut ual cooperation. The self-interest of the builders, engineers,
designers and other relevant tradesnen should also not be
overl ooked in the calculus pronoting uniform codes. As one

coment at or expl ai ned,

it is difficult to inagine an area of
creative endeavor in which the copyright
incentive i s needed | ess. Trade organi zati ons
have powerful reasons stenmng from industry
standardi zation, quality control, and self-
regul ation to produce these nodel codes; it is
unlikely that, wthout copyright, they wll
cease producing them

21 SBCCl's factual “evidence” on this point consisted of self-serving
affidavits fromits officers and enpl oyees, and proof that it earns perhaps 40%
of its revenue fromsal es of the donestic nodel codes and anmendnents. No effort

was nade to show by what anount copying by people |ike Veeck would or could
reduce the organi zation’s revenue.
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1 Goldstein § 2.5.2, at 2:51.2

Third, to enhance the market value of its nodel codes,
SBCCl coul d easily publish themas do the conpilers of statutes and
judicial opinions, with “value-added” in the form of commentary,
questions and answers, |lists of adopting jurisdictions and ot her
information valuable to a reader. The organi zation could also
charge fees for the massive anobunt of interpretive information
about the codes that it doles out. In short, we are unpersuaded
that the renoval of copyright protection fromnodel codes only when
and to the extent they are enacted into | aw di sserves “t he Progress
of Science and useful Arts.” US. Const. art. |I. 8 8, cl. 8.

Concl usi on

For the reasons di scussed above, we REVERSE the district
court’s judgnent agai nst Peter Veeck, and REMAND with instructions

to dismss SBCCl's cl ai ns.

22 This court’s opinion does not, of course, withdraw all copyright

protection fromthe nodel codes qua nodel codes.
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PATRICK E. H GA NBOTHAM GCircuit Judge, joined by KING Chief

Judge, DAVIS and STEWART, Circuit Judges, dissenting:

In this difficult case | am persuaded to join the view that
woul d affirmthe judgnent of the district court. It is undisputed
t hat Veeck copi ed the copyrighted product of SBCClI. That parts of
the copied material contain the sane expressions as the adopted
codes of two Texas cities is no defense unless the use by the
cities of the protected expression sonehow invalidated SBCCl's
copyri ght.

The cities could have hired counsel and engineers to draft a
code, recouping its expense either from all taxpayers or by
charging a fee to users for a copy of its ordinance. Acity could
al so decide, on behalf of the citizens, to license a finished and
copyrighted work. Either is a decision by elected representati ves.

Against a refrain that “the | aw bel ongs to the people, Veeck
asked us to conclude, as a matter of federal common |aw, that the
choi ce nade by the voters of this nmunicipality was not available to
it. Its utility as a decisional normaside, the refrain passes by
the fact that it was |egislators who chose what they thought was
the nost practical path, to adopt a technical code devel oped at the

expense of others under a |icensing agreenent.



Not hi ng suggests that private entities will control access to
“the law.” A contrary vision persists while ignoring the assured
access of persons interested in the | anguage of the ordi nance. W
are not told what inpedinent a person interested in the ordinance
will face that will not be avoi ded by the doctrines of fair use and
inplied license or the constitutionally footed right of persons to
access the |l aw. Nor does devel oped case |aw tell us.

Banks hol ds that judges, as public enployees, cannot have a
financial interest inthe fruits of their judicial |abors. It is a
case about aut horship, about the acquiring of copyrights by public
officials, not a case invalidating the copyrights held by private
actors when their work is |licensed by | awrakers.

As for the nerger doctrine, I amnot persuaded that it brings
anything nore to the table. That doctrine reflects the narrow
ci rcunst ance where an i dea can be expressed only one way and hence
protection of its expression gives way. A conplex code, even a
sinple one, can be expressed in a variety of ways. That reality is
not ended by choosing one manner of expression to enact and then
pronouncing that this normative rule—=the |aw' —an only be
expressed in one way. O course, you have adopted the protected
expression; the reasoning is wholly tautological. It is a
restatenent of the conclusion that adopting the codes invalidated

the copyright, not an independent reason why that is so.
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There is a strong argunent for that conclusion and it can be
sinply stated without calling on the illusion of the nerger
doctrine: the thinness of the protection enjoyed by this specie of
copyright is overcone by the stronger public policy of unfettered
access to enacted law, a victory expressed in the conclusion that
enacting the code into | aw put the expression in the public domain.
Whet her that is so is our question and the nerger doctrine does not
answer it. Rather we are pushed to decide this case by reconciling
two conpeting policies, expressed at a high |evel of generality,
not unlike the large-scale balancing characteristic of judicia
findings of violations of substantive due process. Doing so |acks
the accretive marks of case-by-case adjudication, vital to the
di scipline of judges wearing their “conmmon |aw hats. Perhaps we
W Il reach that point in the seriati mcourse of deciding the cases.
| f and when we do, the choices will come with nore sharply defined
features than the abstracti on we now have.

Significantly the absence of easily-found answers to the
| arge, broadly-stated policy choices calls for caution. As |
earlier observed, these small cities were enpowered by the work of
SBCCl; they gained the benefit of uniformty in regulation with
other cities in their codes as well as proven quality-—wth the
ability to charge a snall fee for copies. Any person w shing a copy
of the code can obtain it. They can reproduce it for critical
comentary or to express their displeasure with its content, even
make copies to circulate in a canpaign urging that it be resci nded.
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It bears enphasis that the Congress is best suited to
accommodate its Congressionally-created copyright protection with
t he extraordi nary changes i n conmuni cation trailing the devel opnent
of the internet. Unless of course it is contended that sone
Constitutional principle denies Congress the power to authorize
copyright protection for governnental entities w shing to adopt
codes such as those before us today. And of course the state
| egislatures and the nunicipalities are differently situated in
anot her relevant and vital way—the state enjoys an inmunity that
the municipalities do not. It is ironical that the federal courts
are asked to accept a broadly stated principle that would regul ate
the states by decreeing that sone federal principle denies themthe
choi ce of accepting or rejecting a |icense when absent its waiver
of immunity the federal copyright regine i s not enforceabl e agai nst
them This unexplored territory offers a confusing backdrop and
al so counsel s caution

Anot her confusi on nust be put aside. Wen Veeck did his work,
the code was al ready available on the internet, albeit subject to
the ternms of its license. Veeck’s effort was to put the code on the
internet free of license. To accept Veeck’s contention would
invalidate the copyright on every nodel code except those in
inventory that had never been adopted by any governnental body.
Publ i shing adopted nodel codes as a set wth the list of
governnent al bodi es adopting them could be acconplished w thout
honoring the copyright because there would be no copyright.
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In sum the suggestion that SBCCl’s position asks this Court
to extend the reach of the copyright lawis exactly backwards. The
copyrights at issue here were concededly valid before the cities
adopted them as codes. The proper question is whether we should
invalidate an otherwise valid copyright as well as the solemm
contract between the governnental body and SBCClI. That aggressive
contention nmust find stronger legs than the rhetoric it cones
clothed in here. The contention cones with no constitutional or
statutory text, except its reliance upon the nerger doctrine, and
that is wordplay. This is federal common |aw adjudication. Its
hal | mark nust be case-by-case accretion and neasured decision
maki ng, even if the case-by-case explanation of the perm ssible
restraint upon the copying of an enacted code leads to the
conclusion that Veeck urges today—and | am not yet wlling to
enbrace—that invalidity of the copyright is the inevitable
consequence of code adoption. Rather, | conclude that Veeck
violated the explicit terns of the |icense he agreed to when he
copi ed nodel codes for the internet and posted them | decide no

nor e.
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WENER, GCircuit Judge, joined by KING Chief Judge, and
H GE NBOTHAM DAVI S, STEVWART, and DENN S, Crcuit Judges,
di ssenti ng:

Techni cal codes and standards have becone necessary,
pervasive, and indispensable ingredients of Twenty-First Century
life in this country; regrettably, today’s majority opinion has a
real potential of drastically changing the societal |andscape
through that opinion’s predictably deleterious effects on these
codes and standards, their authors, and the public and private
entities that daily use and depend on them Despite efforts to
clothe its ruling in classic copyright lingo —*“public domain,”
“fact/expression,” “nmerger” —— in holding for Veeck under the
discrete facts of this case, the majority had to (and did) adopt a
per serule that a single municipality’s enactnment of a copyrighted
nodel code into |aw by reference strips the work of all copyright
protection, ipso facto. Firmy believing that for this court to be
the first federal appellate court to go that far is inprudent, |
respectfully dissent.

.  FACTS AND PROCEEDI NGS

As the underlying facts are undisputed, | adopt the majority
opinion’s detailed recitation of the facts, supplenenting it with
the foll owi ng observati ons contained in the record. The technical
codes here at issue are not nere conpilations; rather they are
original, “fromscratch” creations by SBCCl which rightfully enjoy

copyright protection fromtheir inceptions. |In each of its codes,



SBCClI asserts a copyright under which it clains the exclusive right
to publish these codes or |license their reproduction and
publication. Despite its copyright, SBCCl ensures free access by
speci fying that once a governnental unit enacts such a nodel code
into law, copies nust be nade available for inspection by the
public in the enacting governnent’s offices. As a general
proposition, nenbers of the public may nmake or obtain copies of
portions of the adopted versions of SBCCl codes fromcity offices
or local libraries, or may purchase copies of the codes directly
from SBCCl and fromsone third-party sources, such as bookstores. 23
Several nunicipalities in North Texas have adopted SBCCl's
codes, including the towms of Anna and Savoy. Veeck avers that he
attenpted to obtain a copy of the building code of his honetown of
Deni son, Texas, after learning that it had adopted SBCCl’'s Mbde
Buil ding Code as its own. Failing to | ocate Denison’s building
code at | ocal bookstores or libraries, Veeck ordered copies of the
codes that SBCCI had produced. He ordered these copies in

electronic format directly from SBCCl.?* According to Veeck, he

2 As noted by the majority nenbers and nonnenbers are char ged
different prices for copies of the codes. For exanple, nenbers
wer e charged $48 for a copy of SBCCl’'s 1994 Standard Buil di ng Code,
for which nonmenbers were charged $72.

24 The record is not conpletely clear, but it appears that
Veeck made no attenpt to view or copy the codes in the Denison city
clerk’s office. Wen Veeck received the 1994 codes from SBCCl, he
realized that Denison had adopted the 1988 version of the building
codes. He posted the 1994 codes on his Internet site despite the
fact that they were not the sane as the version adopted by Deni son.
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| ater visited approximately twenty towns in North Texas, including
Anna and Savoy, in an effort to obtain copies of their |oca
bui | di ng codes, not all of which had been produced by SBCCI. Veeck
was not able to buy conplete copies at any of the towns that he
visited.? He apparently never attenpted to view or copy the SBCCI
codes in any city clerk’s or other nunicipal offices of the towns
that had enacted the codes by reference.

In contravention of the software |icense agreenent and
copyright notice included with the el ectronic version of the nodel
codes he purchased from SBCCl, Veeck failed to identify the codes
as the products of SBCCI when he posted them on his website
I nstead, he sinply (and inaccurately)? identified them as the
buil ding codes of Anna and Savoy, Texas. As detailed in the
majority opinion, the litigation ensuing from this conduct
culmnated with the grant of summary judgnent in favor of SBCCl on
its <clains for copyright infringenent. As Veeck cannot
legitimately find a safe haven in any of his affirmative defenses,

the district court’s order should have been affirned.

2 |t appears that in sone of the cities, the correct version
of the building code was not available at alternative |ocations.
For instance, Shernman, Texas, had adopted the 1997 version of the
bui Il ding code, but the local library had only the 1994 version on
hand.

26 Veeck did not include the enacting ordi nances of either
muni ci pality. Anna’s enacting statute, for exanple, includes
ordi nances resolving conflicts between the adopted SBCCl code and
previous city laws and also includes a clarification regarding
which city officials would be responsible for enforcing different
sections of the code.

39



1. ANALYSI S

A. Standard of Revi ew

This case is on appeal froma grant of a summary judgnent t hat
di sm ssed Veeck’s declaratory judgnent action and granted SBCCl’ s
request ed copyright infringenent and danages relief. W reviewthe
record de novo, applying the sane standard as the district court.?
B. Merits

1. Overview

Despite the efforts of Veeck (and of those am ci who support
hi m and of the en banc majority opinion) to paint this case as a
broad one with dire constitutional inplications, the question
before us is truly quite narrow. In fact, it is the mgjority
opi nion that creates drastic constitutional alterations by ruling
in Veeck’s favor, thereby inprovidently decreeing an absol ute and
inflexible rule, ill-suited for nodern realities. Conversely, had
we held for SBCCl, we would have remained well wthin the
precedential and persuasive boundaries of established copyright
| aw. My analysis is necessarily delimted by the particular,
undi sputed facts of the case: Veeck is a non-conmmercial, non-
educational, non-contractor, non-official, non-resident of either
Anna or Savoy, who purchased a copyrighted work, replete wth
war ni ngs about infringenent, and published that work virtually in

its entirety on the internet. Veeck published on his website the

27 NMorris v. Covan Wrld Wde Mving, Inc., 144 F.3d 377, 380
(5th Gir. 1998).
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entire substantive portion of the nodel building code that he
purchased from SBCCl, redacting only the identity of the code’'s
author (SBCCI) and the statenent that the code was copyright
protected, and inserting that they were the codes of Anna and
Savoy. Veeck’s only professed justification for infringing SBCCl's
copyrights was that two or nore small nunicipalities in northern
Texas —— of which Veeck was neither a resident nor otherw se
related to in any capacity, official or unofficial —had, at the
invitation of the code’s author, enacted the codes into |aw by
reference. Because he cannot, Veeck does not contend that Anna or
Savoy deni ed himaccess to their codes or that he (or anyone el se)

was unable to viewthe law to which the citizens of Anna and Savoy

are subject. Had Anna, Savoy, or SBCCI blocked the code’s
availability, | would be anong the first to recogni ze Veeck’s (and
anyone else’s) right of access to “THE law.” That, however, is

sinply not the case before us; this is not a free access case and
cannot be so cl assifi ed.

Under this narrow set of facts, Veeck prevails only because
the en banc mmpjority ruled favorably on at |east one of his
affirmati ve defenses, 2 wi t hout which, his publication of the codes
is indisputably an infringement of SBCCI’'s copyright. G ven

Veeck’ s gl obal re-publication of SBCCl's copyrighted nodel codes,

28 Veeck advanced defenses grounded in due process, public
domain, fair use, waiver, copyright msuse, nerger, and free
speech.
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his at-best renotely tangential relationship to the codes and ot her
| aws of Anna and Savoy, his inability to present evidence that he
was deni ed access to the towns’ codes by the towns or SBCCl, the
countervailing public policy concerns supporting copyright
protection, and the direction and intent of recent congressional
enact nents and appellate case |law, we should not have condoned
Veeck’s violation of SBCCl's copyright.

Reduced to its bare essentials, the mgjority’s holding in
favor of Veeck indisputably enacts the blanket, per se rule that

once a copyrighted work is enacted into |l aw by reference, it |oses

its entire copyright protection, ipso facto, regardless of the
nature of the author, the <character of +the work, or the
relationship of the copier to the work or to the governnental
subdi vi sion that enacted the work into | awthrough i ncorporation by
reference. Such an extrenely broad and i nfl exi ble rule propels the
majority’s holding far beyond the anbit of Congress’s enactnents,
the Suprene Court’s pronouncenents, and the opinions of other
appellate courts that have addressed sim/lar issues. Yet the
possibility of obtaining such an all-enconpassing ruling
constituted Veeck’s only hope of overcomng SBCCl’'s copyright
protection vis-a-vis an otherwise admtted infringer who is too
attenuated from anything that mght otherwi se excuse the
unaut hori zed copyi ng of these codes cumordi nances, such as a “need
to know' for purposes of conplying with one or nore provisions of
the codes. Veeck neets none of these criteria.
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2. Due Process/ Public Domain

a. Absence of Controlling Legal Authority

In the absence of an expressed pronouncenent fromeither the
Suprene Court or Congress,? our creation of an automatic rule
rendering the copyright of a nodel code nugatory per se when and if
it is enacted into law is unw se, inprudent, and far in excess of
our authority. Before such a work is enacted into |law, the
Copyright Act unquestionably affords copyright protection to its
aut hor; and Congress has given no indication that, on enactnent,
this protected status evanesces ipso facto as to the whol e uni verse
of potential copiers.®® As | discuss in greater detail below,

recent congressional enactnents and acconpanying federal agency

29 Cf. CCCInformation Services, Inc. v. Macl ean Hunt er Mar ket
Reports (CCQO), 44 F.3d 73-74 (2d Cir. 1994) (discussing whether the
Red Book, which was adopted by States as the | egal standard for car
val uations, passed into the public domain by virtue of its
reference into the | aw):

The [ public domain] argunent is that the public nmust have

free access to the content of the | aws that governit; if

a copyrighted work is incorporated into the |laws, the

public need for access to the content of the |aws

requires the elimnation of the copyright protection.

ﬁb'authoritv cited by CCC directly supports the district
court’s view[the viewthat the Red Book had passed into
the public domain].

W are not prepared to hold that a state’s reference to
a copyrighted work as a legal standard for val uation
results in loss of the copyright. (enphasis added).

0 Cf. County of Suffolk v. First Anerican Real Estate
Solutions, 261 F.3d 179, 193 (2d Cr. 2001) (“The determ nation
that no one may own a copyright in statutes and opi nions ari ses not
from a specific provision of the Copyright Act, but from a

‘judicial gloss’ on the Act.”) (citation omtted).
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policies strongly predict that, were Congress to address the issue
here presented, it would preserve the protection of SBCCl’s
copyright, at |east under circunstances |ike those we consider
t oday. !

As for the Suprenme Court, its nost anal ogous opi ni on, Banks

v. Manchester, falls markedly short of answering the question. 32
The Court grounded its century-and-one-quarter ol d Banks hol di ng —
that judicial opinions cannot be copyrighted —in the | ogic that,
as the product of judges who are paid from public coffers and
el ected or appointed for the sole purpose of interpreting and
applying the law, judicial opinions can never be copyrighted. 33
Thus Banks turns not on the nature of the work but on the nature of
t he author. By its own ternms, the Banks holding is obviously
limted to the work of taxpayer-paid public officials who produce
or interpret the law The mgjority’s stretching of Banks to the
facts of the instant case constitutes a clear overreaching that

finds no definitive support fromany controlling authority.

31 See, e.g., National Technology and Transfer Act of 1995,
P.L. 104-113, 8§ 12(d), 110 Stat. 783 (1996); OMB Circul ar A-119, 63
Fed. Reg. 8545, 8555 (Feb. 19, 1998).

32 Banks v. Manchester, 128 U.S. 244, 253 (1888) (holding
judicial opinions uncopyrightable because they are created by
judges paid fromthe public’ s coffers); see al so Wieaton v. Peters,
33 U.S. 591, 668 (1834) (sane).

3% This rationale is also applicable to statutes created by
| egislators paid by public funds.
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I n the absence of expressed congressi onal guidance or directly
controlling Suprene Court precedent, we were left to address —
prudentially —a w de-open and unresol ved question of copyri ght
law. Should the entirety of a privately confected and promul gat ed
nodel code, access to which has been denied to none, lose its

copyright protection i toto, against all the world, solely by

virtue of its enactnent into |l aw by reference? |f Congress or the
Suprene Court wi shes to strip totally the copyright protection
ot herwi se enjoyed by nodel codes as an automatic result of being
enacted into law, and to justify such emascul ati on by i nvoking the
doctrines of free speech, due process, nerger, or the like, that
woul d be their prerogative. Prudence demands, however, that so
|large a step beyond all established |egal boundaries should not
have been taken first by an internedi ate appellate court. |[|ndeed,
recent appellate case |law, congressional pronouncenents, and
federal agency actions, predict the dianetrically opposite result:
a discernable trend towards greater governnental adoption of
privately created codes with concomtant retention of copyright
protection, tenpered, of course, by express or inplied consent or
wai ver — or even fair use — for those officials, residents,
contractors, subcontractors, and design professionals who have a
need to view and copy portions of codes to conply with their
provi si ons.

b. Policy Analysis for Copyright Protection
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What Banks and ot her opi ni ons undeni abl y t each about assessi ng
the copyright protection of works |ike the codes here at issue is
that “[t]he question is one of public policy....”* Accordingly,
these decisions do not stand for the abstract and generic
proposition that all Jlaw qua law, regardless of its form
aut horship, or content, is automatically unprotected fair gane as
to all copiers, wthout distinction. Hence, courts are given the
wei ghty task of balancing, on the one hand, the policy concerns
that favor the constitutionally nmandated retention of copyright
protection for privately authored works and, on the ot her hand, the
policy concerns that would permt stripping the author of a
privately created work of copyright protection once that work is
enacted into |aw | do not dismss lightly the policy
consi derations supporting this latter concern. Yet, when properly
l[imted to the narrow set of facts before us, the scale of
countervailing policy considerations is tipped — slightly yet
undeni ably —in favor of enforcing SBCCl’'s copyright, vis-a-vis

Veeck and any others (but only they) who are identically situated.

34 Banks, 128 U.S. at 253; see also CCC, 44 F.3d at 68:
We reach this conclusion [reversing summary judgnent in
favor of a publisher who copied portions of appellant’s
used car valuations which were referenced by state
statutes] based on the need to bal ance the conflicts and
contradictions that pervade the | aw of copyright, and t he
need, where elenents of copyright law conflict, to
determne, as a policy judgnent, which of its commands
prevails over the other. (enphasis added).
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| begin with an assessnent of the policy consideration
supporting Veeck’'s position —nanely, the due process and public
domain concerns. As an initial matter, the type of due process
asserted by Veeck is nurky at best. He was not denied access to
the codes by either the towns or SBCCl (indeed, he has never
all eged that he even tried to attain access directly from either
town, or his honme forumfor that matter), and he was never charged
with or prosecuted for a code violation;3 therefore, his claim
cannot be based on procedural due process. And, inasmuch as
copyright is a federal law, no state action could deprive himof a
fundanental right that would trigger a substantive due process
claim Nei t her has Veeck pointed to any state actor who has
purportedly denied him due process. Yet despite his uninpeded
access to the law and the absence of state action, Veeck argues
anor phously that his due process rights sonehow allowhimfreely to
copy and publish otherw se copyright-protected codes once they are
enacted into | aw by reference.

| reiterate for enphasis that this would be an entirely
different case if Veeck’s (or anyone’s) access to the | aw had been
deni ed or obstructed; instead, we deal here only with Veeck’s bald
pronouncenment —now |l egitimated by the majority opi nion — that,

once a code is enacted into | aw, due process does not nerely afford

3% Shoul d sonme nmunicipality, or SBCCl, ever truly restrict the
public’s free access to the enacted codes, any def endant prosecuted
for violating sections of the building codes would surely prevail
on a due process defense.
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hi maccess, but al so gives hi munfettered copyi ng and di ssem nati on
rights.3 The majority’s acceptance of Veeck'’s position is truly
a novel extension of any prior judicial recognition of a due
process right. True enough, Veeck can copy and publish judicia
opi nions and statutes on his website with inpunity. He can do so,
however, not because of his due process rights, but rather because
——as judicial opinions and legislatively drafted statutes have
never enjoyed copyright protection, <could never enjoy such
protection, and are in the public domain fromthe nonent of their
i ncepti on —such works are entitled to no copyright protection or
restrictions.?

Logically then, the only possible support for Veeck’s due
process position is his wholly unsupported assertion that, by
virtue of their adoption into law by reference, the codes have

entered the public domain and are therefore denuded of al

copyright protection what soever, regardl ess of their content or the

identity of the author or other interested parties. According to

¢ Cf. Practi ce Managenent Information Corp. v. Anerican
Medi cal Association (Practice Managenent), 121 F.3d 516, 519 (9th
Cr. 1997) (in denying the Practice Managenent’s due process/public
domain argunent, the court noted “Practice Mnagenent is not a
potential user denied access to the CPT, but a putative copier
wi shing to share in AMA's statutory nonopoly. Practice Managenent
does not assert the AVA has restricted access to users or intends
to do so in the future.”).

37 Moreover, as further discussed infra, wi de, unrestricted
di ssem nation of opinions and statutes has no possible harnful
effects on the “creativity” of those who author judicial opinions
and statutes; their jobs and their conpensation have no nexus to
their creativity, and vice versa.
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Veeck —and now our en banc majority —sinply by virtue of their
adoption into law, SBCCl’'s nodel codes have becone “THE | aw’; and
as THE law, all THE people (not just those who nay be deened
met aphysically to have been the authors by virtue of their el ected
| egi sl atures’ acts of adoption) have an absolutely unfettered ri ght
to do whatever they please in the way of copying and publishing, in
total disregard of the author’s otherw se valid and enforceable
copyri ght.

Admttedly, the majority’s argunent finds rhetorical support

fromthe First Crcuit’s dictain Building Oficials & Code Adm n.

V. Code Technology, Inc. (BOCA), in which that court stated “[t] he
citizens are the authors of the law, and therefore its owners,
regardl ess of who actually drafts the provisions because the |aw
derives its authority from the consent of the public, expressed
t hrough the denocratic process.”* Undoubtedly, this netaphorica

concept of citizen authorship cum ownership has great synbolic,
“feel -good” appeal. The majority’s uncritical application of that
proposition to the instant case, however, naively treats all

mani festations of “THE law in our increasingly conplex society
monolithically and without differentiation. The Suprene Court took
no such position in Banks; in fact, Banks addresses only judicial

opi ni ons and ot her pronouncenents of the law created ab initio by

% BOCA, 628 F.2d 730, 734 (1st Cir. 1980).
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publically paid officials.®* Furthernore, although the synbolic
position advanced in BOCA's grandiloquent dicta ostensibly
contenplates a broad application for the proposition of citizen
aut horship and control, BOCA' s actual holding is very narrow and
unrelated to any such abstract nusings about the denocratic
process.

In fact, the BOCA court expressly avoided deciding whether
BOCA s nodel code retained its copyright after enactnent, noting
that “the rule denying copyright protection to judicial opinions

and statutes grew out of a nmuch different set of circunstances than

do these technical requl atory codes...."% Ther ef or e, t he

majority’s rote application of the lofty platitude of citizen
ownership of “THE | aw,” wi t hout exploring the distinctions between
different types of enactnents and the policy considerations
attendant on each, is far too sinplistic. Such an analysis is
i nconsistent with the thorough policy evaluations evidenced by
those courts that heretofore have deliberated on simlar copyright

i ssues. #

3% County of Suffolk v. First Anerican Real Estate Sol utions,
261 F.3d 179, 194 (2d Cr. 2001) (“Banks is properly read as
requiring a determnation whether the particular governnental
entity or enpl oyee has adequate i ncentive to create the work absent
copyright protections.”).

40 BOCA, 628 F.2d at 736 (enphasis added).

41 See Banks, 128 U.S. 244; County of Suffolk, 261 F.3d 179
(2d Cr. 2001); Practice Managenent, 121 F.3d 516 (9th Cr. 1997);
CCC, 44 F.3d 61 (2d Cir. 1994); BOCA, 628 F.2d 730 (1st Cr. 1980).
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The privately created nodel codes enacted into law in this
case are easily distinguishable fromjudicial opinions or statutes
in several inportant respects. First and nost obviously, nodel
codes are not created by elected or appointed officials paid from
public fisc, rendering inapt the nythical concept of <citizen
aut horship. Indeed, to the exact opposite, rather than producing
regul atory codes thensel ves, the officials elected as the citizens’
voi ce chose, on behalf of their constituents, not to head down the
| ong, expensive, and highly technical road of special code
drafting, opting instead to adopt, cost-free, codes authored by
private entities, because doing so is convenient, efficient, and
cost-effective.

Second, these narrow y focused codes are detail ed and conpl ex,
requiring technical expertise on the part of the author. Third,
they are of limted, highly specialized effect as to who has a real
interest and is actually affected, unlike judicial opinions and
statutes, which generally have broad if not universal application.

Finally, Congress itself has provided the strongest support
for the proposition that these privately created codes should be
treated differently than other |aws. Recogni zing that the
producti on of a conprehensive technical code requires a great deal
of research, |abor, tine, and expertise, Congress in the National
Technol ogy and Transfer Act of 1995 (the “NTTA’) expressly directs
that “Federal agencies and departnents shall use technical
standards that are devel oped or adopted by voluntary consensus
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standards bodies....”* The OMB, in its Crcular A-119, which was
desi gned to provi de gui dance to federal agencies in the wake of the
NTTA, requires that “[i]f a voluntary standard is used and

published in an agency docunent, your agency nust observe and

protect the rights of the copyright holder and any other simlar

obligations.”* These pronouncenents by Congress and the OVB

strongly evince arecognitionthat the privately created regul atory

42 National Technol ogy and Transfer Act of 1995, P.L. 104-113,
§ 12(d), 110 Stat. 783 (1996). | note that although the NITA and
the OMB Crcular address the policy of using privately created
standards and retai ning copyright protection for those standards,

they are still wholly applicable to the analysis of privately
created codes. Rat her than a substantive, neaningful |egal
distinction, Congress’'s and the OW' s references to “standards”
rather than “codes,” in all likelihood reflects the difference

bet ween federal and | ocal | awmaki ng. Federal |aw, because it does
not govern the safety and building ordinances of states or
muni ci palities, generally addresses national standards instead of
specific safety and building requirenents enbodied in a code. 1In
subst ance, though, technical codes are “standards;” for purposes of
today’s decision, those terns are synonynous. The majority’s
purported distinction between standards and codes is far too narrow
to decide the instant case on those grounds —it is a paradigmatic
exanpl e of a distinction without a difference. The sane principles
that apply to the analysis of privately created standards apply to
privately created codes —both deal with the protection afforded
to privately organi zed and aut hored col | ecti ons of hyper-techni cal

data for use in a specialized segnent of today’ s conplex society
that benefits fromuniformty in those data. This understanding is
supported both by appellate case |law and evidenced by the
standards-creating bodies filing amcus briefs in support of
SBCCl ' s position. See Practice Managenent, 121 F.3d at 518-19 (“As
the AMA points out, invalidating its copyright on the ground that
the CPT entered the public domain when HCFA required its use would
expose copyrights on a wde range of privately authored nodel

codes, standards, and reference works to invalidation.”) (enphasis
added); see also amcus filed by, inter alia, Anerican Nationa

Standards Institute in support of SBCC

4% OwB Circular A-119, 63 Fed. Reg. 8545, 8555 (Feb. 19
1998) (enphasi s added).
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codes and standards differ greatly fromeither judicial opinions or
a statutes. Technical codes are i ndi spensabl e resources in today’'s
i ncreasingly conpl ex, hi gh-tech society, and they deserve
aut horship protections not afforded to other types of “THE | aw.”
The First Crcuit’s overbroad dicta in BOCA was announced in
1980, well before the advent of the internet and well before the
announcenent of the federal governnent’s legislated policy
directing the adoption of privately created codes to serve the
principles of efficiency and econom c conpetition.*  Mreover,
recent appellate case |aw supports the recognition of the clear
di fferences between, on the one hand, privately devel oped st andards
that are adopted into |l aw by reference and, on the other hand, |aw

created by legislators and judges.?* Thus, the majority’s

4 | d. at 8554:
The use of such standards, whenever practicable and
appropriate is intended to achieve the foll ow ng goals:
a. Elimnate the cost to the Governnent of
developing its own standards and decrease the
cost of goods procured and the burden of
conplying with agency regul ati on.

b. Provide incentives and opportunities to
establish standards that serve national needs.
C. Encour age | ong-term grow h for u. S.

enterprises and pronote efficiency and
econom ¢ conpetition through harnonization
[uniformty] of standards.

d. Further the policy of reliance upon the
private sector to supply Governnent needs for
goods and services. (enphasis added)

45 See County of Suffolk v. First Anerican Real Estate
Solutions, 261 F.3d 179 (2d G r. 2001) (devel oping a two-pronged
econom c incentive/public need test to determ ne whet her tax nmaps
devel oped by the County of Suffolk were in the public domain from
i nception and therefore stripped of copyright protection; citing
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superficially appealing contention that froma policy perspective,

“THE people” may do as they please with “THE |law’ rests on the
flawed foundation that “THE |l aw,” irrespective of whether it be in
the formof opinions, statutes, or regul atory standards or codes —
and irrespective of by whom it is “nmade” — should be treated
i dentically. Modern realities and case |law directly contradict

this sinplistic abstraction: The policy considerations that dictate
unlimted and unrestricted publishing of judicial opinions and
statutes sinply do not appertain here.

The policy concerns supporting the retention of at |east sone
copyright protection for SBCCl are nore persuasive and probative.
First and nost inportantly, unlike judges and | egislators who are
paid frompublic funds to issue opinions and draft laws, SBCCl is
a private sector, not-for-profit organization which relies for its
exi stence and conti nui ng services, insignificant part, on revenues

fromthe sale of its nodel codes.* The necessity of maintaining

Practi ce Managenent and t he panel opinion in Veeck, deciding that,
as a matter of law, the county’s tax nmaps were not in the public
domai n); Practice Managenent, 121 F.3d 516, cert. denied, 522 U. S.
933, opinion anended by 133 F. 3d 1140 (finding that the American
Medi cal Association did not | ose the right to enforce its copyright
when use of its pronmulgated coding system was required by
governnent reqgulations); CCC, 44 F.3d 61, cert. denied, 516 U S.
817 (upholding copyright of privately prepared listing of
aut onobi | e val ues that states required i nsurance conpani es to use);
see also 1 Melville B. Nmrer & David N mrer, N nmer on Copyri ght
8 5.06[C], at 5-91 (2000) (“It is questionable whether [the due
process clause] justifies the denial of copyright to a private
person or group who produces such a nodel code.”).

4 Approxi mately one-third, or $3 mllion, of SBCCl's annual
$9 mllion dollar revenue is generated by sales of nodel codes to

54



the econom c incentive of copyright protection for these private
entities pronpted the Ninth Crcuit to rule in favor of the AMA's
retention of its copyright in the Physician’s Current Procedures
Term nol ogy (“CPT”) despite a federal agency’s adoption of the CPT:

The copyright systems goal of pronoting the arts and
sci ences by granting t enporary nmonopol i es to
copyrightholders was not at stake in Banks because
judges’ salaries provided adequate incentive to wite
opi ni ons. In contrast, copyrightability of the CPT
provides the economc incentive for the AMA to produce
and maintain the CPT. “To vitiate copyright, in such
circunstances, could, wthout adequate justification,
prove destructive of the copyright interest, in
encouraging creativity,” a mtter of particul ar
significance in this context because of “the increasing
trend toward state and federal adoptions of node

codes. " ¥

This approach is also consistent with the Second Circuit’s two

pronged test in County of Suffolk for determ ning whether a work
may be deened to be in the public domain: “(1) whether the entity
or individual who created the work needs an econom c incentive to
create or has a proprietary interest in creating the work and (2)
whet her the public needs notice of this particular work to have
notice of the law " Here, wthout the ability to control

unrestricted gratuitous dissemnation of its nodel codes, SBCC

contractors and other interested parties. The remaining revenue is
mai nly derived fromthe annual fees of voluntary nenbers and nenber
or gani zati ons. Vol untary nenbers include scholars, builders,
contractors, and governnental entities that have adopted the code.

47 Practice Managenent, 121 F.3d at 518 (quoting 1 N mmer on
Copyright 8 5.06[C], at 5-92 (1996)) (enphasi s added).

48 County of Suffolk, 261 F.3d at 194.
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woul d | ose significant revenue, in turn substantially inpinging on
the financial incentive and ability to continue creating and
revising its nodel codes, absent sone alternative source of funds.

The inportance of affording organizations |ike SBCC
protection fromattenuated third parties |ike Veeck — even when
notives are pure and unfair financial conpetition is not the goal
——1is best underscored by verbalizing the natural consequence of
reducing the revenues, and thus the creative incentives, for
organi zations |ike SBCCI. Wthout private code-creating entities,
our smaller towns —and even sone of our larger cities, states,
and agenci es of the federal governnment —woul d be forced to aut hor
their own regul atory codes. Such a task would inefficiently expend
the tinme and resources of the legislative and executive bodi es of
these governnental entities, not to nention the question of
avail able expertise. To create codes of appropriate detail,
accuracy, and i nformation, governnental bodi es woul d have to enli st
the aid of technical experts, undoubtedly at considerable cost.
Finally, causing nmunicipalities, states, and the federal agencies
to engage in this activity could lead to i nnunerabl e vari ati ons of

any given code, thereby undermning uniformty and, withit, safety

4 W note here that the second prong of the County of Suffolk
test is no barrier. As stated above, although the codes are
necessary for a citizen to have proper notice of the building code
regul ati ons of Anna and Savoy, no allegations have been made here
t o suggest that Veeck was deni ed notice or access to the codes. W
stress that the right of unlimted republicationis a far cry from
the rights of access to and notice of the | aw
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and efficiency. For small towns |i ke Anna and Savoy, such a result
could be even nore detrinental, as their limted resources well
m ght be insufficient to absorb the costs of creating their own
codes. Utimtely, taxpayers would end up paying for a service
that is currently provided efficiently, expertly, and at no expense
to them

| hasten to add that, for ny analysis to have force, SBCC
need not be put conpletely out of business. Continued nmaintenance
of a revenue source from sales of codes to individual owners,
architects, engi neers, material s suppliers, bui | ders and
contractors as well as libraries and other nore attenuated
purchasers, all of whom buy copies of the codes directly from
SBCCl, serves another public interest. | refer to the continuation
of SBCCl’s independence fromthe self interest of its dues-paying
menbers, who otherwise mght be in a position to command nore
i nfluence were SBCClI forced to obtain too great a share of its
revenue fromsuch supporters. Cearly, SBCCl’'s receipts fromsal es
of the codes substantially reduces the potential for greater
dependence on its nenbership, presumably allow ng SBCCl to operate
W t hout becomng entirely beholden for its existence to self-
interested entities.

Finally, denying the Veecks of the world wunrestricted
republication and di ssem nation ri ghts does not obstruct reasonabl e
and necessary usage of and conpliance with the adopted codes. |
remain confident that the copyright doctrines of fair use and
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inplied license or waiver are nore than adequate to preserve the
ability of residents and construction industry participants to copy
any portions of the code that they want or need to view. The fair
use doctrine woul d al so protect the use of the code, or portions of
the code, as a teaching tool and would all ow experts, |awers, and
judges freely to cite the code in their briefs or opinions wthout
infringing SBCCl’s copyright. These existing internal safeguards
in copyright Iaw show up the majority’s dire predictions for the
unreal stic hyperbole that they are.

It is inportant to keep in mnd the record reality that
neither Anna and Savoy thenselves, nor builders, contractors,
design professionals, or residents of Anna or Savoy, have
conpl ai ned of deni ed access to the codes or being hanpered in their
efforts to use, copy, or conply with the codes in a mnner
consistent wth copyright |aw Thus, the well-established
doctrines of inplied license and fair use preserve the public
interest by allow ng copyright protection to co-exist peacefully
with all conveni ent and necessary use of the nobdel codes.

In sum Veeck has no real support for his infringenent, being
relegated to his abstract solipsismthat due process i nmuni zes any
republication of the SBCCl’'s nodel codes once they are enacted into
| aw by reference. This court’s en banc mgjority hol ding today
i gnores case lawfromthe Suprene Court and ot her appell ate courts,
whi ch have instructed us that our conclusion here cannot be based
on absol ute or generic pronouncenents regarding the nature of THE
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|aw. Instead we should reach our conclusion only after a careful
wei ghi ng of the policy considerations of due process and copyri ght
law in the unique framework of the particular facts of each case.
Moreover, to the extent that recent congressional enactnents and
federal agency policies give guidance, they indicate that SBCCl's
copyright protections should be respected despite adoption of its
codes into | aw.

Summarizing all pertinent factors — (1) the |lack of
controlling precedent fromthe Suprenme Court or specific guidance
from Congress on the issue, (2) federal |aw and federal agency
policy encouraging the adoption of nodel codes and increasing the
trend toward federal and state adoption of nodel codes, (3) the
pal pabl e distinction between the nobdel codes at issue here and
judicial opinions or |legislative enactnents, (4) case | aw from our
fellowcircuits that supports the retention of copyright protection
even after adoption by reference into law, (5) the conpl ete absence
of any denial of access, (6) the truismthat neither due process
nor the netaphorical concept of citizen ownership of the |aw
mandates totally unrestricted publication of adopted nodel codes,
(7) SBCCl's identity as a private not-for-profit conpany which
unli ke courts and |egislatures, needs self-generated financial
resources to continue independently creating and nodifying its
codes, (8) the know edge that governnental obtain, free of cost,
accurate, efficient and uniform regul atory codes which otherw se
woul d be tinme-consum ng and expensive (if not inpossible in many
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i nstances) to develop in SBCCl’'s absence, and (9) the confort that
all reasonabl e and necessary use, copying, and republication by
buil ding owners, builders, contractors, design professionals,
teachers, lawers, as well as citizens and officials of the towns
thenselves, is assured protection by the fair use and inplied
i cense doctrines —convinces ne that the public policy scale is
tipped in favor of enforcing SBCCl’'s copyright protection agai nst
Veeck, who has never been denied access to the codes of Anna and
Savoy and al nost certainly never will be (but, if he ever is, he
has alternative renedi ati on avail abl e).

Finding that, on bal ance, these policy considerations favor
SBCCl, | would conclude as a matter of |law that, despite being
adopted into law, SBCCl's codes are not in the public domain, and
t hat Veeck’s due process rights cannot be stretched far enough to
permt his conpletely unrestricted copying and dissem nation of
SBCCl ' s codes. Veeck’s other statutory and constitutional defenses
simlarly fail.

3. The |l deal/ Expressi on Di chotony and Merger

Veeck insists (and nowa majority of the active judges of this
court agree) that the nodel codes |ose their copyright protection
by virtue of the idea/expression (or fact/expression) dichotony in

copyright law %® Veeck’s basic contention is that when a nodel code

0 17 U.S.C. § 102(b):

I n no case does copyright protection for an origi nal work
of authorship extend to an idea, procedure, process,
system nethod of operation, concept, principle, or
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is enacted into | aw by bei ng adopted by reference, it automatically
met anor phoses from “expression” to energe as an “idea” —and t hat
as an idea, it cannot be protected.® Relatedly, he contends that
the doctrine of “nerger” applies to nullify protection for
expressions of an idea any tine that there are only one or a very
limted nunber of ways to express a given idea.® The cornerstone
of both argunents is the definition of “idea” in the context of a
nodel code that has been enacted by reference.

a. Defining “Idea”

Veeck’ s argunent fails because it m sapprehends and m sappl i es

the “idea” concept in copyright law. “ldea” in copyright lawis a

di scovery, regardless of the form in which it is

descri bed, explained, illustrated, or enbodied in such

wor K.

see al so Feist Publications, Inc. v. Rural Tel. Serv. Co., 499
U.S. 340, 349 (1991) (“[Clopyright | aw assures authors the right to
their original expression, but encourages others to build freely
upon the i deas and i nformati on conveyed by a work. This principle,
known as the i deal/ expression or fact/expression dichotony, applies
to all works of authorship.”)

51 Mason v. Montgonery Data, Inc. 967 F.2d 135, 138 (5th Cr
1992) (“Thus, while a copyright bars others from copying an
author’s original expression of an idea, it does not bar themfrom
using the idea itself.”) (enphasis in original)

2 |d. at 138:

I n some cases, however, it is sodifficult to distinguish
between an idea and its expression that the two are said
to nerge. Thus, when there is essentially only one way
to express an i dea, “copying the ‘expression’ will not be
barred, since protecting the ‘expression’ in such
ci rcunst ances woul d confer a nonopoly of the ‘idea’ upon
the copyright ower free of the <conditions and
limtations inposed by the patent law” (citations
omtted).
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termof art which does not track its everyday, dictionary neaning.
What constitutes an “idea” in the |exicon of copyright |aw cannot
be determ ned by enpirically anal yzing a given fact situation until
the nascent dividing line between the “idea” and its “expression”
finally crystallizes; indeed, just the reverse is true. Case |aw
reveals that identification of the “idea” in a work is not the
starting point but the result of a judicial exercise that in turn
i s highly dependent on the precise factual situation being tested.
Therefore, designation of the enacted code as an idea vel nonis a

| egal conclusion to be reached by a court, not an initial factual

finding to be gleaned intuitively. That determnation of idea is

not ant ecedent to a policy determnation regarding the

“copyrightability” of the code; to the contrary, it is the | ogical

8 1d. (“A court’s decision whether to apply the nerger
doctrine often depends on how it defines the author’s idea. For
this reason, in defining the idea the courts should be guided by
‘the bal ance between conpetition and protection reflected in the
patent and copyright laws.’”)(citations omtted); Peter Pan
Fabrics, Inc. v. Martin Wener Corp., 274 F.2d 487, 489 (2d Gr.
1960) (L. Hand, J.)(discussing what the court terned as “verba
works,” the court stated “[T]here can be no copyright in the
‘ideas’ disclosed but only in their ‘expression.’” C(Gbviously, no
principle can be stated as to when an imtator has gone beyond
copying the ‘idea,’ and has borrowed its ‘expression.’ Decisions
must therefore inevitably be ad hoc.”); see also N mmer on
Copyright 8 13.03[B][2][a] at 13-60 (“Merely stating the rule [17
US C 8 102(b)], however, does not make any easier the task of
drawing the line between where the idea ends and expression
begins.”).
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end- pr oduct reached after conpeting concerns are weighed

judicially.>

Courts frequently nust decide how and at what |evel to draw
the juridical line between idea and expression for copyright
pur poses. Judge Learned Hand, applying the ideal/expression
di chotony to determne if one author’s play infringed the work of
anot her playwight, remarked:

Upon any work, and especially upon a play, a

great nunber of patterns of increasing
generality will fit equally well, as nore and
nore of the incident is left out. The | ast

may perhaps be no nore than the nost general
statenent of what the play is about, and at
times mght consist only of its title; but

there is a point in this series of
abstractions where they are no |onger
protected, since otherwse the playwight
could prevent the use of his ‘ideas,’” to

which, apart from their expression, his

property never extended. Nobody has ever been

able to fix that boundary, and nobody ever

can. %
Qur task in this case shoul d have been to deci de whet her the “i dea”
enbodied in the code is defined, at one extrene of the continuum

as the entire code itself inits tangible form or if instead the

# Cf. Ninmrer on Copyright 8§ 1.10[B]J[2] at 1-78 (“On the
whol e, therefore, it appears that the idea-expression line
represents an acceptable balance as between copyright and free
speech interests”) (citing United Video, Inc. v. F.C C, 890 F. 2d
1173, 1191 (D.C. Cir. 1989)).

% Nichols v. Universal Pictures Corp., 45 F.2d 119, 121 (2d
Cr. 1930). Comrentators and courts have | abeled this as Judge
Hand' s “abstractions test.”
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“idea” is defined at a nore renoved and abstract |evel further
al ong that continuum

My foregoi ng anal ysi s has al ready denonstrated that the policy
considerations weigh in favor of granting SBCClI protection agai nst
Veeck and other copiers and republishers identically situated
Havi ng | aboriously arrived at this conclusion, and accepting that
a building code can be expressed in nyriad ways, | am convinced
that the code in its tangible entirety is not the unprotected
“idea” in this situation.®* None question that this is true for
codes that have not been enacted globally into | aw by reference,

and not hing of which | amaware can nmagi cal |l y change the expression

that is the copyrighted code into a copyright idea by the sinple
act of adoption as a body of law. Today | need not, and therefore
do not, attenpt to answer the question of exactly where to drawthe
line and define the idea presented here. It suffices that the idea
at issue in the code is substantially nore abstract than the
physical entirety of the code itself; so as a matter of law, the
code as a unitary whole is not an “idea” to be denied copyright
protection absolutely, but rather is one anong a significant nunber

of possible “expressions.”

b. Merger
% In doing so, | acknow edge that specific portions and

di screte facts within the code could be considered facts or i deas,
and t herefore unprotectable.
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Li bertarian advocates of freedom from essentially all
copyright protection attenpt to find a safe harbor in the nerger
doctrine as a last resort when they do not prevail on the
i dea/ expressi on dichotony. The nerger doctrine, however, is a
limted exception in copyright law, intended to shelter only those
rare cases in which the “idea” is susceptible of nore than one

expression, but the nunber of possible expressions is sofinite and

smal|l as to have effectively “nerged” with the idea.® Simlar to
the general m sconception of the ideal/expression dichotony, the
w dely m sunderstood nerger doctrine also depends on the | evel of
abstraction at which the court defines the “idea” that is alleged
to have nerged with its expression.?>8

Again, Veeck can find no inmmunity in the nerger doctrine
because there exists a plethora of ways to express a buil di ng code,
thereby making the nerger doctrine inapplicable. Al t hough sone
anong the many highly specific, technical, and detail ed provisions

within a building code m ght be susceptible of being expressed in

only one or a handful of ways —and t hus concei vably be subject to
merger —a total, unitary building code, in globo, nmay be witten,
organi zed, and presented in any one of innunerable forns. Al |

concede that many code-drafting organi zations |i ke SBCCl exist and

that they are constantly creating conpeting versions of topica

57 See generally CCC, 44 F.3d at 68; N nmer on Copyright 8§
13.03[B][3] at 13-68 - 13-73.

58  See supra note 37.
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codes; yet each is expressed differently — and each is
copyrighted. As there exist considerably nore than a tiny, finite
nunber of ways to express a building code, the nerger doctrine is
i napplicabl e and thus unavail able to i nsul ate Veeck’ s i nfri ngenent
from copyright protection.

4. O her Affirmative Defenses to Copyright |Infringenment

Veeck also contends that even if the codes are not in the
publ i c domai n and cannot be cl assified as “ideas,” his code copying
and di ssem nation activities are protected by the doctrines of free
speech, mnmisuse, waiver, and fair use under copyright law % |
address each of these contentions in turn.

a. Fr ee Speech

None cont ends that SBCClI nmade any attenpt to use its copyright
to block or interfere with the public’'s access to the nunicipa

codes of Anna and Savoy, Texas. In Schnapper v. Foley, the

District of Colunmbia Circuit held that the First Anendment does not
require the voiding of a copyright, even in a governnent-
comm ssi oned wor k, absent evi dence that access to the work had been

deni ed. 9°

% Another defense, inplied license, was raised by am cus
curi ae Associ ation of Anmerican Physicians & Surgeons, Inc., but was
not addressed by either party in the district court or on appeal.
Hence, | do not address it. See Christopher M v. Corpus Christi
| ndep. Sch. Dist., 933 F.2d 1285, 1292 (5th Gr. 1991).

60 667 F.2d 102, 115-16 (D.C. GCr. 1981).
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Dealing only with the record facts, | find that Veeck’s Free
Speech defense is further weakened by what he did not do: He did
not first obtain copies of the codes of these two cities and then
publish themon the Internet. |Instead, he purchased directly from
SBCCl a copy of all its 1994 Standard Codes, which arrived bearing
a copyright notice and a |license agreenent. 1Ignoring these, Veeck
copi ed that set onto his conputer and posted it on his own website,
identifying it as containing the municipal codes of the two towns
but without advising the identity of the author or the fact of
copyright. That which Veeck did and that which he did not do are
inherently different: Wat he did not do cones closer to an
interested party's fair use of his local building code;® what he
did exenplifies a purchaser who assunes the risk of actively
di sregarding the intell ectual property rights held and announced by
t he aut hor/supplier of a comercial product.

Factually, in enforcing its copyright in its nodel codes,
SBCCl sinply is not stifling access to, or speech about, THE | aw.
SBCCl has not violated the First Anendnent vis-a-vis Veeck.

b. Msuse

The equity-based defense of copyright m suse, which prevents
a cul pabl e author fromprevailing in an action for the infringenent
of a m sused copyright, “‘forbids the [copyright hol der’s] use of

the copyright to secure an exclusive right or |imted nonopoly not

61 Veeck’'s fair use defense is discussed further infra.
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granted by the Copyright Ofice and which is contrary to public

policy to grant.’”% |n Practice Managenent, the Ninth Circuit

concluded that the Anmerican Medical Association msused its
copyright when it licensed its coding systemto the Health Care
Fi nanci ng Adm ni strati on. The copyright msuse was the AMA's
inposition of a condition on its grant of a license that the
| i censee- agency agree not to use any conpeting system® Veeck, in
contrast, has raised no genuine issue of material fact regarding
any purported msuse by SBCCl of its copyright. The sunmmary
judgnent record is devoid of evidence that the organization
mandates the exclusive use of its codes or any other of its
services as a condition of a governnental subdivision's adopting
one of the codes. There is thus no record evidence of facts
constituting msuse that in turn would prevent enforcenent of
SBCCl ' s copyri ght.

c. \Waiver

Nei ther can Veeck prevail on his assertion that SBCCl
expressly or inpliedly waives its entitlenent to copyright
protection vis-a-vis the whole world when it successfully
encourages nmunicipalities to adopt its codes by reference. I

readily concede that a copyright can be waived by the author’s

62 DSC Communi cations Corp. v. DA Techs., Inc., 81 F. 3d 597,
601 (5th Cr. 1996) (quoting Laserconb Am, Inc. v. Reynolds, 911
F.2d 970, 977 (4th Cr. 1990)).

63 Practice Managenent, 121 F.3d at 520.
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i naction.® Here, however, SBCCl expressly reserved its copyright
in the codes. The district court found undi sputed the fact that
the materials Veeck received from SBCClI “contai ned the copyright
expressions of the Defendant.” Having concluded that SBCCl’s codes
are not in the public domain and that due process does not require
suppression of SBCCl's copyright, | am convinced that the
organi zation has done nothing to waive copyright protection
expressly.

Copyright also may be waived inplicitly by virtue of a
particular act, even if waiver was neither explicit nor the
intended result.® Veeck’s argunent in this regard is that by
encouraging the towns to adopt the codes, SBCCl inpliedly waived
its copyright protection. This presupposes that wai ver nust be an
“all or nothing” proposition, and thus cannot be inplicit as to
sone parties, such as the adopting nunicipalities, wthout | oosing
its effectiveness altogether, even unto strangers |ike Veeck.
Except for his bald assertion, however, Veeck presents no viable

support for his waiver proposition. Mor eover, when properly

anal yzed, his argunent is nothing nore than a thinly disguised

64 See, e.q., Sherrod v. Anerican Airlines, 132 F.3d 1112,
1119 n.5 (5th Gr. 1998).

6 See, e.qg., Norma Ribbon & Trinmming, Inc. v. Little, 51 F. 3d
45, 48 (5th Cr. 1995) (“Therefore, even if it be assuned that the
ri bbon flowers were copyrightable, the Littles through inadequate
noti ce have nmade them part of the public domain, and Norma Ri bbon
was free to copy them?”).
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reformul ati on of his due process/ public domai n argunent —nanel vy,
that the nere fact of adoption automatically and totally vitiated
SBCCl ' s copyright and superceded SBCCl's contractual protection as
agai nst all coners.

As fully explicated above, ny anal ysis reaches the concl usion
that, as a matter of law, SBCCl’'s codes are not in the public
domain and that they retain their copyright protection against
Veeck and others thus situated. | observe that the district court
al so concluded that the fact that SBCCI had given the North
Carolina Building Inspectors Association perm ssion to publish on
the Internet that state’s buil ding codes, which are nodel ed on the
SBCCl codes, does not constitute universal waiver. As the district
court noted, “[c]ountless entities provide free access to materials
on the Internet and still retain enforcenent of their copyrights.”

d. Fair Use

Finally, Veeck argues that his posting of SBCCl's copyrighted
material on the Internet constituted a “fair use.” Congress has
excepted frominfringenent of copyrighted materials such specified
uses as news reporting, teaching, and research. Courts are
instructed to consider four factors when deciding whether a
particul ar use of copyrighted nmaterial is a “fair use”:

(1) the purpose and character of the use, including

whet her such use is of a comercial nature or is for

nonprofit educational purposes;
(2) the nature of the copyrighted work;

66 See 17 U.S.C. § 107 (2000).
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(3) the anpbunt and substantiality of the portion used in

relation to the copyrighted work as a whol e; and

(4) the effect of the use upon the potential market for

or value of the copyrighted work. ¢’
When, as with Veeck’s infringing activity here, the use of a
copyrighted work is noncommercial, the ability to defeat an
infringer’'s affirmati ve defense of fair use requires “proof either
that the particular use is harnful, or that if it should becone
w despread, it would adversely affect the potential market for the
copyri ghted work. "8

The key question under the “purpose and character” prong is
whet her the alleged infringer’'s product “nerely supersedes the
obj ects of the original creation or instead adds sonething neww th
a further purpose or different character, altering the first with
new expression, neaning, or nessage. In other words, it asks
whet her and to what extent the new work is ‘transformative.’”®°
Veeck’ s posting of the codes on his website was not of a comrerci al

nature or for nonprofit educational purposes. Neither did his

actions in this case have any transformative effect on the original

work. @ |In fact, there is neither an apparent nor announced pur pose

67 1d.; see also Canpbell v. Acuff-Rose Music, Inc., 510 U. S.
569, 577 (1994).

68  Sony Corp. Vv. Universal Cty Studios, 464 U. S. 417, 451
(1984) .

69 Canpbell v. Acuff-Rose Misic Inc., 510 U S at 579
(citations omtted) (internal quotations omtted).

" |n Canpbell v. Acuff-Rose Music, while evaluating a fair
use defense, the Suprene Court discussed the degree to which a
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behi nd Veeck’ s whol esal e copyi ng except that he chose to do so and
believes, enpirically, that he has the unfettered right to do so.
He presents no affidavits or other sunmmary judgnent evidence to
suggest that the townsfolk of Anna and Savoy or contractors,
bui |l ders, or other interested parties, would not have access to the
codes w thout Veeck’ s intervention.

The nature of the copyrighted work constitutes the second
prong of the fair use analysis. The work at issue is an original
techni cal code produced by a non-profit organi zation to encourage
uniformty, safety, and econony in a technical area for the benefit
of an increasingly conplex society. Wthin the four-pronged
jurisprudential test for fair use, Veeck’s position finds its only
viabl e support in this one factor. Al t hough the code is an
original work requiring creativity onthe part of SBCCl, it is also
an i nformati onal and functional work. This fact broadens the scope
of the fair use defense.” |In addition, the copyrighted work in
this case is part of the regulatory codes of Anna and Savoy.
Al though this factor lends a nodicum of support to Veeck's

position, it (1) must be considered in light of all the other

parodi st’s work transfornms a copyrighted original. See 510 U.S. at
579. There, the parodist was the one naking the transformation.
In contrast, Veeck admts that he did nothing nore than copy
SBCCl ' s npdel codes verbatim he did not transform them through
parody or otherw se. Therefore, Veeck’s argunent that the adoption
by reference of SBCCl's <codes by Anna and Savoy were
“transformati ve” events does not find a honme in Canpbell.

T4 N mrer on Copyright 8 13.05[A][2][a] (citing D anond v.

Am Law Corp., 745 F.2d 142 (2d Cir. 1984)).
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factors, and (2) is not as significant as the others in the fair
use determ nation. "

The third fair use factor — anpbunt and substantiality of
portion used vis-a-vis copyrighted work as a whole — weighs
heavi |l y agai nst Veeck. He published verbatim the entire set of
codes obtained from SBCCl . Even though total copying does not
automatically defeat a fair use defense, and partial copying does
not automatically wvalidate 1it, the general rule 1is that
reproduction of an entire work constitutes an unfair wuse.”
Mor eover, the codes copied here were not, literally speaking, “the”
codes of Anna and Savoy: Even though the towns’ ordi nances adopted
the nodel codes that Veeck copied, the enacting ordi nances al so
contained nodifications and clarifications not found in the
ver bati mversions of the SBCClI codes posted by Veeck

Fourth, Veeck’s use could have a substantially detrinenta
ef fect on the market for the copyrighted work. |In considering this
factor, we nust assess the consequences of w de-spread conduct

simlar to Veeck's, not just his alone.”™ There is no genuine

2 |d. (citing Canpbell v. Acuff-Rose Misic Inc., 510 U.S.
at 586; Robinson v. Random House, Inc., 877 F.Supp. 830, 841
(S.D.N.Y. 1995)).

" Infinity Broadcast Corp. v. Kirkwood, 150 F.3d 104, 109 (2d
Cir. 1998).

4 Canpbell v. Acuff-Rose Misic lInc., 510 U S. at 590
(consideration of the fourth factor “requires the court to consider
not only the extent of the market harm caused by the particular
actions of the alleged infringer, but also ‘whether unrestricted
and w de- spread conduct of the sort engaged i n by the def endant
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di spute, based on the sunmary judgnent record, “that sone

neani ngful |ikelihood of future harmexists.”’” Veeck’s posting of
the codes on the Internet could prove harnful by depressing the
price and reducing SBCCl's market, thus depriving it of inconme used
inits socially valuable efforts of confecting, promulgating, and
revising nodel codes. Veeck’s non-commercial, free publication of
the codes exacerbates the detrinmental effect on the potential
market: By furnishing the codes entirely free of charge, he could
effectively destroy the market rather than sinply creating
conpetition and price suppression. Wen viewed in this light, the
free promulgation of a work is seen to be potentially nore
financially deleterious than is comercial piracy or cut-rate
conpetitive availability. Currently, the sale of the copyrighted
codes to builders, contractors, design professionals, and other
interested parties (1) accounts for one-third of SBCClI’s incone,
(2) provides incentive for SBCCl to stay in business so that snal

gover nnent al subdi visions, |ike the ones at issue in this case, can
obtain the benefits of a pre-crafted technical code, (3) fosters
uniformty, and (4) provides sone neasure of independence to SBCCl
fromits nenbers by hol di ng down the extent of SBCCl’s reliance on

menber shi p dues and assessnents.

would result in a substantially adverse inpact on the potentia
market’ for the original.”) (quoting 4 N nmer on Copyright 8§
13.05[ Al [4]).

> Sony Corp., 464 U S. at 451 (enphasis added).
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The situation presented in this case is not one of nere
copyi ng of the codes for personal use, or of Veeck' s asking SBCCl
for permssion to post the codes on the web and havi ng perm ssion
deni ed. As Veeck copied SBCCl's nodel code verbatim the fair-use
cal cul us wei ghs heavily against him Veeck’s total copying and
promul gation of SBCCl’'s nodel code, and the potentially harnfu
ef fect of such copying on the market, render his use unfair.

C. SBCCl's Infringenent Counterclaim

SBCClI holds valid copyrights in its codes, and Veeck has
expressly admtted copying them In the absence of a viable
defense, the district court was correct in holding that SBCC
est abl i shed copyright infringenent. Under these circunstances,
amsatisfied that the district court’s conclusions and its award of
an i njunction and the m ni rumstatutory damages on each of the five
counts of copyright infringement are free of error.’ Likew se,
find no abuse of discretion in the district court’s award of

attorneys’ fees.”’

76 At the pertinent tinme, 17 U S.C.A 8 504(c)(1) set the
range of statutory damages for each act of copyright infringenent
at no less than $500 or nore than $20,000. A 1999 anendnent has
rai sed those anounts to $750 and $30,000, respectively. Id.;
Digital Theft Deterrence and Copyri ght Damages | nprovenent Act of
1999, Pub. L. No. 106-160, 8§ 2(1), 113 Stat. 1774 (1999).

" Hogan Systens, Inc. v. Cybresource Int'l, Inc., 158 F.3d
319, 325 (5th G r. 1998) (applying abuse of discretion standard of
review to award of attorneys’ fees in copyright case). Veeck did
not brief the questions of the district court’s grant of a
permanent injunction or award of damages and attorneys’ fees, and
t herefore waived them
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I11. CONCLUSI ON

Two decades ago, in BOCA ®the First Circuit westled with the
serious issues raised by what was then only a “possible trend”
toward | ocal, state, and federal adoption of nobdel codes.’” That
court wsely left open for future evaluation the nodern realities
surroundi ng techni cal regul atory codes and standards. As the BOCA
court wote, groups that devel op such works “serve an inportant
public function; arguably they do a better job than could the state
al one in seeing that conpl ex yet essential regulations are drafted,
kept up to date and nade available.”® In |like manner, the two
federal circuits that subsequently addressed challenges simlar to
that considered by the First Crcuit in BOCA have declined to
i nval i date copyrights in works incorporated by reference into the
law. 8 In the legislative arena, Congress has decreed the policy
t hat federal agencies adopt privately authored technical standards
W thout voiding the protection afforded to the authors by
copyright; and the OVB has directed all federal agencies adopting
such standards to respect the copyright protections of the
copyright holders —the dianetric opposite of causing copyright

protection to vani sh when the work is adopted as | aw.

8 628 F.3d 730.
" 1d. at 736.
80 ]d.

81 See Practice Managenent, 628 F.3d 730; CCC, 44 F.3d 61
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| enphasize that ny analysis is restricted to the narrow set
of facts and circunstances before us. At bottom | think it
i nprovident for this court to |legislate judicially an absol ute, per
se rule that referential enactnent of a copyrighted work |like a
technical code into lawnystically netanorphoses it into an “idea,”
puts it into the public domain, waives its copyright protection
universally, and otherw se strips it of copyright protection vel
non. Under the instant circunstances, no one is being denied
reasonabl e access to the SBCCI codes that have been adopted in
gl obo by I ocal governnents; neither does Veeck’s specific actions,
however altruistic they m ght have been, nmake a viable case for
fair use. Nevertheless, | readily concede, that even slightly
different facts under but slightly different circunstances could
convince nme to support a different result, albeit not a per se
rul e.

Today, the trend toward adoption of privately pronul gated
codes is w despread and grow ng, and the social benefit fromthis
trend cannot be seriously questioned. The necessary bal anci ng of

the countervailing policy concerns presented by this case should

have |l ed us to hold that, on these facts, the copyright protection

of SBCCl’'s privately authored nodel codes did not sinply evanesce

ipso facto, when the codes were adopted by I|ocal governnents;

rather, they remai n enforceabl e, even as to non-comerci al copyi ng,
as long as the citizenry has reasonabl e access to such publications
cum | aw — and subj ect, of course, to exceptions for inplied or
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express waiver or consent, fair use, or other recognized
exceptions, when applicable. For these reasons, | cannot join in
the majority’s inflexible reasoning and unnecessarily overbroad

holding. | therefore respectfully dissent.
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