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IN THE UNI TED STATES COURT OF APPEALS
FOR THE FI FTH Cl RCU T

No. 96-60413
No. 96-60540

SUNBEAM PRODUCTS, | NC. ,
Pl ai ntiff-Appellee,
VERSUS
THE WEST BEND COMPANY,
Def endant s- Appel | ant s.

Appeals fromthe United States District Court
for the Southern District of M ssissippi

Sept enber 15, 1997
Before JOLLY, SMTH, and DENNIS, C rcuit Judges.
JERRY EE. SMTH, G rcuit Judge:

The West Bend Conpany challenges a prelimnary injunction
entered pursuant to the Lanham Act, 15 U. S.C. § 1125(a). Finding

no reversible error, we affirm

| .

Sunbeam Products, Inc. (“Sunbeant), sued The West Bend Conpany
(“West Bend”), requesting injunctive relief to bar West Bend from
manuf acturing and marketing a stand m xer, Mdel No. 41012 (“West
Bend M xer #1”). The conplaint alleged that Wst Bend M xer #1
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unlawful ly replicated the product configuration of a stand m xer

made by Sunbeam the “Anerican C assic M xmaster®,” Mddel No. 2360.

Sunbeam al | eged that the manufacture and sale of Wst Bend
M xer #1 violated the LanhamAct, 15 U. S.C. § 1125(a); the Federal
Trademark Dil ution Act of 1995, 15 U.S.C. § 1125(c); and the common
| aw of unfair conpetition, trade dress infringenent, dilution, and
fal se and m sl eading advertising. To denonstrate that Wst Bend
had unlawfully replicated its product configuration, Sunbeam
identified six “key design features” in the Anerican C assic
M xmaster® that, when taken in conbination, allegedly distinguish
the Sunbeam m xer from all other commercially available stand
m xers:

(1) a di stinctive “t or pedo- shaped” housi ng
configuration with a rounded rear-nounted speed
control dial that conforns to the shape of the
housi ng;

(2) a distinctive handle attached to the front of the
housi ng that arches over the housing and term nates

in the space above the housing;

(3) a distinctive beater-eject button |ocated on the
| eft side of the housing beneath the handl e;

(4) a distinctive “tear-drop shaped” face plate on the
front of the housing;

(5 adistinctive horizontal stripe or groove along the
si de of the housing; and

(6) a distinctive conbination of black and white
features.

The district court granted a tenporary restraining order
(“TRO) on April 12, 1996, enjoining West Bend from marketing any
products enbodying the M xmaster® product design trademark or
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simlar designs or using any other mark or device likely to dilute
the distinctive quality of the M xmaster® product design and the
Sunbeam tradenar k. In particular, the court enjoined Wst Bend
from marketi ng West Bend M xer #1, or displaying it at a pending
Gournet Show in San Francisco on May 4-8, 1996. West Bend filed a
motion to quash the TRO, leading the court to dissolve it on
April 16, 1996. Nevertheless, the court set a hearing for April 30
to consider the notion for prelimnary injunction.

Fol | ow ng t he hearing, the court granted Sunbeani s request for
a prelimnary injunction on May 3, 1996, reinstating the injunction
against Wst Bend M xer #1. The prelimnary injunction
substantially reinstated the terns of the TRO

West Bend filed an energency notionto clarify the injunction,
proposing an alternative design for the mxer (“Wst Bend
M xer #2”). On May 6, the court ruled that West Bend M xer #2 al so
vi ol ated the Sunbeam tradenmark and was |i kew se prohibited by the
prelimnary injunction, but the court suggested that Wst Bend
coul d escape the injunction by nodifying the speed control dial.?
The court nodified the ternms of the prelimnary injunction to
reflect this ruling on May 14.

West Bend redesigned the stand m xer in an effort to conply,
and the new design (“Wst Bend Mxer #3”) was presented to the
court on My 13-14. On May 14, the court further nodified the

terms of the prelimnary injunction to bar West Bend M xer #3. The

! In addition, the court required Wst Bend to make two future

nodi fications: (1) elimnate the “m ddl e-up arced” handl e curvat ure by August 31,
1996; and (2) renove and redesign the face plate by Decenmber 31, 1996.
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court approved a design incorporating additional nodifications

whi ch subsequently was nmarketed by West Bend (“Wst Bend M xer
#4”). The nost prom nent difference between West Bend M xer #3 and
#4 was the elimnation of m xing speed terns fromthe speed contr ol
dial (e.g., “mx,” “beat,” “stir,” and “blend”).

Finally, on May 23, the court entered an order and fi ndings
summari zing the scope of the prelimnary injunction. West Bend
filed a notice of appeal fromthe prelimnary injunction, the two
orders nodifying it, and the final order and fi ndings.

On July 31, 1996, West Bend submtted to the district court
its design for the next generation of mxers (“Wst Bend M xer
#57). On August 6, the court ruled that West Bend M xer #5 was
prohibited by the prelimnary injunction, but approved a design
that incorporated the nondescript speed control dial of Mxer #4
(“West Bend M xer #6").

On August 12, West Bend filed a notice of appeal from the
August 6 order, and the cases were consolidated. We have
jurisdiction over these cases under 28 U . S.C. 8§ 1292(a)(1), which

aut hori zes interlocutory appeal fromprelimnary injunctions.

.

Aprelimnary injunction is an extraordi nary equitabl e renedy
that may be granted only if the plaintiff establishes four
el ements: (1) a substantial |ikelihood of success on the nerits;
(2) a substantial threat that the novant will suffer irreparable

injury if the injunction is denied; (3) that the threatened injury



out wei ghs any damage that the i njuncti on m ght cause t he def endant;
and (4) that the injunction will not disserve the public interest.
See Blue Bell Bio-Medical v. Cn-Bad, Inc., 864 F.2d 1253, 1256
(5th CGr. 1989). These four elenents are m xed questions of |aw
and fact. Accordingly, we review the factual findings of the
district court only for clear error, but we review its |egal
concl usi ons de novo. Li kewi se, although the ultimte decision
whet her to grant or deny a prelimnary injunction is reviewed only
for abuse of discretion, a decision based on erroneous | egal

principles is reviewed de novo. 1d.?2

L1,

The Lanham Act, 15 U.S.C. § 1125(a), creates a cause of action
for trade dress infringenent, anal ogous to the comon | aw cause of
action for unfair conpetition. “Trade dress” refers to the total
i mge and overal | appearance of a product. Blue Bell, 864 F.2d at
1256.% The protection of trade dress is tantanount to trademark

protection:

2 See also Falcon Rice MIIl, Inc. v. Community Rice MIIl, Inc., 725 F.2d
336, 344 (5th Cir. 1984) (“If the trial court msapplies the governing |ega
standards, however, the 'clearly erroneous' standard is inapplicable.”).

8 “Trade dress” may include features such as the size, shape, color, color
conbi nati ons, textures, graphics, and even sal es techniques that characterize a
particul ar product. See Two Pesos, Inc. v. Taco Cabana, Inc., 505 U S. 763, 764
n.1 (1992) (citing John H Harland Co. v. O arke Checks, Inc., 711 F.2d 966, 980
(11th Gr. 1983)). Accordingly, the inquiry does not focus on isolated el enments
of the dress, but on whether a conbination of features creates a distinctive
visual inpression, identifying the source of the product. Falcon Rice MII,
725 F.2d at 346; accord Taco Cabana Int'l, Inc. v. Two Pesos, Inc., 932 F. 2d
1113, 1118-19 (5th Cr. 1991), aff'd, 505 U.S. 763 (1992). Thus, “[t]he whole,
in trademark law, is often greater than the sumof its parts.” Association of
Coop. Menbers, Inc. v. Farmand Indus., Inc., 684 F.2d 1134, 1140 (5th Cr.
1982); accord Taco Cabana, 932 F.2d at 1120.
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Protection of trade dress, no less than of trademarks,
serves the Act's purpose to “secure to the owner of the

mark the goodw Il of his business and to protect the
ability of consuners to distinguish anong conpeting
producers. National protection of trademarks is

desirabl e, Congress concl uded, because trademarks foster

conpetition and t he mai ntenance of quality by securing to

t he producer the benefits of a good reputation.”

Two Pesos, 505 U.S. at 774 (citations omtted).*

To denonstrate an unlawful trade dress infringenent, the
plaintiff nust first establish that the trade dress qualifies for
trade dress protection. This inquiry enconpasses three issues: (1)
di stinctiveness, (2) secondary neaning, and (3) functionality.® If
the court concludes that the trade dress is protected, the
plaintiff must denonstrate that it has been infringed.
“I'nfringenment occurs only when there is a likelihood of confusion

between the products of the plaintiff and the defendant.” Bl ue

Bell, 864 F.2d at 1256; accord Taco Cabana, 932 F.2d at 1118-109.

4 Accordingly, because the Lanham Act “provi des no basis for distinguishing
between trademark and trade dress,” Two Pesos, 505 U S. at 773, the test for
trade dress protection is identical to that for trademark protection. “[T]he
protection of trademarks and trade dress under § 43(a) serves the sane statutory
pur pose of preventing deception and unfair conpetition. There is no persuasive
reason to apply different analysis to the two.” 1d.

5> To warrant protection under the Lanham Act, a particul ar mark or product
characteristic nust distinguishthe product fromproducts nanufactured by ot hers.
See Two Pesos, 505 U S. at 768. Sone nmarks are “inherently distinctive” and
automatically entitled to trademark protection. O hers, however, are not
i nherently distinctive, but are nerely descriptive of a certain product.
Nevert hel ess, even marks that are not inherently distinctive may becone uni quely
associated with a particular source, thereby acquiring a “secondary meaning.”
Id. at 766 n.4. “The general rule regarding distinctiveness is clear: An
identifying mark is distinctive and capable of being protected if it either
(1) is inherently distinctive or (2) has acquired distinctiveness through
secondary neaning.” 1d. at 769.

Secondary neaning entitles a mark or trade dress to trademark protection
despite the absence of an inherently distinctive characteristic. Accordingly,
a plaintiff need not denonstrate that a product has acquired a secondary neani ng
if the mark is inherently distinctive, thereby entitlingit to protection per se.
Id. at 773-74.



To establish that the product configuration of the Anerican
Classic Mxmaster® nerits trademark protection, therefore, Sunbeam
must denonstrate that the product configuration is either
inherently distinctive or has acquired a secondary neani ng, and
that this distinctive product configuration is not functional. |If
a trade dress is functional, it does not nerit protection, even if
it is inherently distinctive or has acquired secondary neaning
Two Pesos, 505 U.S. at 775.° |f the product configuration of the
American Cassic Mxnmaster® warrants trade dress protection,
Sunbeam al so nust denonstrate a |ikelihood of confusion, in order
to prevail on its claim of trade dress infringenent under the

Lanham Act .

A
As a threshold matter, we nust determ ne whether the product
configuration of the Anerican Classic M xmaster®nerits protection,
ei ther because the product configuration is inherently distinctive
or because it has acquired a secondary neaning. W now exam ne

t hese vari ous consi derati ons.

1

For purposes of trademark law, marks or product features

6 “IA] design is legally functional, and thus unprotectible, if it is one
of a limted nunber of equally efficient options available to conpetitors and
free conpetition would be unduly hindered by according the design tradenmark

protection.” Two Pesos, 505 U. S. at 775. “'[A] product feature is functional,'
and cannot serve as a tradenmark, 'if it is essential to the use or purpose of the
article or if it affects the cost or quality of the article.'” Qualitex Co. v.

Jacobson Prods. Co., 514 U. S. 159, 165 (1995) (quoting I nwood Lab., Inc. v. lves
Lab., Inc., 456 U S. 844, 850 n.10 (1982)).
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traditionally have been arranged into five categories: (1) generic,
(2) descriptive, (3) suggestive, (4) arbitrary, and (5) fanciful.
Two Pesos, 505 U.S. at 768.7 This hierarchy detern nes the degree
of trademark protection to which a given mark is entitled. The
|atter three categories are considered inherently distinctive,
“because their intrinsic nature serves to identify a particular
source of a product.” Id.

In contrast, marks that are nerely descriptive of a product
are not considered inherently distinctive, “because they do not
inherently identify a particular source.” | d. at 769
Accordingly, descriptive marks are entitled to protection only if
t hey have cone to be uniquely associated with a particul ar source,
thereby acquiring a “secondary neaning.” |d. at 766 n.4. Finally,
generic marks are not protected under any circunstances, because
they refer not to a particular product or manufacturer, but solely
to “the genus of which the particular product is a species.” Id.
at 768 (quoting Park 'N Fly, Inc. v. Dollar Park & Fly, Inc.,
469 U.S. 189, 194 (1985)).

As this hierarchy illustrates, the essence of a protected mark

" See al so Abercrombie & Fitch Co. v. Hunting Wrld, Inc., 537 F.2d 4, 9
(2d Cir. 1976) (defining these five categories for purposes of trademark |aw).
Al t hough these cl assifications were first coinedinthe context of tradenmark | aw,
they have al so been applied to cases involving trade dress. See Two Pesos
505 U. S. at 773 (approving the application of the Abercronbie classifications to
trade dress litigation); Chevron Chem Co. v. Voluntary Purchasi ng G oups, Inc.,
659 F.2d 695, 702 (5th Gr. Unit A Cct. 1981) (holding that the same principles

that govern trademark |aw should apply to trade dress litigation). *“Thus, a
trade dress feature is distinctive if it is arbitrary or fanciful, and not
descriptive or functional. Functional features cannot be protected, and nerely

descriptive features nust have acquired secondary neani ng before qualifying for
protection.” Sicilia DO R Biebow & Co. v. Cox, 732 F.2d 417, 426 (5th Gr.
1984).



is its capacity to distinguish a product and identify its source.
The gravanen of trademark lawis source identification. Therefore,
a given mark or trade dress is “inherently distinctive” only if it
is “sufficiently distinctive of itself to identify the producer.”

Chevron, 659 F.2d at 702; accord Sicilia D R Biebow 732 F.2d at

426. “Trade dress is inherently distinctive when, by its
“intrinsic nature,' it identifies the particular source of the
product.” I magineering, Inc. v. Van Kl assens, Inc., 53 F. 3d 1260,

1263-64 (Fed. Cr.), cert. denied, 116 S. C. 277 (1995).8

| nsof ar as product configurations are fundanentally different
fromtrademarks and trade dress, there is sone question whether a
product configuration can ever be deened “inherently distinctive.”
See Duraco Prod., Inc. v. Joy Plastic Enter., 40 F. 3d 1431, 1445-46

(3rd Cir. 1994).° Unlike traditional trademarks and trade dress,

8 “If a mark or dress serves as a synbol of origin it is considered

distinctive and protectable. Unless a nark or dress is deened 'inherently' or
"sufficiently' distinctive, however, secondary mneani ng nust be established.”
Sno-Wzard Mg. v. Eisemann Prod. Co., 791 F.2d 423, 425 n.2 (5th Gr. 1986);
accord Taco Cabana, 932 F.2d at 1119-20. See also Duraco Prods., 40 F. 3d at 1442
(explaining that “inherently distinctive trade dress is protected because
presunptively it primarily identifies the product’s source”).

9 Al t hough product configurations technically are regarded as trade dress,
critics distinguish product configurations and designs from product packagi ng,
which is nore closely associated with traditional trademark law. See, e.g.,
Kni twaves, Inc. v. Lollytogs Ltd., 71 F.3d 996, 1007-08 (2d Cir. 1995); Duraco
Prods., 40 F.3d at 1448; see al so Landscape Forns, Inc. v. Col unbia Cascade Co.
113 F. 3d 373, 378-79 (2d Cr. 1997) (discussing the Knitwaves interpretation);
RESTATEMENT ( THIRD) OF UNFAIR COWPETITION 8 16 cnt. b (1995).

Product packagi ng designs, |ike trademarks, often share nenbership
in a practically inexhaustible set of distinct but approximtely
equi valent variations, and an exclusive right to a particular
overall ©presentation generally does not substantially hinder
conpetition in the packaged good, the itemin which a consumer has
a basic interest. A product configuration, contrariw se, conmonly
has finite conpetitive variations that, on the whole, are equally
acceptabl e to consuners.

(continued...)



whi ch function primarily to identify the source of a given product,
the primary purpose of product configurationis not identification.
Accordingly, as the Third G rcuit stated, “one cannot automatically
conclude froma product feature or configurationSSas one can from
a product’s arbitrary nanme, for exanpleSSthat, to a consuner, it
functions primarily to denote the product’s source.” 1d. at 1441.1°

Hence, sone commentators have suggested that product
configurations can never be considered “inherently distinctive.”!
Nevert hel ess, we need not reach this controversial question in the
i nstant case, because the product configuration of the Anerican

Cl assic M xmaster® has acquired a secondary neani ng.

(...continued)

Duraco Prods., 40 F.3d at 1448. But see Stuart Hall Co. v. Ampad Corp., 51 F.3d
780, 787-88 (8th Gr. 1995) (criticizing the distinction between product
packagi ng and product configuration for purposes of trade dress |aw).

10 An arbitrary or fanciful mark or dress is presuned, as a matter of |aw,
to achi eve consumer recognition i mediately upon its adoption and use, because
the primary function of the mark or dress is source identification. |n contrast,
a product configuration cannot general ly warrant a presunption of identification,
“as consuners usual ly appreciate a product’s configuration for its contribution
to the i nherent appeal of the product, not (in the absence of secondary neaning)
its signifying function.” Duraco Prods., 40 F.3d at 1441.

11 See RESTATEMENT ( THIRD) OF UNFAIR COWPETITION § 16 cnt. b (1995) (noting that
product designs are not ordinarily considered i nherently distinctive and may be
protected only upon proof of secondary neaning); J. Thomas MCarthy, MCARTHY ON
TRADEMARKS AND UNFAIR CowvPETITION 8§ 8.12 (4th ed. 1997) (collecting conflicting
authorities). Indeed, this court has al so suggested that a product configuration
cannot be inherently distinctive. See Sicilia DO R Biebow, 732 F.2d at 426 n. 7
(“Unli ke a product's configuration, which may acquire tradenmark val ue over tine
and by exposure to consunmers, arbitrary and nonutilitarian trade dress or
packagi ng usually is designed to act imediately as an identifier of source.”)
(enphasi s added). But see Two Pesos, 505 U. S. at 772-75 (assumi ng arguendo t hat
a product configuration may be inherently distinctive); Duraco Prods., 40 F.3d
at 1446 (noting that Two Pesos nust be read as “giving an inprimatur to finding
trade dress in a product configurationto be inherently distinctive under certain
narrow circunstances”); Sicilia DO R Biebow, 732 F.2d at 425 n.3 (“The sane
[distinctiveness] principles apply in the context of trade dress, although
selection is fromdesigns and configurations, not words.”).
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2.

Assum ng arguendo that the uni que product configuration of the
American Classic Mxmaster® cannot be deened inherently
distinctive, the district court did not err in concluding that it
has acquired secondary neani ng, for purposes of the prelimnary
injunction test. A mark or product feature has acquired secondary
meaning if it “has cone through use to be uniquely associated with
a specific source.” Two Pesos, 505 U S at 766 n.4; accord
RESTATEMENT (THIRD) OF UNFAIR COWPETITION 8§ 13 cnt. e (1995). The
determ nation that a feature has acquired secondary neaning is a
finding of fact, which we review for clear error. Sno- W zar d,
791 F.2d at 427.

Because the primary el enent of secondary neaning is “'a nental

association in buyer's m nds between the all eged mark and a single

source of the product,'” the determ nation whether a mark or dress
has acquired secondary neaning is primarily an enpirical inquiry.
Sicilia D R Biebow, 732 F.2d at 425 n. 4 (citation omtted). This
court has expressly stated, and the Suprene Court has agreed, that
the gravanmen of the secondary neaning determnation is “'the

enpi rical question of current consuner associ ati on. Taco Cabana,
932 F.2d at 1120 n.7 (quoted in Two Pesos, 505 U S at 770).
Accordi ngly, survey evidence is the nost direct and persuasive

evi dence of secondary neaning. Sno-Wzard, 791 F.2d at 427.%2 In

12 “To establish secondary neaning, a manufacturer nust show that, in the
m nds of the public, the primary significance of a product feature or termis to
identify the source of the product rather than the product itself.” |nwood Lab.
456 U.S. at 851 n.11 (1982) (enphasis added).
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the instant case, Sunbeam introduced no survey evidence to prove
that the “key design features” of the Anerican C assic M xnmaster®
have acqui red secondary neaning. ?

To conpensate for the absence of enpirical survey evidence,
Sunbeam proffered a variety of evidence to show secondary neani ng.
We have recogni zed that consuner surveys are not the only evidence
relevant to the determ nation of secondary neaning. |n addition,
the court may consider the I ength and manner of the use of a mark,
the nature and extent of advertising and pronotion of the mark
t he sal es vol une of the product, and i nstances of actual confusion.
See Bank of Tex. v. Commerce Southwest, Inc., 741 F.2d 785, 787
(5th Gr. 1984). Nevertheless, the ultinmate determ nati on whet her
a particular mark or dress has acquired secondary neani ng remnains
an enpirical question of consuner association. See id. at 787-89.

I n support of its claim Sunbeam offered evi dence docunenti ng
the evolution of the Anerican Cdassic M xmaster® consumner
testinonials, and the sal es and marketing history of Sunbeam st and
m xer designs, contending that this product pedigree warrants a
presunption of secondary neaning. Wile this evidence is rel evant
to the inquiry, it does not establish the requisite consuner
associ ation between the product configuration of the Anerican

Cl assic M xmaster® and the source of the product.

13 sunbeamexpl ai ns that the district court proceedi ngs were conducted with
a sense of urgency, as a result of the inpending Gournmet Show in San Franci sco.
Ther ef ore, Sunbeam did not have tine to conpile survey data to prove its case.
Whil e this explanati on woul d not excuse the omi ssion of enpirical data at trial,
it is precisely the sort of contingency that the | ower burden of proof governing
prelimnary injunctions is intended to accommbdate, as this case illustrates.
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In concluding that the Anmerican Cassic M xnmaster® has
acqui red secondary neaning, the district court relied solely on the
pedi gree of the current nodel. Noting that the Anerican C assic
M xmast er ® has evol ved fromstand m xers marketed by Sunbeam si nce
1930, the court inferred that the design has acquired secondary
meani ng.

Evidence of long use is insufficient to prove secondary
meani ng, however, w thout enpirical proof that the design “has cone
t hrough use to be uniquely associated with a specific source.” Two
Pesos, 505 U.S. at 766 n. 4. The district court erred by assuni ng
that the |long and distingui shed pedigree of the Anerican C assic
M xmaster® w thout nore, is sufficient to denonstrate secondary
neani ng. 1°

Were this case presented for review follow ng final judgnent,
we woul d be constrained to hold that Sunbeam had not denonstrated
that the Anerican C assic M xmaster ® has acqui red secondary neani ng
entitling its product configuration to trade dress protection.
Review of a prelimnary injunction is nore circunscribed, however.

To be entitled to a prelimnary injunction, Sunbeam need only

14 See al so Bank of Tex., 741 F.2d at 788 (disavowi ng that “length of tine
alone is sufficient to establish secondary neaning”).

> This is particularly true where, as here, the alleged secondary neaning
i s founded upon a product configuration, rather than upon a traditional mark or
dress, because “consumers do not associate the design of a product with a
particul ar manufacturer as readily as they do a trademark or product packagi ng
trade dress.” EFS Mtg., Inc. v. Russ Berrie & Co., 76 F.3d 487, 491 (2d Cir.
1996); see also Duraco Prods., 40 F.3d at 1448 (opining that “a consuner is
substantially nore likely to trust a product's packaging, rather than its
configuration, as an indicium of source”). Therefore, the nmere fact that a
certain product configuration has a | ong pedi gree does not warrant a presunption
of secondary neani ng.
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show “a substantial |ikelihood of success on the nerits.” In this
case, the distinction is dispositive. Wil e the evidence upon
which the district court relied would not be sufficient to support
a judgnent of trade dress infringenent warranting final injunctive
relief, we conclude that it is sufficient to warrant a prelimnary
i njuncti on.

The general principles qualifying a mark or trade dress for
registration as a trademark, under the registration provisions of
the Lanham Act, are |likewise applicable to the determ nation
whet her an unregistered mark is entitled to trademark protection.
See Two Pesos, 505 U S at 768. The Lanham Act permts the
registration of marks that have acquired a secondary neani ng, and
states that

[t] he Conm ssioner nmay accept as prinma facie evidence

that the mark has becone distinctive, as used on or in

connection with the applicant's goods in comerce, proof

of substantially exclusive and continuous use thereof as

a mark by the applicant in comerce for the five years

before the date on which the claim of [acquired]

di stinctiveness is nade.

15 U.S.C. § 1052(f).

This statutory presunption is relevant to the instant case.
The district court concluded that the external appearance of the
Anerican O assic M xnmast er ® has not changed i n over seventeen years
and found that the other m xers on the market do not “even cl osely
resenble the overall appearance of the Sunbeam M xmaster® m xer.”

This finding of fact is not clearly erroneous and is sufficient to

denonstrate “substantially exclusive and continuous use” of the

14



“key design features” ascribed to the Anerican Cl assic M xnast er®. 16

Therefore, the district court was entitled to accept this
evidence as prinma facie evidence of secondary neaning. 15 U S. C
8§ 1052(f); Stuart Hall Co., 51 F.3d at 789. Under these
ci rcunst ances, although the evidence is not concl usive, Sunbeam has
denonstrated a substantial |ikelihood of success on the nmerits of

its trade dress infringenent claim

B
Havi ng concl uded that the uni que product configuration of the

Sunbeam Aneri can C assi ¢ M xmast er ® has acqui red secondary neani ng,

we must determ ne whet her that product design is functional. If a
product characteristic is functional, it is not entitled to trade
dress protection. See Two Pesos, 505 U S at 775. The

functionality doctrine is the great countervailing factor in
trademark | aw, balancing the interest in facilitating innovation
against the interest in fostering conpetition in the free market.
“The doctrine acts to separate those configurations that may be
protected as property rights or trademarks and those designs that
the laww Il not permt any person to appropriate or nonopolize.”

Sicilia DO R Biebow, 732 F.2d at 422.

16 This finding obviates West Bend's claimthat the “key design features”
of the American Cassic M xnaster® have changed over the long life of the
product, and that other nanufacturers have used the sane features in conpeting
product s. It is undisputed that the “key design features” of the American
Classic M xnaster® have remai ned constant since 1979, and the district court
found that no conpeting manufacturer has adopted an identical product
configuration during this period. This evidence is sufficient to show
“substantial |y exclusive and conti nuous use,” for purposes of the LanhamAct, and
is prima facie evidence of secondary neaning.
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Accordingly, this court has adopted the “utilitarian” standard
of functionality, which focuses on the protection of conpetition.
“The ultimate i nquiry concerning functionality,” we have expl ai ned,
“i's whet her characterizing a feature or configuration as protected
"W Il hinder conpetition or inpinge upon the rights of others to
conpete effectively in the sale of goods.'” |[|d. at 429 (quoting
In re Morton-Norwich Prods., Inc., 671 F.2d 1332, 1342 (C.C. P. A
1982)). In order to be <classified as a “functional”
characteristic, therefore, a product design or feature nust be
“superior or optimal in terns of engineering, econony of
manuf act ur e, or accommodation of utilitarian function or
performance.” [|d.%

The Suprene Court has placed its inprimatur on this standard,
observing “a design is legally functional, and thus unprotectible,
if it is one of a limted nunber of equally efficient options
available to conpetitors and free conpetition would be unduly
hi ndered by accordi ng the desi gn trademark protection.” Two Pesos,
505 U.S. at 775 (citing Sicilia). In a subsequent decision, the
Court further observed that “'a product feature is functional,' and
cannot serve as a trademark, 'if it is essential to the use or
purpose of the article or if it affects the cost or quality of the

article.'” Qualitex Co. v. Jacobson Prod. Co., 514 U S. at 165

7 W have specifically applied the utilitarian standard in the context of
product configuration litigation. See Sno-Wzard, 791 F.2d 423, 426 n.3 (5th
Cr. 1986) (citing Sicilia DO R Biebow).
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(1995) (quoting Inwod Labs., 456 U. S. 844, 850 n.10 (1982)).1®
The district court did not err in concluding that the product
configuration of the Anmerican Classic Mxmaster®is not functional
and thus is entitled to protection. For purposes of this analysis,
we nust di stinguish the isolated conponents of the product fromthe
trade dress, or “total imge,” of the American O assic M xnmaster®.
Even i f a product design incorporates certain functional features,
we have held that “a particular arbitrary conbi nati on of functi onal
features, the conbination of which is not itself functional,
properly enjoys protection.” Taco Cabana, 932 F.2d at 1119.
Notwi t hst andi ng this principle, Wst Bend argues that Sunbeam
may not obtain trade dress protection for a product configuration
that includes functional features. This is manifestly not the | aw
To the contrary, we previously have characterized this argunent as

a “fallacious syllogism” belied by the principle that an arbitrary

conbi nation of functional features may be non-functional. [Id.?.

“Trade dress” may include features such as the size, shape, color, color
conbi nati ons, textures, graphics, and even sal es techni ques that characterize a
particul ar product. See Two Pesos, Inc. v. Taco Cabana, Inc., 505 U S. 763, 764
n.1 (1992) (citing John H Harland Co. v. O arke Checks, Inc., 711 F.2d 966, 980

8 This utilitarian theory of functionality, with its focus on conpetition,
|l owers the threshold for trade dress protection. “A design that nmerely assists
in a product or configuration's utility is not functional and may therefore be
protected.” Sicilia D R Biebow, 732 F.2d at 429.

19 The case West Bend cites for this proposition, El nmer v. | CC Fabricating,
Inc., 67 F.3d 1571 (Fed. Cr. 1995), is plainly distinguishable fromthis case.
First, Elmer concerns a trade dress claimin which every el ement was functional;
as Sunbeam notes, while sone features of the Anerican d assic M xmaster® m ght
be functional, others plainly are not (e.g., color conbinations, aesthetic
handl es). This distinctionis critical, as the trade dress of a product entails
its “total inage” and “overall appearance.” Blue Bell, 864 F.2d at 1256.
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(11th Gr. 1983)).

Accordingly, the inquiry does not focus on isol ated el enents of the dress,
but on whet her a conbinati on of features creates a di stinctive visual inpression,
identifying the source of the product. Falcon Rice MIIl v. Community Rice MII,
725 F.2d 336, 346 (5th Cr. 1984); accord Taco Cabana Int'l, Inc. v. Two Pesos,
Inc., 932 F.2d 1113, 1118-19 (5th Gir. 1991), aff'd, 505 U.S. 763 (1992). Thus,
“It]he whole, in trademark law, is often greater than the sumof its parts.”
Associ ation of Coop. Menbers, Inc. v. Farm and Indus., Inc., 684 F.2d 1134, 1140
(5th Cr. 1982); accord Taco Cabana Int'l, Inc., 932 F.2d at 1120.2°

Li kewi se, the fact that the American Cassic M xmaster® incorporates
functional features naned in utility patents does not conpel the concl usion that
the product configuration is legally functional. Insofar as the trade dress of
a product entails its “total inage” and “overal | appearance,” Blue Bell, 864 F. 2d

at 1256, an arbitrary conbi nati on of functi onal features may neverthel ess be non-

Second, the trade dress in Elnmer was coextensive wth a
utility patent, which incorporated every elenent of the trade
dress. Under these circunstances, the Federal G rcuit feared that
trade dress protection would effectively extend the life of the
patent after its formal expiration. See Elner, 67 F.3d at 1580.
In contrast, the trade dress claimin the instant case entails a
conbi nation of several features, with individual utility patents

granted to certain features. In this regard, the principle that
trade dress is the “total image” of a product, rather than its
i sol ated conponents, is dispositive. Unlike the situation in

Elmer, granting trade dress protection to the arbitrary product
configuration of the Anerican C assic M xmaster® woul d not restrict
any conpetitors from copying the individual functional features
after the individual utility patents have expired, but woul d sinply prohibit
conpetitors fromcopying the arbitrary conbination of features enbraced in the
Anerican O assic M xnmaster® Hence, there is no conflict between patent | aw and
trademark law in the instant case.

Finally, the proposition that a uni que conbination of functional features
is functional per se, despite the absence of any adverse effect on conpetition,
isinconpatiblewiththe utilitarian functionality doctrine of the Fifth Grcuit.
It is also flatly inconsistent with the established rule that a particular
arbitrary conbi nation of functional features, the conbination of which is not
functional, is entitled to trade dress protection. See Taco Cabana, 932 F.2d
at 11109.
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functional for purposes of trade dress protection.? Therefore, Wst Bend' s
argunments are without nerit.

The district court acknow edged that, when viewed in isolation, certain
“key design features” of the Anerican Cassic Mxmaster® m ght be considered
functional. Nevertheless, the court found that “the particular conbination of
functional features and the way they are arranged and packaged” warranted the
conclusion that the “overall shape and configuration is non-functional.”
Accordingly, the court properly focused its inquiry on the trade dress, rather
than on the isol ated conponents of the product configuration. See Taco Cabana,
932 F.2d at 1118-19.

Protection of the arbitrary conbi nati on of features conprisingthe Anmerican
Classic Mxmaster® woul d not frustrate conpetition. Wst Bend has presented no
evi dence denonstrating that the product configuration of Mdel No. 2360 is
optimal in ternms of engineering, econony of nanufacture, or accommodation of
utilitarian function.

To the contrary, Sunbeamobserves t hat several other manufacturers conpete
successfully in the stand mxer narket w thout pirating the unique product
configuration of the Anerican O assic Mxnaster® Therefore, protection of the
Sunbeamdesi gn woul d not i npi nge upon the rights of others to conpete effectively
in the sale of goods, the litnus test of functionality. See Sicilia D R
Bi ebow, 732 F.2d at 429. Consequently, insofar as there are equally efficient

options avail able to conpetitors, and free conpetition would not be unduly harned

2l Furthernore, the nere fact that a feature is naned in a utility patent
does not automatically render it functional. Many non-functional configurations
areincidentally includedinutility patents. Dogloo, Inc. v. Doskocil Mg. Co.,
893 F. Supp. 911, 919 (C. D. Cal. 1995).

Even if the product configuration of the American O assic M xmaster® was
incidentally illustratedinthe utility patents, therefore, this does not conpel
the conclusion that the design is functional. “[A] utility patent nust be
exanmned in detail to determ ne whether the disclosed configuration is really
primarily functional or just incidentally appears in the disclosure of a patent.
There is no doubt that many non-functional shapes and configurati ons happen to
be described or pictured as an incidental detail in functional patents.”
J. Thomas McCarthy, MSCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 7: 89 (4th ed. 1997).
We concl ude that the product configuration of the Anerican C assic M xnaster® i s
not a functional part of the utility patents but appears only in incidental
detail, w thout significance for trademark | aw.
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by accordi ng the product configuration trademark protection, the district court
did not err in concluding that the design of the Arerican Cassic Mxnaster® is

not functional. See Two Pesos, 505 U.S. at 775.

C

Finally, having determned that +the Anmerican dassic
M xmaster®is entitled to trade dress protection, we nust determ ne
whet her that trade dress has been infringed by the West Bend stand
m xers. “Infringenment occurs only when there is a |ikelihood of
confusi on between the products of the plaintiff and the defendant.”
Blue Bell, 864 F.2d at 1256. Likelihood of confusion is a question
of fact, which we review for clear error. 1d. at 1259-60; Sicilia
D R Biebow, 732 F.2d at 430.

In determning the |ikelihood of confusion, the district court
must apply the “digits of confusion” test. The factors to be
weighed in this calculus include (1) simlarity of the two
products; (2) identity of retail outlets and purchasers;
(3) identity of advertising nedia; (4) strength of the trademark or
trade dress; (5) intent of the defendant; (6) simlarity of design;
(7) actual confusion; and (8) degree of care enpl oyed by consuners.
See Blue Bell, 864 F.2d at 1259-60; Sno-Wzard, 791 F.2d at 428.
Proof of actual confusion is not a prerequisite, and no single
factor is dispositive of the |likelihood of confusion. Taco Cabana,
932 F.2d at 1122 n.9.

The district court weighed all eight factors and found that
there is a substantial |ikelihood of confusion between the m xers.

On appeal, West Bend chal | enges the wei ght accorded three factors
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inthis analysis, arguing that they di sprove any ri sk of confusion.

The concl usions of the district court are not clearly erroneous. 22

1.

The district court concluded that West Bend had intentionally
copied the product configuration of the Anerican Cassic
M xmaster®  The intent of the defendant is a “'critical factor,
since if the mark was adopted wth the intent of deriving benefit
from the reputation of [the plaintiff,] that fact alone nay be
sufficient to justify the inference that there is confusing
simlarity.'” Chevron, 659 F.2d at 703-04 (quoting Anstar Corp. V.
Dom no's Pizza, Inc., 615 F.2d 252, 263 (5th Cr. 1980)).2%

West Bend objects to this characterization of the evidence,
arguing that there is no evidence of intent to derive benefit from
the Sunbeam reputation. Direct evidence is unnecessary, however;
inperm ssible intent may be inferred fromthe fact that a def endant
pl agi ari zed the trade dress of a product. See Chevron, 659 F.2d at
704.

After considering the evidence, the district court found that

22 \\est Bend does not dispute that the first four factors in this calcul us
support the findings: (1) The two products are identical; (2) the products are
nmarketed to t he same consuners through the sane retailers; (3) the two conpanies
use the sanme advertising nedia to market their products; and (4) the Anerican
Classic Mxnaster® enjoys a “strong” distinctive trade dress. Even a “weak”
trade dress may be protected within its own product |ine, noreover, thereby
warranting injunctive relief in the instant case. See Taco Cabana,
932 F.2d at 1120. Finally, although Sunbeam introduced no evidence of actua
confusion by consuners, proof of actual confusion is not a prerequisite to
injunctive relief. 1d. at 1122 n.9; Blue Bell, 864 F.2d at 1260.

23 Accord Taco Cabana, 932 F.2d at 1122 n.11; Blue Bell, 864 F.2d at 1259;
Sno-W zard, 791 F.2d at 428.
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“there has been no other plausible explanation presented by the
Defendant for the virtual replication of the Plaintiff's M xmaster®
m xer,” and inferred that Wst Bend had intended to imtate the
Anmerican Classic M xmaster® and thereby benefit fromthe consuner
goodwi I | associated wth Sunbeam m xers. This circunstanti al
inference is corroborated by direct evidence: Wst Bend submtted
a picture of the Anerican Classic Mxmaster®to its manufacturer in
China, directing his attention to “this one.”? The court was
entitled to infer that Wst Bend intended to copy the American
Cl assi ¢ M xmast er ® and usurp consuner goodwi ||, and this findi ng of
fact is not clearly erroneous.

Granted, the defendant's intent is only one elenent in the
I'i kel i hood-of -confusioninquiry, andintent alone is not sufficient
to establish trade dress infringenent. See Blue Bell, 864 F.2d at
1258-59. Nevertheless, it is firmy established that a finding of
intent may support an inference of consuner confusion. ld. at
1259.

Mor eover, the evidence of intent does not stand alone in the
instant case, but is corroborated by several other factors.
Finally, the proper weighing of the relevant factorsis left to the
district court. 1d. The district court was entitled to find that

West Bend intentionally copied the design of the Anerican C assic

24 Indeed, in addition to the photograph of the Anerican O assic

M xmaster® West Bend included a marked-up copy of the product description
acconpanyi ng t he Sunbeammi xer, altering the product specifications and repl aci ng
references to Sunbeamwi th references to West Bend. This plagiari smsupports the
i nference that West Bend used the American Cassic Mxmaster® as a tenplate for
its mxers.
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M xmaster® and it reasonably could infer alikelihood of confusion

fromthis unl awful intent.

2.

West Bend criticizes the district court for its holistic view
of the simlarities between the Anerican C assic M xmaster® and t he
West Bend m xers, arguing that the court shoul d have consi dered t he
“key design features” of the mxers to determ ne whether there was
a |likelihood of confusion between the two product configurations.
Once again, West Bend ignores the fact that the trade dress of a
product is conprised of its “total image” and “overal | appearance,”
not isol ated conponents. Blue Bell, 864 F.2d at 1256.

In particular, for purposes of the likelihood of confusion
inquiry, the courts nust consider the overall trade dress of the
product. “[I1]t is the 'conbination of features as a whol e rather
than a difference in some of the details which nust determ ne
whet her the conpeting product is likely to cause confusion in the

mnd of the public. Chevron, 659 F.2d at 704 (citations
omtted). Accordingly, the district court did not err in
concluding that the simlarities in design between the Anerican
Classic M xmaster® and t he West Bend m xers created a |ikelihood of

confusi on. %

25 West Bend renminds us that it introduced expert testinmony to establish
that the Anerican O assic M xnmaster® and the West Bend mi xers enpl oy a different
“forml anguage” and thus bear a different appearance. Nevertheless, the district
court did not credit this expert testinony, finding that the two products are “as
alike as two peas in a pod.” This is a fact issue, and the trier of fact is
entitled to choose between two equal |y perm ssible views of the evidence. This

(continued...)
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3.

Finally, the |ikelihood of confusion created by simlar trade
dresses and product configurations nmay be alleviated by other
source indicia, such as manufacturer's |abels. E.g., Blue Bell
864 F.2d at 1260; Sno-Wzard, 791 F.2d at 428. Particularly in
product configuration litigation, where consuners are less likely
to rely on the configuration as a source identifier, |abels and
packagi ng may el i m nate confusion. See Versa Prods. Co. v. Bifold
Co., 50 F.3d 189, 203 (3rd GCr.), cert. denied, 116 S. C. 54
(1995). As the Third Grcuit explains, “clarity of labeling in
packagi ng and advertising will suffice to preclude alnost all
possibility of consunmer confusion as to source stemmng fromthe
product's configuration.” Id.

It is uncontested that both the Wst Bend stand m xers and the
Sunbeam Aeri can C assic M xmaster® are | abel ed with t he trademarks
of their respective manufacturers. Therefore, Wst Bend contends
that any risk of confusion has been elimnated, as the
manuf acturer's labels and distinctive packaging distinguish the
conpeting products and allay any fears of consunmer confusion. This
is particularly true, Wst Bend argues, because stand m xers are
not inpul se purchases, but are expensive household appliances;
consuners ordinarily exercise a higher degree of care in purchasing
such itens, thereby reducing the |ikelihood of consuner confusion.

I ndeed, in the case of a high-priced, single-purchase article

(...continued)
factual determination is not clearly erroneous.
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there is hardly a likelihood of confusion when the nanme of the
manuf acturer is openly displayed on a product. E.g., Blue Bell
864 F.2d at 1260; Sno-Wzard, 791 F.2d at 428-29.

Nevert hel ess, although this argunent has considerable nerit
and enj oys substantial support in our precedent, it is insufficient
to denonstrate that the district court clearly erred in finding a
I'i kel i hood of confusion under the unique facts of the instant case.
Wi | e we have recogni zed t hat | abel s may di spel consuner confusi on,
under appropriate circunstances, we have never held that this is an
absolute affirmati ve defense to every trademark i nfringenent cl aim
To the contrary, we have al so observed that the nere | abeling of a
product will not automatically alleviate alikelihood of confusion,
Sno-Wzard, 791 F.2d at 429, and the ultimte determ nation of

consuner confusion is a question of fact for the district court.?5

D.
I n concl usi on, Sunbeamest abl i shed a substantial |ikelihood of
success on the nerits of its trade dress infringenent claim It

introduced sufficient evidence to prove secondary neaning,

26 W& have never vacated a prelimnary injunction on the ground that a
manufacturer's | abel alleviated any |ikelihood of confusion, as a matter of |aw
In every decision cited to us by West Bend, we affirmed prelimnary injunctions
because the findings of the district courts were not clearly erroneous. See
e.g., Blue Bell, 864 F.2d at 1260; Sno-Wzard, 791 F.2d at 428-29. CObviously,
the proposition that a court may concl ude that a nanufacturer's | abels alleviate
the risk of consuner confusion is not tantanount to the proposition that the
court nust reach such a conclusion, notw thstanding the other factors nandated
under the “digits of confusion” test. Such a rule would eviscerate the district
court's role as the finder of fact, and we decline to endorse it as a matter of
I aw.
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particularly given the statutory presunption that the substantially
conti nuous and excl usive use of a particular mark or dress for over
five years raises an i nference of secondary neani ng. Accordingly,
the district court correctly found that the product configuration
of the Anerican Classic M xmaster®warrants trade dress protection.
Second, the product configuration of the Anerican Classic
M xmaster®is not functional. Notw thstanding the incorporation of
certain functional features, the protected trade dress is the total
i mge and overall appearance of the Anerican C assic M xnmaster®.
Finally, the district court was entitled to find a |ikelihood
of confusion between the American Classic M xmaster® and the West
Bend m xers. While the use of manufacturers' |abels m ght dispel
any confusion, the district court is entitled to evaluate
conflicting evidence, and its factual determ nation regarding the
I'i kel i hood of confusionis not clearly erroneous. Accordingly, the
court did not err in concluding that Sunbeam has shown a
substantial |ikelihood of success on the nerits of its trade dress
infringement claim warranting a prelimnary injunction under the

Lanham Act .

L1,

West Bend argues that the prelimnary injunction is contrary
to the public interest, because trade dress protection for the
product configuration of the American Cassic M xmaster® woul d
grant a “permanent patent” on the key design features of the m xer.

This alarm st rhetoric is unfounded.
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As we have stated, trade dress protection of the “total inmage”
and “overal | appearance” of the Anerican C assic M xmaster® i s not
tantanount to protection of the isolated functional conponents,
which remain in the public domain absent protection by patent |aw
Therefore, trade dress protection of the American dassic
M xnmast er ® protects the whole, whichis greater than the sumof its
parts. Sunbeam “does not seek protection for individual elenents,
but for a particul ar conbi nati on of el enents which constitute trade
dress as a whole.” Taco Cabana, 932 F.2d at 11109.

The Lanham Act enbodies two strong countervailing policies:
protection of the proprietary interest in distinctive tradenarks,
m ni m zi ng consuner confusion and maxi m zi ng consuner confi dence,
versus fostering conpetition and its attendant econom c benefits.
Trademar k | aw accommodat es t hese countervailing public policies by
limting trademark protection to distinctive, non-functional marks.

In the instant case, therefore, the public interest cal culus
is subsunmed within the nerits of the trade dress infringenent
claim Because the product configuration of the Anerican C assic
M xmaster® is entitled to trade dress protection, it necessarily
follows that the prelimnary injunction serves the public interest.
| ndeed, trade dress protection of the Anerican Cl assic M xnmaster®

wll not frustrate conpetition, but will foster it.

| V.
West Bend attenpted to conply with the prelimnary injunction

by proposing a series of nodifications toits original stand m xer.
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Wth only two exceptions, the district court rejected these m xers,
nmodi fying the prelimnary injunction to include the new designs.
W need not consi der each subsequent design nodificationin detail,
as the district court possesses broad discretion to vindicate the
prelimnary injunction by prohibiting subsequent nodi fications that
do not nove a “safe distance” away fromthe trademark i nfringenent.
“I'n such a case as this, where the appellants have been found
guilty of infringing the trade-mark rights of others, they should
thereafter be required to keep a safe distance away from the
dividing line between violation of, and conpliance wth, the
injunction.” Eskay Drugs, Inc. v. Smth, Kline & French Labs.,
188 F.2d 430, 432 (5th Cir. 1951).7%

The “safe distance” rule vests broad discretion in the
district court, to ensure that the Lanham Act is not frustrated by
manuf acturers who seek to circunvent injunctions wth subsequent
nmodi fications. Accordingly, the “safe distance” rule permts the
court to issue injunctions that sweep even nore broadly than the
Lanham Act woul d permt agai nst a manufacturer who has not already
been found |iable for trademark infringenent. “'[A] conpetitive
busi ness, once convicted of wunfair conpetition in a given
particul ar, should thereafter be required to keep a safe distance
away from the margin lineSSeven if that requirenent involves a
handicap as conpared with those who have not disqualified

t hensel ves. Chevron, 659 F.2d at 705 (quoting Broderick & Bascom

27 See also J. Thomas McCarthy, MOCARTHY ON TRADEMARKS AND UNFAIR COMPETI TI ON
§ 30.13[1] (4th ed. 1997).
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Rope Co. v. Manoff, 41 F.2d 353, 354 (6th Cir. 1930)).28 Having

crossed the line of fair conpetition, a manufacturer nmay be ordered

to stand back fromit.

V.
In summary, the district court did not abuse its discretion by
issuing the prelimnary injunction. The order granting the

i njunction, accordingly, is AFFIRVED. 2°

28 Accord Conan Properties, Inc. v. Conans Pizza, Inc., 752 F.2d 145, 154
(5th Cir. 1985) (“When fashioning an injunctionin a suit such as this, the court
nust give careful considerationto the possibility that a defendant found to have
either infringed the plaintiff's mark or unfairly conpeted with the plaintiff
will nodify his behavior ever so slightly and attenpt to skirt the line of
perm ssi bl e conduct. Courts have responded to this problem by issuing broad
i njunctions that prohibit conduct that clearly infringes the plaintiff's mark as
wel | as conduct that ordinarily would not justify any relief.”).

2% G ven our conclusion that the preliminary injunction was justified under
t he Lanham Act, we need not consider whether it |ikew se was warranted under the
Federal Trademark Dilution Act, 15 U S.C. § 1125(c).
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