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Def endant Tour 18 |, Ltd. appeals the district court’s
judgnent that it infringed and diluted the plaintiffs’ service
mar ks and one of the three golf-hole designs at issue, and it
chal l enges the district court’s injunction as vague, punitive,

and overly broad. See Pebble Beach Co. v. Tour 18 |, Ltd., 942

F. Supp. 1513 (S.D. Tex. 1996). Plaintiffs Pebble Beach Co.;
Resorts of Pinehurst, Inc.; and Sea Pines Co., Inc. cross-appeal,
arguing that (1) the district court erroneously held that two of
the three gol f-hole designs at issue were not infringed or
diluted, (2) its injunction is inadequate to bar future
infringenment, and (3) its denial of an accounting of profits and
an award of attorneys’ fees was erroneous. See id. W affirm
the district court’s judgnent as nodified bel ow
. BACKGROUND

Def endant - appel | ant - cross-appel l ee Tour 18 |, Ltd. (Tour 18)
owns and operates a public golf course in Hunble, Texas naned
“Tour 18.” Tour 18 began life as a limted partnership that
subsequently nerged into Tour 18, Inc., which also owns and
operates a “Tour 18" public golf course in Flower Mund, Texas.
Tour 18 has created these two golf courses exclusively of golf
hol es copied from fanmous golf courses across the country. The

Tour 18 course in Hunble, Texas has three golf holes that are

1 For a nore extensive recitation of the facts, see the
district court’s opinion. Pebble Beach Co. v. Tour 18 I, Ltd.,
942 F. Supp. 1513, 1526-36 (S.D. Tex. 1996).
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copies of golf holes fromgolf courses owned and operated by
pl aintiffs-appell ees-cross-appel |l ants Pebbl e Beach Co. (Pebble
Beach); Resorts of Pinehurst, Inc. (Pinehurst); and Sea Pines
Co., Inc. (Sea Pines) (collectively, the Plaintiffs).

A. The Plaintiffs

The Plaintiffs’ public courses are all part of expensive,
destination golf resorts, which advertise nationally and draw
custoners from across the country, including Texas.? All three
courses have hosted prestigious professional golf tournanents,
many of which are nationally tel evised, and have been witten up
in nunmerous unsolicited articles, showering the courses with
praise. Al three courses are consistently ranked anong the top
golf courses in the United States.

Pebbl e Beach is |located in Pebble Beach, California. Tour
18 copied the fourteenth hole from Pebbl e Beach Golf Links, one
of five courses that Pebble Beach operates in the area. The
course is located along the scenic shore of the Pacific Ccean and
has been in operation since 1919. Geen fees to play the course
are $245 for the general public and $195 for guests staying at
the resort.

The district court described Pebble Beach’s par-five

fourteenth hole as a

2 Pebbl e Beach and Pi nehurst presented evidence that
approximately five percent of their custoners are Texas
resi dents.



dog-leg right that is ranked as Pebbl e Beach’ s nunber
one handicap hole, identifying it as the nost difficult
hole on the course. The 14th Hole is not adjacent to
the Pacific Ccean, but it provides golfers with a view
of the ocean fromthe tee box and while wal king from
the tee box to the green. Its fairway is lined with
tall cypress and oak trees. One of the nost notable
features of Hole 14 is the |arge sand bunker guardi ng
the left side of the green. In one of its brochures,
Tour 18 touts this bunker as “one of the nost critical
bunkers in golf.”

Pebbl e Beach, 942 F. Supp. at 1528. Wile the golf course is

fanmous, the fourteenth hole is not fanous anong golfers. It is
not the course’s signature hole® and is not enphasized in Pebble
Beach’ s advertisenents and pronotional material. Pebble Beach

owns an incontestable federal service-mark registration* in the

“Pebbl e Beach” mark for gol fing services, but does not have a

3 “A golf course uses a ‘signature’ hole as a ‘trademark
hole to advertise its course. Usually a signature hole has a
uni que design or beauty that sets the hole apart fromthe rest of
t he course and makes the hole nenorable.” Pebble Beach, 942
F. Supp. at 1528 n.5.

4 Where the owner of a registered service mark uses the
mark in connection with the services specified for five
continuous years after the registration date, the mark is deened
“Iincontestable.” See 15 U . S.C. 8 1065. Once a mark is
i ncontestable, its registration constitutes concl usive evidence
of the registrant's right to exclusive use of the mark in
comerce for the services specified, subject only to the seven
defenses enunerated in 15 U.S.C. 8§ 1115(b). See Soweco, Inc. v.
Shell &1 Co., 617 F.2d 1178, 1184 (5th Cr. 1980). 1In contrast,
where a registered service mark has not achi eved
incontestability, its registration constitutes prim facie
evidence of the registrant's exclusive right to use the mark in
comerce for the services specified in the registration. See id.
A contestable registration is subject to “any legal or equitable
defense or defect, . . . which m ght have been asserted if such
mar k had not been registered.” 15 U S.C. 8§ 1115(a); see also
Soweco, 617 F.2d at 1184.




federal trademark registration for, or a copyright or design or
utility patent on, the design of the fourteenth hole.

Pi nehurst is located in Pinehurst, North Carolina. Tour 18
copied the third hole fromthe Pinehurst No. 2 course, one of
seven courses Pinehurst operates in the area. The Pi nehur st
No. 2 course was designed by Donald Ross, who is considered one
of the greatest golf-course architects. The No. 2 course is
considered to be his nmasterpiece. The first nine holes of the
course began operation in 1903. Geen fees are $145.

The Pinehurst No. 2 course’s third hole is a par four with
“a natural area of sand interspersed with clunps of wire grass,
which is indigenous to the |ocal area, that extends between 200
and 300 yards along the right side of the fairway. Adjacent to
the natural area is a sand cart path.” 1d. at 1529. Wile the
golf course is fanobus anong golfers, the third hole is not. The
third hole is not the course’s signature hole, and Pinehurst does
not enphasi ze the hole in its advertisenents or other pronotional
material. Pinehurst owns a federal service-mark registration in
the “Pinehurst” mark for golf services, but does not have a
federal trademark registration for, or copyright or design or
utility patent on, the design of the third hole.

Sea Pines is |located on Hlton Head |sland, South Carolina.
Tour 18 copied the eighteenth hole from Harbour Town Gol f Links,
the nost fanobus of Sea Pines’s golf courses. The course was
desi gned by Pat Dye, a preem nent golf-course designer, and Jack
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Ni ckl aus, who is considered to be one of the greatest golfers of
all tinme and is also an acconplished gol f-course designer. The
course is distinguished by the presence of a |ighthouse behind
the eighteenth green. The course has been in operation since
1969, and construction of the |ighthouse was conpleted in 1970.
G een fees are $164.

The |ighthouse that can be seen from Harbour Town’s par-
three eighteenth hole

is octagonal in shape with red and white stri ping.

While the lighthouse is visible fromthe tee box and

fairway of the 18th Hole, it is not physically on the

golf course. The lighthouse is actually situated 100

feet fromthe 18th green across a small inlet of water

| eading to the Harbour Town marina. . . . [T]here was

testinony at trial that because of the location of the

I i ght house, many golfers use it as a target to line up

their tee shots. However, according to [the devel oper

of the course], his placenent of the |ighthouse in

relation to the 18th hole was not to create a target

for golfers, but to guarantee exposure for the

I'i ght house on tel evision during professional

t our nanent s.
ld. at 1530. Sea Pines’'s predecessors built the |ighthouse and
| ater sold the physical structure to another conpany in 1984,
whi ch then sold it to Prudential Bache-Fogel man Properties
(Fogelman). Sea Pines entered into a licensing agreenent with
Fogel man to all ow Fogel man to use depictions of the |ighthouse.

The ei ghteenth hol e of Harbour Town Golf Links is one of the
nmost fanous holes in golf and is the course’s signature hole.
Sea Pines enphasi zes the hole in Harbour Town’ s advertisenents

and pronotional materials. The |lighthouse’'s association with the



hole has led to the hole commonly being referred to as the

“Li ght house Hole.” Sea Pines does not own a federal service-nmark
registration for the “Harbour Town” mark. The design of the

i ght house is not protected by a copyright or design or utility
patent. Sea Pines does not own a federal service-mark
registration for the |Iighthouse for golfing services. The design
of the eighteenth hole is not protected by a copyright or design
or utility patent; nor does Sea Pines own a federal trademark
registration for the design of the eighteenth hole.

B. The Def endant

In 1992, Tour 18 opened its golf course in Hunble, Texas.
The course consists of a collection of replica golf holes from
si xteen fanous golf courses. The first hole is a replica of the
ei ghteenth hol e of Harbour Town Golf Links including a smaller
scal e, nonfunctioning replica lighthouse. The third hole is a
replica of the third hole of the Pinehurst No. 2 course, and the
thirteenth hole is a replica of the fourteenth hole of Pebble
Beach Golf Links. The Flower Mund, Texas Tour 18 course has a
replica of the Harbour Town ei ghteenth hole including |Iighthouse
as its seventh hole. These replica golf holes were created using
t opogr aphi ¢ maps procured fromthird parties and vi deot apes of
the gol f hol es.

Tour 18 markets itself as “America’s G eatest 18 Holes.” It

pl aces advertisenents in regional and national publications. In



advertisenents and pronotional materials, Tour 18 identifies the
golf holes that it has copied by using the trademarks of the
original courses and refers to the golf holes by commobn ni cknanes
i ke the “Lighthouse Hole,” the “Blue Mnster,” and “Anmen
Corner.” It uses the Plaintiffs’ marks, “Pebble Beach,”

“Pi nehurst,” “Harbour Town,” and depictions of the |ighthouse,
extensively in its advertisenents and pronotional materials.
These materials regularly include pictures of Tour 18 s replica

I i ght house. The Tour 18 scorecard includes the Plaintiffs’ marks
to identify the replica golf holes. For exanple, “Pebble Beach
14” is printed next to the nunber 13. A picture of the replica

I i ght house appears on the back of the scorecard. Tour 18 s
yardage guide has a picture of its replica |lighthouse on the
cover and contains descriptions of the golf holes and the history
of each copied golf hole. Signage at each hole indicates the
gol f hole that has been copi ed and describes the original hole.
The sign at the Harbour Town replica refers to it as “The

Li ght house Hole.” Additionally, Tour 18 uses the Plaintiffs’
marks on its nenu at its restaurant, offering “The Harbour Town”
hanmburger, “The Pinehurst” tuna sal ad, and “Pebbl e Beach” French
t oast .

Tour 18 includes disclainers on the course and in sone
advertisenents and pronotional material. On its scorecard and in
its yardage guide, Tour 18 includes the follow ng disclainer:
“The design of this course was inspired by great holes from 16
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different golf courses. None of the courses endorse, sponsor, or
are affiliated with Tour 18.” The sane disclainer is on a sign
at the first tee. Additional simlar disclainmers are on signs at
each golf hole stating, for exanple, “The design of this hole was
inspired by the fanous 14th Hol e at Pebbl e Beach. Tour 18 is not
affiliated with, endorsed, or sponsored by Pebble Beach.” A
pronoti onal brochure with pictures of the replica golf holes
contains the Plaintiffs’ marks on the pictures of each replica
golf hole and a notice below the |ast photo stating: “Actual
Phot ogr aphs taken at TOUR 18- Houston.” However, several
advertisenents and pronotional materials do not contain any

di sclainmers. For exanple, an issue of Metro Houston Golfer has a

picture of the replica lighthouse on its cover and a detailed
Tour 18 advertisenent inside, but includes no disclainmer in the
magazi ne. Also, a Tour 18 mailer which includes a | arge draw ng
of the replica lighthouse with the phrase “Harbour Town Col f

Li nks-the Lighthouse Hole” w thout any disclainer.

Tour 18 charges green fees of $55 during the week and $75 on
weekends. Wiile not as expensive as the green fees at the
Plaintiffs’ courses, these green fees are higher than the average
green fees at conparable daily-fee courses in the Houston area.

C. District Court Proceedi ngs

The Plaintiffs filed suit against Tour 18 asserting federal

cl ai n8 under the Lanham Act, 15 U.S.C. 88 1051-1127, for service-



mark and trade-dress infringenment, unfair conpetition, and fal se

advertising. See Pebble Beach, 942 F. Supp. at 1526. Under

Texas law, the Plaintiffs asserted clains for common-|aw unfair
conpetition, conversion, and civil conspiracy and for service-
mark and trade-dress dilution under the Texas anti-dilution
statute, see TeEx. Bus. & Cov CobE ANN. 8§ 16.29 (Vernon Supp. 1998).
Pebbl e Beach al so asserted a claimfor copyright infringenent

based upon maps used by Tour 18. See Pebbl e Beach, 942 F. Supp.

at 1526. Tour 18 counterclai ned under Texas common | aw for
unfair conpetition, interference with existing and prospective
busi ness relations, and civil conspiracy. See id.

After a bench trial, the district court issued an
excel l ent opinion and entered judgnent for the Plaintiffs on
their infringenent, dilution, and unfair conpetition clains in
relation to Tour 18 s use of their nanes and the i mge of the
i ght house, and the court entered judgnent for Sea Pines in
relation to Tour 18 s copying of its golf-hole design. See id.
at 1554, 1561, 1567. The district court entered judgnent for
Tour 18 on the remainder of the Plaintiffs’ clains and entered
judgnment for the Plaintiffs on all of Tour 18 s counterclains.
See i1d. at 1561-63, 1567-71. The district court denied the
Plaintiffs requests for danmages, an accounting of profits, and
attorneys’ fees, but it entered an injunction against Tour 18
requiring it to (1) cease using Pebble Beach and Pinehurst’s
mar ks, except to informthe public of the golf holes it copied,
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(2) cease using Sea Pines’s marks and i mages of the |ighthouse,
W t hout any exceptions; (3) renove the replicas of Sea Pines’s
| i ght house fromboth of its courses; (4) include a conspicuous
disclainmer in all advertisenents, pronotional material, and
i nformational guides; (5) maintain the disclainers on the course;
and (6) nmake no clains of use of original blueprints, maps, or
other data in the construction of the course without a
disclainer. See id. at 1571-78. The district court has
partially stayed the injunction pending appeal in relation to the
requi renent of renoving the replica |Iighthouses. Tour 18 and the
Plaintiffs now appeal .
1. DI SCUSSI ON

Tour 18 appeals the district court’s judgnent that it
infringed and diluted the Plaintiffs’ service marks and Sea
Pines’s trade dress and that it conpeted unfairly. Tour 18 also
appeal s the district court’s injunction, claimng that it is
overly broad, punitive, and vague. The Plaintiffs cross-appeal
the district court’s judgnent that Tour 18 did not infringe or
di l ute Pebbl e Beach and Pinehurst’s trade dress, its injunction
as providing inadequate relief, and its denial of an accounting
of profits and an award of attorneys’ fees. W consider each
issue in turn

A. I nfringenent

For the Plaintiffs to prevail on their service-mark and
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trade-dress infringenent clains, they nust show (1) that the mark
or trade dress, as the case nmay be, qualifies for protection and
(2) that Tour 18 s use of the mark or trade dress creates a

I'i kelihood of confusion in the mnds of potential consuners. See

Taco Cabana Int’'l, Inc. v. Two Pesos, Inc., 932 F.2d 1113, 1117-

18 (5th Gr. 1991), aff’'d, 505 U S. 763 (1992); Security Cr.

Ltd. v. First Nat’'l Sec. Grs., 750 F.2d 1295, 1298 (5th Cr

1985). A trademark or service mark is “any word, nanme, synbol
or device or conbination thereof” used by a person to “identify
and di stinguish his or her goods [or services], including a

uni que product [or service],” fromthe goods or services of
another and “to indicate the source of the goods [or services],
even if that source is unknown.” 15 U.S.C. § 1127. *“*Trade
dress’ refers to the total inmage and overal |l appearance of a
product” and “may include features such as the size, shape,
color, color conbinations, textures, graphics, and even sal es

techni ques that characterize a particular product.” Sunbeam

Prods., Inc. v. West Bend Co., 123 F.3d 246, 251 & n.3 (5th Cr.

1997), cert. denied, 118 S. C. 1795 (1998). Wth trade dress,

the question is whether the “conbination of features creates a
distinctive visual inpression, identifying the source of the
product.” 1d. at 251 n.3.

The sane tests apply to both trademarks and trade dress to
determ ne whether they are protectible and whet her they have been
infringed, regardless of whether they are registered or
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unregi stered. See Two Pesos, Inc. v. Taco Cabana, Inc., 505 U S

763, 768-70, 773-74 (1992); see also Sunbeam Prods., 123 F.3d at

251 n.4. Both are protectible if they are inherently distinctive
or have achi eved secondary neaning in the public’'s mnd--i.e., if

the trade dress or mark “‘has cone through use to be uniquely

associated with a specific source.”” Sunbeam Prods., 123 F. 3d at

253 (quoting Two Pesos, 505 U.S. at 766 n.4); see also Sicilia Di

R Biebow & Co. v. Cox, 732 F.2d 417, 425 n.4 (5th Cir. 1984).°

However, trade dress is not protectible and cannot be distinctive
if it is functional--i.e., if the design “is one of alimted
nunber of equally efficient options avail able to conpetitors and
free conpetition would be unduly hindered by according the design
trademark protection.” Two Pesos, 505 U S. at 775; see also

Sicilia D R Biebow, 732 F.2d at 428-29. Once a plaintiff’s

mark or trade dress is found to be protectible, liability for
trademark and trade-dress infringenent hinges upon whether a
I'i kel i hood of confusion exists in the mnds of potenti al
consuners as to the source, affiliation, or sponsorship of the
def endant’ s product or service due to the use of the allegedly

infringing marks or trade dress. See Society of Fin. Exanmirs v.

National Ass’'n of Certified Fraud Examirs, Inc., 41 F.3d 223, 227

(5th Gr. 1995); Oeck Corp. v. U S Floor Sys., Inc., 803 F.2d

166, 170 (5th Cir. 1986).

> See footnote 4, supra, for the procedural effect of
registration upon a mark’s protectibility.
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1. Standard of review

W review the district court’s concl usions of | aw de novo

and its findings of fact for clear error. See Joslyn Mg. Co. v.

Koppers Co., 40 F. 3d 750, 753 (5th GCr. 1994). Under the clear

error standard, we will reverse the district court only if we
have a “definite and firmconviction that a m stake has been

commtted.” B.H Bunn Co. v. AAA Repl acenent Parts Co., 451 F.2d

1254, 1260 (5th Gr. 1971) (internal quotation marks omtted).
However, “the ‘clearly erroneous’ standard of review does not
i nsul ate factual findings prem sed upon an erroneous Vi ew of

controlling legal principles.” Johnson v. Hospital Corp. of Am,

95 F.3d 383, 395 (5th Cr. 1996) (citing Johnson v. Uncle Ben’'s,

Inc., 628 F.2d 419, 422 (5th Cr. 1980), vacated on other
grounds, 451 U. S. 902 (1981)). The functionality,

di stinctiveness, or secondary neaning of a mark or trade dress
and the existence of a |likelihood of confusion are questions of

fact. See Elvis Presley Enters. v. Capece, 141 F.3d 188, 196

(5th Gr. 1998) (likelihood of confusion); Epic Metals Corp. v.

Souliere, 99 F.3d 1034, 1037 (11th G r. 1996) (functionality);

Security CGr., 750 F.2d at 1297-98 (distinctiveness); Anerican

Heritage Life Ins. Co. v. Heritage Life Ins. Co., 494 F.2d 3, 13

(5th Gr. 1974) (secondary neaning); see also 1 J. THovAS McCARTHY
MCcCARTHY ON TRADEMARKS AND UNFAIR COMPETITION 8 7:71 (4th ed. 1998)

[ herei nafter McCARTHY ON TRADEMARKS] (functionality).
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2. Protectible marks and trade dress

The district court considered the Plaintiffs’ marks, “Pebble
Beach,” “Pinehurst,” and “Harbour Town,” and the inmage of the

I'i ght house and found themto be protectible. See Pebble Beach,

942 F. Supp. at 1537-41. In the case of the design of the three
golf holes, the district court determ ned that the configuration
of a golf hole is nonfunctional, but it found that only Sea
Pines’s gol f-hole design was protectible. See id. at 1555-61
Tour 18 challenges only the district court’s findings that the
Sea Pines’s golf-hole design is protectible and that Sea Pines
has protectible rights in the Iighthouse. Tour 18 does not
chal l enge the district court’s finding that the Plaintiffs’ other
mar ks are protectible. The Plaintiffs challenge the district
court’s finding that Pebble Beach and Pi nehurst’s gol f-hole
designs are not protectible. W consider the golf-hole designs
and the |ighthouse in turn.

a. gqolf-hol e designs

Turning first to the district court’s traditional trade-
dress analysis of Tour 18's challenge to the protectibility of
the designs of the Plaintiffs’ golf holes, Tour 18 attacks the
district court’s findings that a golf-hole design is
nonfunctional and that Sea Pines’'s golf-hole design is
protectible inthat it is inherently distinctive or alternatively

has acquired secondary neaning. The Plaintiffs challenge the
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district court’s findings that Pebble Beach and Pi nehurst’s golf
holes are not inherently distinctive and are therefore
unprotectible, but they do not challenge its finding that neither
gol f-hol e design has acquired secondary neani ng.

i. functionality

The Lanham Act protects only nonfunctional distinctive trade
dress; this limtation “serves to assure that conpetition wll
not be stifled by the exhaustion of a limted nunber of trade
dresses.” Two Pesos, 505 U S at 775. “[A] designis legally
functional, and thus unprotectible, if it is one of alimted
nunber of equally efficient options avail able to conpetitors and
free conpetition would be unduly hindered by according the design

trademark protection.” 1d. (citing Sicilia DO R Bi ebow, 732

F.2d at 426); see also Sunbeam Prods., 123 F. 3d at 251 n.6. “The

ultimate inquiry . . . is whether characterizing a feature or
configuration as protected wll hinder conpetition or inpinge
upon the rights of others to conpete effectively in the sale of
goods.” 1d. at 255 (internal quotation marks omtted) (quoting

Sicilia D R Biebow, 732 F.2d at 429). Thus, functionality

“secures for the marketplace a |atitude of conpetitive

alternatives,” Taco Cabana, 932 F.2d at 1119, and “bal anc[ es]

the interest in facilitating innovation against the interest in

fostering conpetition in the free market,” Sunbeam Prods., 123

F.3d at 255.
A collection of functional features in a product design does
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not necessarily nmake the conbination of those features functional

and therefore unprotectible. See Sunbeam Prods., 123 F. 3d at

256: Taco Cabana, 932 F.2d at 1119. \Were the trade dress of a

product consists of a particular configuration of features, the
functionality of the design turns on “whether its design as a

whol e is superior to other designs, not on whether its conponent

features viewed individually each have a function.” Vaughan M q.
Co. v. BrikamlInt'l, Inc., 814 F.2d 346, 350 (7th G r. 1987)
(enphasi s added). In determ ning whether conpetition would be

stifled, we have consi dered whether the feature or combi nati on of
features is “superior or optimal in ternms of engineering, econony
of manufacture, acconmmpbdation of utilitarian function or

performance.” Sicilia DI R Biebow, 732 F.2d at 429; see also

Sunbeam Prods., 123 F.3d at 255. The Suprene Court has stated

the question nore generally as whether the trade dress is
““essential to the use or purpose of the article or if it affects
the cost or quality of the article,” that is, if exclusive use of
the feature would put conpetitors at a significant non-

reputation-rel ated di sadvantage.” Qualitex Co. v. Jacobson

Prods. Co., 514 U S. 159, 165 (1995) (quoting Inwood Lab., Inc.

v. lves Lab., Inc., 456 U S. 844, 850 n.10 (1982)).

The district court determ ned that the gol f-hole designs at
i ssue here are nonfunctional, noting that there is an “unlimted
nunber of alternative designs” to the Plaintiffs’ golf-hole
designs and that no evidence indicated that the Plaintiffs’
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designs are superior to the many avail able alternatives. See

Pebbl e Beach, 942 F. Supp. at 1556. |In finding that conpetition

woul d not be hindered by protecting the Plaintiffs’ golf-hole
designs, the district court noted that one of Tour 18 s experts
testified that protecting the design of the golf holes from
copyi ng woul d not unduly injure conpetition and that Tour 18 s
director of marketing testified that a golf course need not copy
gol f-hole designs in order to be conpetitive in the Houston
market. See id.

Tour 18 first attacks the district court’s finding that golf
hol es are nonfunctional by defining its product as a golf course
that provides replicas of fanmous golf holes. It clains that such
a product requires that it be able to copy fanmous golf holes in
order to have any commercial success in delivering its product: a
course copying fanous golf holes. Wile Tour 18 s product may be
a golf course the comercial success of which has been based upon
copying golf holes, it nevertheless is still just a collection of
golf holes. Features that contribute to the comercial success
of a product are not thereby necessarily classed as functional.

In Sicilia DO R Biebow, this court rejected the argunent that

functionality should be defined in terns of commercial success or

mar keti ng effectiveness because such a definition would all ow a

second coner to copy the protectible trade dress of a product

whenever the product becane successful and preferred by

consuners. See 732 F.2d at 428. Tour 18 argues that in Qualitex
18



the Supreme Court overruled this holding with its citation of

Justice White's concurrence in | nwod Laboratories, which stated

that “[a] functional characteristic is an inportant ingredient in

the comercial success of the product.” See Qualitex, 514 U. S.

at 165 (internal quotation marks omtted) (quoting | nwood Lab.

456 U. S. at 863 (Wite, J., concurring in the result)). However,
these two statenents are not inconsistent. Justice Wite's
statenent is nerely an acknow edgnent that a functional feature
is by definition inportant to the commercial success of a product
because without the functional feature a viable, conpetitive
product could not be produced and because conpetition would be
injured if such a feature were protectible by trademark law. The
converse, however, is not true. To define functionality based
upon commerci al success would allow the second coner to trade on
the first comer’s goodw I |I, purely because it would be easier to
mar ket his product and not because he could not produce a viabl e,
conpetitive product. Such a rule does not pronote innovation,
nor does it pronote conpetition, |eaving no reason to narrow
trademark protection. The logical extension of this argunment
woul d practically obliterate trademark protection for product
desi gn because a defendant could always argue that its innovative
product is a widget that provides a replica of the nost popul ar
or nost prestigious wdget on the market, thus requiring that the
def endant be all owed w thout further analysis to copy the
plaintiff’s w dget.
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Tour 18 then argues that every feature of a golf hole and
howit is configured affects how the hol e plays, naking any golf-
hol e design functional. Wthout citing any authority, Tour 18
urges a rule that a feature or configuration of features is
functional unless “a specific design can be nade anot her way
W t hout affecting use, purpose, cost, quality or conmerci al
desirability.” This rule is nmuch broader than any applied in
this circuit or by the Suprene Court and coul d conceivably render
any design functional because any change woul d undoubt edl y
sonehow affect cost, use, or commercial desirability.
Additionally, the Suprenme Court limted its statenent that trade
dress is functional if the trade dress is essential to the use or
pur pose of the product or affects the cost or quality of the
product with the follow ng | anguage: “that is, if exclusive use
of the features [or conbination of features] would put
conpetitors at a significant non-reputation-rel ated
di sadvantage.” Qualitex, 514 U. S. at 165. This | anguage nakes
it clear that any effect nust be great enough to significantly
di sadvant age conpetitors in ways other than consuner preference
for a particular source.

Next, Tour 18 contends that Qualitex inposes as a threshold
inquiry in the functionality analysis the question of whether the
trade dress serves “any other significant function.” See 514
U S at 166. It argues that this question nust be considered

before concerns of conpetition and available alternative designs
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can be addressed. This is a msreading of Qualitex, which held
that, in certain circunstances, color can be a registerable
trademark. See id.. Were the Suprene Court uses the | anguage
“W thout serving any other significant function,” it is stating
that col or alone nay sonetinmes neet the basic | egal requirenents
for use as a trademark. See id. at 166 (citing PATENT AND TRADEMARK
OFFice, U.S. DeP' T oF COWERCE, TRADEMARK MANUAL OF EXAM NI NG PROCEDURE

8§ 1202.04(e), at 1202-13 (2d ed. May 1993) (approving
registration of a color that indicates source, provided that
“there is [no] conpetitive need for colors to remain available in
the industry” and the color is not “functional”), and 1 J.
McCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COVPETITION 88 3.01[ 1], 7. 26,
at 3-2, 7-113 (3d ed. 1994) (noting that the requirenents for
protecting a word or synbol as a trademark are that it be (1) a
synbol (2) used as a mark (3) to identify and distinguish one’s
goods, but that it not be functional)). This |anguage in
Qualitex, as supported by its acconpanying citations, is just
anot her way of stating that functionality, with its consideration
of the needs of conpetition, bars Lanham Act protection to
functional features and configurations, which by definition serve

a significant function other than source-identification. As

noted earlier, functionality takes into account whet her
protecting a particular feature or conbination of features would
“hi nder conpetition or inpinge upon the rights of others to

conpete effectively.” See Sunbeam Prods., 123 F.3d at 255
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(internal quotation marks omtted). Therefore, Qualitex does not
create a threshold inquiry in the functionality anal ysis.

Addi tionally, we have held that nonfunctional trade dress may
still have sone utility--i.e., serve a function other than
source-identification--and still be legally nonfunctional. See

Sicilia DO R Biebow, 732 F.2d at 429.

Havi ng rejected Tour 18 s challenges to the district court’s
anal ysis, and after reviewi ng the evidence, we find that the
district court did not clearly err in finding that the
Plaintiffs’ gol f-hole designs are nonfunctional.?

i di sti nctiveness

Trademar ks and trade dress are distinctive and protectible

if they serve as indicators of source. See Taco Cabana, 932 F. 2d

at 1119-20. Tradenmarks and trade dress are classified into the

follow ng categories: (1) generic, (2) descriptive, (3)

6 Tour 18 also argues that the district court failed to
consider the aesthetic functionality of a golf hole. This
circuit has rejected the doctrine of aesthetic functionality.

See Sno-Wzard Mqg., Inc. v. Eisemann Prods. Co., 791 F.2d 423,
426 n.3 (5th Gr. 1986); Sicilia DI R Biebow, 732 F.2d at 428-
29. Tour 18 argues that the Suprene Court acknow edged aesthetic
functionality in Qualitex with its reference to aesthetic
functionality and the Restatenent (Third) of Unfair Conpetition.
See Qualitex, 514 U. S. at 170 (citing RESTATEMENT ( THIRD) OF UNFAIR
CowETITION 8§ 17 cnt. c., at 175-76 (1995)). However, the ultinmate
inquiry in aesthetic functionality is the sane as utilitarian
functionality: “‘whether the recognition of trademark rights
woul d significantly hinder conpetition.”” 1d. (quoting
RESTATEMENT, supra, 8 17 cnt. c.). Wthout deciding the viability
of aesthetic functionality in this circuit, we note that, based
upon the testinony of Tour 18 s witnesses that protecting the

gol f-hol e desi gns woul d not burden conpetition, the golf-hole
designs at issue are not aesthetically functional.
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suggestive, (4) arbitrary, or (5) fanciful. See Two Pesos, 505

US at 768 (citing Abercronbie & Fitch Co. v. Hunting Wrld,

Inc., 537 F.2d 4, 9 (2d Gr. 1976)); Sunbeam Prods., 123 F.3d at

252. The last three categories--suggestive, arbitrary, and
fanciful --are inherently distinctive, requiring no additional
showi ng to be protectible, “‘because their intrinsic nature

serves to identify a particular source of a product.’” Sunbeam
Prods., 123 F. 3d at 252 (quoting Two Pesos, 505 U.S. at 768). A
mark or trade dress is descriptive if it “identifies a
characteristic or quality of an article or service, such as its

col or, odor, function, dinensions, or ingredients.” Zatarains,

Inc. v. Gak Grove Snokehouse, Inc., 698 F.2d 786, 790 (5th Cr.

1983) (citations and internal quotation marks omtted). A
descriptive mark or trade dress is protectible only when it has
“acquir[ed] a secondary neaning in the mnds of the consum ng
public.” Id. A generic mark or trade dress is never protectible
because it connotes “a particular genus or class of which an
i ndi vidual [product] or service is but a nenber . . . , rather
than the nore individualized characteristics of a particular
product.” 1d. (citations and internal quotation marks omtted).
The district court found that Pebble Beach and Pinehurst’s
gol f-hol e designs were not inherently distinctive because they
were variations on commonpl ace thenes in the design of golf

hol es. See Pebbl e Beach, 942 F. Supp. at 1557-58. Sea Pines’s

gol f-hol e design, however, is inherently distinctive according to
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the district court because the incorporation of the Iighthouse
adds an “arbitrary source-identifying feature[].” 1d. at 1558.
Additionally, the district court determ ned that Sea Pines’s

gol f-hol e design had acquired secondary neaning in the public’s
mnd. See id. at 1561. As to Pebble Beach and Pi nehurst’s golf-
hol e designs, the district court found no evidence to support a
conclusion that either design had acquired secondary neani ng.

See id. at 1560-61.

The Plaintiffs argue that the district court should have
found Pebbl e Beach and Pinehurst’s golf holes to be inherently
distinctive. However, Pebble Beach and Pinehurst’s golf-hole
designs do not fall into any of the three inherently distinctive
classifications. Arbitrary and fanciful marks or trade dress
“bear no relationship to the products or services to which they
are applied.” Zatarains, 698 F.2d at 791. The trade dress of
Pebbl e Beach and Pi nehurst’s golf holes is a configuration of
comonpl ace features of a golf hole and therefore does bear a
relationship to the product, a golf hole. A suggestive mark or
trade dress “suggests, rather than describes, sonme particul ar
characteristic of the goods or services to which it applies and
requi res the consuner to exercise the inmagination in order to
draw a conclusion as to the nature of the goods and services.”
Id. The configurations of the features in Pebble Beach and
Pi nehurst’s gol f-hol e designs create golf hol es and not hing nore.
They require no exercise of one’s inmagination to realize that one
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is viewwng a golf hole. Therefore, the district court did not
clearly err in finding that Pebble Beach and Pi nehurst’s golf-
hol e designs were not inherently distinctive.’

Tour 18 argues that Sea Pines’s golf-hole design is not
protectible because a golf hole’s trade dress is generic and
because, even if it is descriptive, the Plaintiffs failed to
present evidence that denonstrates that Sea Pines’s trade dress
has acquired secondary neaning. 1In general, a golf hole s trade
dress may be generic, but Sea Pines’s inclusion of the
distinctive lighthouse in the design of the golf hole takes it
out of the generic classification because it enphasizes the

“individualized characteristics” of this particular golf-hole

" The Plaintiffs argue that their gol f-hole designs are
uni que and therefore inherently distinctive, urging us to equate
uni queness with inherent distinctiveness. However, sonething
that is inherently distinctive is unique, but the converse is not
necessarily true. A product may be uni que and yet fail to be
sufficiently distinctive to indicate source. See 1 MCARTHY ON
TRADEMARKS, supra, 8§ 8:13, at 8-35 to 8-36 (“A product or package
feature is not inherently distinctive nerely because there is no
ot her product on the market that | ooks exactly the sane.”). |If
uni queness were the test, then

[ p]resumably, it could be said about the trade dress of
any new product that no conpetitive product conbines
precisely the sane elenents in its trade dress.

[ Such a test] essentially would require a finding of

i nherent distinctiveness whenever a new product enters
t he market.

Turtle WAX, Inc. v. First Brands Corp., 781 F. Supp. 1314, 1321
(N.D. I'l'l. 1991) (citing Blue Coral, Inc. v. Turtle Wax, Inc.,
664 F. Supp. 1153, 1163 (N.D. Ill. 1987)); see also Duraco
Prods., Inc. v. Joy Plastic Enters., 40 F.3d 1431, 1447-48 (3d
Cir. 1994). Thus, uniqueness al one cannot be the test for

i nherent distinctiveness.
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design rather than connoting golf holes in general. See
Zatarains, 698 F.2d at 790. Therefore, the district court did
not clearly err in finding that Sea Pines’ s gol f-hole design was
not generic.

As Sea Pines’s golf-hole design is not generic, it is
protectible if it has acquired secondary neaning.® That a
particular mark or trade dress has acquired secondary neani ng can
be proven by a consideration of the follow ng evidence: (1)
| ength and manner of use of the mark or trade dress, (2) volune
of sales, (3) anount and nmanner of advertising, (4) nature of use
of the mark or trade dress in newspapers and nmagazi nes, (5)
consuner -survey evidence, (6) direct consuner testinony, and (7)
the defendant’s intent in copying the trade dress. See

RESTATEMENT, supra, 8 13 cnt. e; see also Duraco Prods., 40 F. 3d at

1452; Zatarains, 698 F.2d at 795; 2 MCARTHY ON TRADEMARKS, Supra,

8§ 15:30. While each of these types of evidence al one may not
prove secondary neaning, in conbination they may indicate that
consuners consider the mark or trade dress to be an indicator of

source. See Zatarains, 698 F.2d at 795. 1In considering this

evidence, the focus is on how it denonstrates that the neaning of

8 The district court found that the inclusion of the
| i ght house made such a significant difference that Sea Pines’s
gol f-hole design is inherently distinctive and thus by definition
not generic. See Pebble Beach, 942 F. Supp. at 1558-59. W need
not consi der whether Sea Pines’'s golf-hole design is inherently
distinctive because we affirminfra the district court’s finding
that the gol f-hole design has acquired secondary neani ng. See
Sunbeam Prods., 123 F.3d at 252-53.
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the mark or trade dress has been altered in the m nds of
consuners. See id. For exanple, in the case of advertising,
spendi ng substantial anpunts of noney does not of itself cause a
mark or trade dress to acquire secondary neani ng, but

advertisenents may enphasi ze “the source significance of the

desi gnation through prom nent use of the [mark or trade dress]”
and are therefore likely to alter the neaning of the mark or
trade dress in the mnds of consuners. See RESTATEMENT, Ssupra,

§ 13 cnt. c, at 110.

The district court based its finding of secondary neani ng
upon Sea Pines’s extensive advertising; unsolicited publicity of
the trade dress of Sea Pines’s golf hole, including the
i ght house, in golf publications; and Tour 18 s intent to copy
and use the trade dress promnently in its advertising. See

Pebbl e Beach, 942 F. Supp. at 1559-61. Tour 18 argues that the

district court erred in relying upon the advertising and
publicity because they touted the design of the golf hole for its
pl ayi ng qualities and not as a designation of source. Wile sone
of Sea Pines’s advertising and publicity does pronote the

pl ayability of the golf hole, the trade dress of Sea Pines’s golf
hole, including the lighthouse, is promnently used in the
advertising and the publicity of the Harbour Town Golf Links in a
manner other than sinply to pronote the playing qualities of the
golf hole. See id. at 1559-60. Therefore, the district court
did not clearly err in finding that Sea Pines’' s trade dress had
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acqui red secondary neani ng.?®

b. the |ighthouse

Tour 18 does not challenge the protectibility of depictions
of the lighthouse; rather, it challenges Sea Pines’s rights in

the lighthouse. Tour 18 argues that Sea Pines no | onger has any

® Tour 18 also argues that it presented survey evi dence
indicating that the Plaintiffs’ gol f-hole designs had not
acqui red secondary neaning in the mnds of consuners. Through
the testinony of an expert, Tour 18 presented a survey of the
public’s reactions to pictures of the Plaintiffs’ golf holes.
The survey was entitled “An Investigation of the ‘Inherent
Di stinctiveness’ of Selected Golf Holes.” During its expert’s
testi nony about the survey, Tour 18 s counsel asked if the expert
had an opinion as to whet her Pebble Beach or Pinehurst’s golf-
hol e desi gns had acquired secondary neani ng. Tour 18 s counsel
did not ask the sane question about Sea Pines’s golf-hole design.

This omssion inplies either that the survey was not
probative in relation to whether Sea Pines’s golf-hole design had
acqui red secondary neaning or that the survey woul d have
supported a finding of secondary neaning, an inference not in
Tour 18 s interests. Tour 18 chose not to present the survey as
probative of whether Sea Pines’s trade dress had acquired
secondary neaning as evidenced by the omtted question and by its
failure to argue no secondary neaning for the Sea Pines’s golf-
hole design in its closing argunent, and we therefore do not find
error in the district court’s failure to factor in the survey as
to this issue. Additionally, the survey showed that nine percent
of active golfers surveyed identified Sea Pines’s golf hole in a

way indicating source--e.g., “legendary |light house hole, a
golf course in Hlton Head, S.C.,” and “18th hol e harbor [sic]
town.” Wiile this may not be enough to establish secondary

meaning on its own, see, e.qg., Roselux Chem Co. v. Parsons
Ammoni a Co., 299 F.2d 855, 862 (C.C.P. A 1962) (finding 10%to be
insufficient to establish secondary neaning); Zippo Mg. Co. v.
Rogers I nports, Inc., 216 F. Supp. 670, 689-90 (S.D. N Y. 1963)
(finding 25%to be insufficient); see also 2 MCARTHY ON TRADEMARKS,
supra, 8 15:45 n.9 (cautioning against using 25% as a benchmark),
it does not negate the showi ng nade by the Plaintiffs,
establishing that Sea Pines’s trade dress has acquired secondary
meani ng t hrough evidence of Sea Pines’s advertising, unsolicited
publicity, and Tour 18 s intent.
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rights in the lighthouse because (1) it does not own the

i ght house and (2) by its course of conduct, it has abandoned the
i ghthouse as a mark. In response to the first argunent, we
adopt the reasoning of the district court:

The Lanham Act does not require a party to “own” a
word, synbol, or other identifying mark before it may
be granted protection frominfringenent. Rather, al
that is required is that a party “use” the mark in
comerce to identify its services and distinguish them
fromthe services of others. 15 U S.C. § 1127; see

[ Boston Prof’l Hockey Ass’'n v. Dallas Cap & Enbl em
Mg., Inc., 510 F.2d 1004, 1014 (5th Cr. 1975)]
(noting that under trademark law, a party acquires
rights to a synbol in the public domain through use of
the mark and the public’s association of the mark with
t he user).

Id. at 1541 (footnote omtted); see also 1 McCARTHY ON TRADEMARKS,
supra, 8 7:100-:101. Tour 18 styles its argunment as attacking
Sea Pines’'s interest in the structure of the lighthouse itself
and not in the inmage of the |ighthouse, arguing that the only
connection between the golf course and the |ighthouse is that the
I i ght house can be seen fromthe course. However, Harbour Town
Gol f Links was built by the sanme entity that constructed the

I i ght house and the evidence denonstrates that the placenent and
design of the course and the |ighthouse were specifically
designed to create the relationship between the course and the

i ghthouse. This is not a case where the only connection is the
coi nci dence of proximty or |ocation. The connection between the
course and the lighthouse is nuch greater and dates back to the

conception of both. Sea Pines has used depictions of the
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lighthouse in relation to golfing services since 1969, and the
district court did not clearly err in finding that the |ighthouse
has achi eved secondary neaning in relation to golfing services in
the m nds of consuners. The sale of the |ighthouse to Fogel man’s
predecessor, while reserving trademark rights in depictions of
the Iighthouse, does not alter this finding.

In relation to abandonnent, Tour 18 argues that Sea Pines’s
failure to police third-party uses of the |lighthouse as a mark
has caused the mark “to lose its significance as a mark,” thus
constituting abandonnent under 15 U. S.C. § 1127. As Tour 18
argues, this form of abandonnent does not require any intent to
abandon on the part of Sea Pines. See id.; RESTATEMENT, supra,

§ 30 cmt. c; 2 MCARTHY ON TRADEMARKS, supra, 8§ 17:8. However, the
evi dence shows, as the district court discussed, that Sea Pines
has not failed to police third-party uses of depictions of the
i ght house; rather, it has aggressively policed third-party uses.

See Pebbl e Beach, 942 F. Supp. at 1541. Additionally, the

district court’s finding of secondary neaning in the |ighthouse
mark for golfing services shows that the |ighthouse has not | ost
its significance as a mark for golfing services, despite the
third-party uses in relation to other products and services.
Those third-party uses are only relevant to the strength of the
mark in this case and do not evi dence abandonnent. See

Sweet heart Plastics, Inc. v. Detroit Formng, Inc., 743 F.2d

1039, 1048 (4th Gr. 1984) (citing 1 J. T. MCARTHY, TRADEMARKS AND
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UNFAIR COWETITION § 17:5, at 779-80 (2d ed. 1984)); RESTATEMENT,

supra, 8 30 cnt. c; see also Anstar Corp. v. Domno's Pizza,

Inc., 615 F.2d 252, 259 (5th Gr. 1980); 2 MCARTHY ON TRADEMARKS,
supra, 8 17:17, at 17-27

3. Likelihood of confusion

Next we turn to whether Tour 18 s use of the Plaintiffs’
mar ks and trade dress infringed the Plaintiffs’ rights. The
touchstone of infringenent is whether the use creates a
i kelihood of confusion as to the “source, affiliation, or

sponsorshi p” of Tour 18 s golf course. See Society of Fin.

Exanirs, 41 F.3d at 227; Oeck, 803 F.2d at 170; see also 15
US C § 1114(1); id. & 1125(a)(1)(A) (inposing liability for
uses “likely to cause confusion . . . as to the affiliation,
connection, or association of [the defendant] w th another
person, or as to the origin, sponsorship, or approval of [the

def endant’ s] goods, services, or commercial activities by another
person”). Likelihood of confusion is synonynous with a
probability of confusion, which is nore than a nmere possibility

of conf usi on. See Elvis Presley Enters., 141 F.3d at 193. I n

determ ning whether a |ikelihood of confusion exists, this court
considers the foll ow ng nonexhaustive list of factors: (1) the
type of mark allegedly infringed, (2) the simlarity between the
two marks, (3) the simlarity of the products or services, (4)

the identity of the retail outlets and purchasers, (5) the
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identity of the advertising nedia used, (6) the defendant’s
intent, and (7) any evidence of actual confusion. See Taco

Cabana, 932 F.2d at 1122 n.9; Conan Properties, Inc. v. Conans

Pizza, Inc., 752 F.2d 145, 149 (5th Cr. 1985). No single factor

is dispositive, and a finding of a |ikelihood of confusion does

not require a positive finding on a majority of these “digits of

confusion.” See id. at 150; see also Elvis Presley Enters., 141
F.3d at 194.
While noting that no golfer will stand on the tee at Tour 18

and believe that he or she is playing at Pebble Beach, Pinehurst,
or Harbour Town, in considering Tour 18 s use of the Plaintiffs’

mar ks and depictions of the |ighthouse, the district court found
that all seven digits of confusion weighed in favor of a

i keli hood of confusion as to whether the courses are otherw se

affiliated. See Pebble Beach, 942 F. Supp. at 1541-50, 1552. 1In

reaching this determ nation, the district court considered Tour
18 s use of disclainmers and found themto be inadequate where
present and to be absent fromthe majority of advertisenents and
pronotional material. See id. at 1550-52. 1In relation to Sea
Pines’s trade dress, the district court also found that the
digits of confusion weighed in favor of a likelihood of
confusion, partially relying upon its analysis of the |likelihood
of confusion in relation to the marks and upon the sane actual

confusi on evidence as used in relation to the narks. See id. at
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1561.

Tour 18 attacks the district court’s finding of a |ikelihood
of confusion based upon its consideration of evidence of actual
confusion that consumers believed that Tour 18 had obtai ned
“perm ssion” to use the Plaintiffs’ marks and to copy their golf
holes. Tour 18 argues that “perm ssion” does not include a
connotation of control and therefore does not express a
relationship that is relevant to confusion as to source,
affiliation, sponsorship, or approval. W disagree.

Perm ssion is synonynous w th approval and suggests sone
connection between the parties. The idea that one party has
given perm ssion to another inplies a form of approval of the
other’s activities. See WBSTER S TH RD NEW | NTERNATI ONAL D1 CTI ONARY
1683 (Philip Babcock Gove ed., 1963) (defining “perm ssion” as
“the act of permtting : formal consent : AUTHORI ZATI ON' and
“permt” as “to consent to expressly or formally”); WtLLI AmC.

BurRTON, LEGAL THESAURUS 30, 383 (2d ed. 1992) (i ncluding “consent

to” anong synonyns of “approve,” “permt” anong synonyns of

“approval ,” and “approval” anong synonyns of “perm ssion”); see
al so RoceT’ s DEsk THEsAURUs 30, 397 (Joyce O Connor ed., 1995)
(sanme). For a party to suggest to the public, through its use of
another’s mark or a simlar mark, that it has received perm ssion
to use the mark on its goods or services suggests approval, and

even endorsenent, of the party’s product or service and is a kind

of confusion the Lanham Act prohibits. See Indianapolis Colts,
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Inc. v. Metropolitan Baltinore Football Cdub Ltd. Partnership, 34

F.3d 410, 415-16 (7th Gr. 1994) (finding confusion as to

“perm ssion” relevant); Anheuser-Busch, Inc. v. Bal ducci

Publications, 28 F.3d 769, 772, 775 (8th Gr. 1994) (sane);

Uni versity of Ga. Athletic Ass’n v. Laite, 756 F.2d 1535, 1546

(11th Cr. 1985) (sane); Dream Team Col l ectibles, Inc. v. NBA

Properties, Inc., 958 F. Supp. 1401, 1416 (E.D. Md. 1997) (sane).

But see Bristol -MWers Squibb Co. v. McNeil-P.P.C., Inc., 786

F. Supp. 182, 202 (E.D.N.Y.) (expressing concern that confusion
as to permssion may actually only be a neasure of the popularity

of an established product), vacated on other grounds, 973 F.2d

1033 (2d Cir. 1992). Therefore, confusion as to permssion is
rel evant confusi on under the Lanham Act.

The Plaintiffs’ survey was conducted anong gol fers who had
pl ayed a round of golf at Tour 18. Tour 18 argues that the
survey was flawed because, by relying upon “permssion,” it
created the possibility that those surveyed believed that
perm ssion was required, thereby skewing the result. But the
survey asked whet her Tour 18 “did get” or “did not get”
perm ssion to use the Plaintiffs’ marks or to copy the
Plaintiffs’ golf holes. This question asks what nessage Tour
18 s use of the Plaintiffs’ marks and trade dress conveyed,
rat her than whether Tour 18 needed to get perm ssion, which would
focus on what those surveyed believed to be required. Although,
this latter formis nore problematic because it allows for the
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consuner’s m sunderstanding of the law, rather than the
defendant’s use of the marks, to be the basis for his belief, it
has been accepted by other courts as probative as to confusion.

See, e.q., Indianapolis Colts, 34 F.3d at 415 (accepting a survey

that asked if a party needed to get another’s perm ssion to use

the mark at issue); Anheuser-Busch, 28 F.3d at 772, 775
(accepting a survey asking if a party “did have to get perm ssion

to use” the mark). But see Major lLeague Baseball Properties,

Inc. v. Sed Non O et Denarius, Ltd., 817 F. Supp. 1103, 1122-23

(S.D.N Y. 1993) (rejecting a survey for asking a | eading
gquestion: “Do you believe that [the defendant] had to get
aut horization, that is, permssion to use the nane . . . ?7),

vacated pursuant to settlenent, 859 F. Supp. 80 (S.D.N. Y. 1994).

Therefore, the district court did not inproperly rely upon the
Plaintiffs' survey.?0
In addition to the survey evidence, the district court

relied upon the testinony of the witnesses that, before actually

10 We have held in the text that the district court did not
err in relying upon the Plaintiffs’ survey asking whet her
perm ssion was obtai ned. However, we note that “approval” is a
word with an easily understood everyday neaning that could have
been used just as easily in the survey or in questions asked of
the witnesses. W do not hold here that the unfettered use of
“perm ssion,” rather than “approval” or other |ess anbi guous
| anguage, is always acceptable, and we caution litigants to
consi der the | anguage of the survey and questions so that the
consuner’s belief that permssion is required does not skew the
results of the survey, thus decreasing its probative value. See
Exxon Corp. v. Texas Mdtor Exch. of Houston, Inc., 628 F.2d 500,
506-07 (5th Gr. 1980); Holiday Inns, Inc. v. Holiday Qut In Am,
481 F.2d 445, 447-48 (5th Gr. 1973).
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pl ayi ng the course, they thought Tour 18 had obtai ned perm ssion
to use the Plaintiffs’ marks and trade dress; nost notably, two
W tnesses testified that Tour 18 s advertising in particular

caused their confusion. See Pebble Beach, 942 F. Supp. at 1547-

48 & nn. 31-32. This confusion was relevant even if it was
obvi ated by playing the course and viewi ng the holes and

disclainmers on the golf course signs. See Elvis Presley Enters.,

141 F. 3d at 204. Moreover, those disclainers and signs did not

necessarily obviate the confusion as evidenced by the findings of
the Plaintiffs’ survey of golfers who had played Tour 18 and had
been exposed to all of Tour 18 s disclainers on the course. See

Pebbl e Beach, 942 F. Supp. at 1548-50. Additionally, “[e]vidence

of actual confusion is not necessary to a finding of a |ikelihood

of confusion.” Elvis Presley Enters., 141 F.3d at 203-04 (citing

Anstar, 615 F.2d at 263). After review ng the record, we cannot
say that the district court commtted clear error in finding
actual confusion and in finding a |Iikelihood of confusion based
partially upon that actual confusion, resulting from Tour 18 s

use of the Plaintiffs’ marks and trade dress.'* Cf. Chanpions

1 Inits reply brief, Tour 18 chall enges ot her aspects of
the district court’s findings, including its consideration of the
intent factor in the |ikelihood-of-confusion analysis and its
partial reliance upon the |ikelihood-of-confusion analysis of the
use of the Plaintiffs’ marks in its analysis of the use of Sea
Pines’s trade dress. Because Tour 18 failed to raise these

argunents inits initial brief on appeal, we will not consider
them See Cnel v. Connick, 15 F.3d 1338, 1345 (5th Cr. 1994)
(“An appel |l ant abandons all issues not raised and argued in its

initial brief on appeal.”). However, we note that neither of the
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&l f dub, Inc. v. The Chanpions Golf Cub, Inc., 78 F.3d 1111

(6th Gr. 1996) (finding that a likelihood of confusion as to
affiliation could exist between two golf courses |located in
Ni chol asvill e, Kentucky and Houston, Texas).

4. Nom native use

Tour 18 asserts that it has used the Plaintiffs’ marks only
to identify the Plaintiffs’ golf holes that it copied and that
such use, as a matter of |aw, does not create a |likelihood of
confusion. The district court treated this argunent by Tour 18
as a species of the fair-use defense and considered it after

finding a likelihood of confusion. See Pebble Beach, 942

F. Supp. at 1552-54. \Wiile a claimthat the use was to identify
t he markhol der’ s goods or services is analogous to the statutory
fair-use defense, it is in actuality a claimthat the use is

noni nfringing and thus creates no likelihood of confusion.?!?

above argunents would likely prevail. See Elvis Presley Enters.,
141 F. 3d at 203 (noting that lack of intent does not weigh
against a |likelihood of confusion and fails to sw ng the bal ance
away frominfringenent); cf. id. at 197-98 (noting that a
trademar k nust be considered in context as used with other

mar ks) .

12 The fair-use defense allows a party to use its own nane
or a descriptive termor device in the nane or term s descriptive
sense to describe its own goods or services. See 15 U S.C
8§ 1115(b)(4). Use of the termor nane as a mark defeats the
defense. See i1d.; RESTATEMENT, supra, 8 28 cnt. a. The fair-use
defense is limted “to use of the original descriptive or
personal nanme significance of a term” See id. 8 28 & cnmt. a;
see also 15 U S. C 8§ 1115(b)(4); Soweco, 617 F.2d at 1185. It
does not apply to the use of a termas a mark to identify the
mar khol der’ s goods or services. See id. 88 20 cnt. b, 28 cnt. a.
Unli ke the use to identify the markhol der’s goods or services, a
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Courts have | ong recogni zed that one who has lawfully copied
another’s product can tell the public what he has copied. See

Saxl ehner v. \Wagner, 216 U.S. 375, 380 (1910); see also, e.q.,

Hypertherm Inc. v. Precision Prods., Inc., 832 F.2d 697, 700-01

(1st Gr. 1987) (stating that a copyist nay use the originator’s

mark to identify the product that it has copied); Calvin Klein

Cosnetics Corp. v. Lenox Lab., Inc., 815 F.2d 500, 503 (8th Cr.

1987) (sane); G D. Searle & Co. v. Hudson Pharm Corp., 715 F. 2d

837, 842-43 (3d Cir. 1983) (sane); Smth v. Chanel, Inc., 402

F.2d 562, 563 (9th Gr. 1968) (sane); Societe Conptoir de

| "I ndustrie Cotonniere Etablissenents Boussac v. Al exander’s

Dep’t Stores, Inc., 299 F.2d 33, 35-37 (2d Gr. 1962) (sane);

RESTATEMENT, supra, 8 20 cnt. b, at 209-10. Likew se, one can use
another’s mark truthfully to identify another’s goods or services
in order to describe or conpare its product to the markhol der’s

product. See, e.d., Augqust Storck K.G v. Nabisco, Inc., 59 F. 3d

616, 617-18 (7th Gr. 1995); New Kids on the Block v. News Am

Publ’ g, Inc., 971 F.2d 302, 306-09 (9th Gr. 1992); see also

RESTATEMENT, supra, 8 20 cnt. b, at 209-10; 3 MCARTHY ON TRADEMARKS,
supra, 8 25:51-:52. This right to use a mark to identify the

mar khol der’ s products--a nom native use--however, is limted in

fair use of a termmay be protected even if a likelihood of
confusion exists. See id. 8 28 cmt. b. Oherw se, a markhol der
could “appropriate a descriptive termfor his exclusive use and
so prevent others fromaccurately describing a characteristic of
their goods.” Soweco, 617 F.2d at 1185.
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that the use cannot be one that creates a |likelihood of confusion
as to source, sponsorship, affiliation, or approval. See, e.q.,

August Storck, 59 F.3d at 618; New Kids on the Block, 971 F.2d at

308; Hypertherm 832 F.2d at 700-01; Calvin Klein, 815 F.2d at

503; G D. Searle, 715 F.2d at 842; see al so RESTATEMENT, supra,

§ 20 cnt. b, at 209-10; 3 MCARTHY ON TRADEMARKS, supra, 8§ 25:51-
52,

As the Ninth Grcuit has recogni zed, where a nom native use
of a mark occurs without any inplication of affiliation,
sponsorshi p, or endorsenent--i.e., a |likelihood of confusion--the

use “lies outside the strictures of trademark law.” New Kids on

the Block, 971 F.2d at 308. In order to avail itself of the
shield of nom native use, the defendant (1) may only use so nuch
of the mark as necessary to identify the product or service and
(2) may not do anything that suggests affiliation, sponsorship,
or endorsenment by the markhol der. See id. at 308! cf. B.H_
Bunn, 451 F.2d at 1263-64 (holding that references to a
conpetitor’s nunbering systemand prices are allowable only if

solely used for conparison). By definition, the defendant cannot

use the mark to identify its goods because this would not be a

13 New Kids on the Block also held that “the product or
service in question nust be one not readily identifiable wthout
use of the trademark.” 971 F.2d at 308. W decline to inpose
this requirenment because, in the circunstance before us of direct
conparative advertising used to identify what was copied, it
w il always be satisfied. W express no opinion as to whether
this requirenment should or should not be inposed in other
ci rcunst ances of clained nom native use.
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nom native use, and it would al so suggest affiliation,
sponsorshi p, or endorsenent.

The district court found that Tour 18 used the Plaintiffs’
mar ks as service marks to nane its own products and to

di stinguish themfromthose offered by other golf courses. See

Pebbl e Beach, 942 F. Supp. at 1553. Based upon the prom nent use
of the Plaintiffs’ marks in its advertising and pronoti onal
material, use of the marks on its nmenu, and use of the marks on
signs directing players to each tee, Tour 18 has used the nmarks

i n ways suggesting affiliation, sponsorship, or approval. See

Sands, Taylor & Whod Co. v. Quaker Cats Co., 978 F.2d 947, 953-54

(7th Gr. 1992) (holding that use of a mark as an “attenti on-

getting synbol” in advertising was not a fair use); Lindy Pen Co.

v. Bic Pen Corp., 725 F.2d 1240, 1248 (9th C r. 1984) (holding

that prom nent placenent of a mark on product was a trademark

use); Beer Nuts, Inc. v. dover dub Foods Co., 711 F.2d 934,

937-38 (10th Cr. 1983) (sane); cf. RESTATEMENT, supra, 8§ 13
cnt. c, at 110 (noting that prom nent use of a termin
advertising is a way to indicate source--i.e., a trademark use).
Therefore, the district court did not clearly err in finding that
Tour 18 had used the Plaintiffs’ marks in a service-mark context
on its own products and services and did not err in denying Tour
18 the shield of nom native use.

In addition, Tour 18 argues that, because the all owabl e use

of a mark in conparative advertising (a nomnative use) wll
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normal ly result in a positive finding anong a ngjority of the
digits of confusion, the traditional I|ikelihood-of-confusion

anal ysi s cannot be applied. However, inplicit in this argunment
is a msunderstandi ng of the likelihood-of-confusion anal ysis.
The digits of confusion “are not an end in thensel ves, and al

are not of equal significance. The [digits] serve only as guides
on the analytical route to the ultimte determ nation of whether

confusion is likely to result.” Chanpions Golf dub, 78 F.3d at

1122; see also Falcon Rice MIIl, Inc. v. Community Rice MI1,

Inc., 725 F.2d 336, 345 n.9 (5th Gir. 1984) (“[I]t is clear that
sone factors are nore inportant than others and that they may
have different weight in different cases.”). Additionally, a
court is not limted to considering only the standard digits of
confusi on and shoul d consider other relevant factors in its

analysis. See Elvis Presley Enters., 141 F.3d at 194.

Furthernore, as noted earlier, a positive finding on a majority
of the digits of confusion does not require a court to find a

I i kel i hood of confusion. See id. at 199. Therefore, the
traditional |ikelihood-of-confusion analysis is applicable in a
conparative-advertising situation, but the court should usually
consider the nom native-use claimin conjunction with its

I'i kel i hood- of -confusion analysis to avoid | owering the standard

of confusion.* Because Tour 18 used the Plaintiffs’ nmarks in

14 W do not prescribe any particular nethod for this
consi deration because this case does not present a situation in
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nmore than a nerely nom native sense, a different approach woul d

not have altered the result.?

whi ch nom native use is a significant factor in the liability
determ nation

15 Because we affirmthe district court’s finding of
infringenment, we likewise affirmits state-law unfair-conpetition
claim See Elvis Presley Enters., 141 F.3d at 193 (noting that
t he i kel i hood- of -confusion determ nati on under Texas |aw for
unfair conpetition based upon infringenent is the sane as under
federal |aw).

Additionally, Tour 18 and the Plaintiffs’ challenges to the
district court’s findings on dilution have no nerit. Dilution
can be shown by way of two different theories: blurring and
tarni shnment. See 3 MCARTHY ON TRADEMARKS, supra, 8 24:67-:69; see
al so RESTATEMENT, supra, 8 25 (referring to the theories
respectively as “dilution” and “tarnishnment”). The district
court found that Tour 18 had diluted the Plaintiffs’ marks under
a theory of blurring, but that it had not diluted their marks
under a theory of tarnishnent. See Pebble Beach, 942 F. Supp. at
1566-67. Tour 18 s challenge to the district court’s finding of
dilution by blurring was based only upon the protectibility of
the marks, which we affirmed above. Mreover, Tour 18 did not
chal | enge whether the Plaintiffs’ marks and trade dress were
sufficiently fanous to support a dilution claim See RESTATEMENT,
supra, 8§ 25(1)(a) & cnt. e.

The Plaintiffs’ challenge to the district court’s finding of
no dilution by tarnishnent rests upon the argunent that Tour 18 s
replicas are not as difficult or as beautiful as the original
golf holes and that Tour 18 s claimthat its golf holes are
replicas tarnishes their images. The Plaintiffs’ brief argunent,
buried in their challenge to the injunction, is that this type of
associ ation supports a finding of tarnishnment. The district
court recogni zed that this association may support a cl ai m of
dilution by tarnishnent but found that such dilution does not
exist in this case because any shortcom ngs woul d be attri buted
to Tour 18 and not to the Plaintiffs. See Pebble Beach, 942
F. Supp. at 1566-67; cf. Smth, 402 F.2d at 569 (noting that,
because the defendants nmake it clear that the product is their
own, “[i]f [the product] proves to be inferior, they, not [the
plaintiffs], will bear the burden of consuner disapproval”).
Therefore, the district court conmtted no | egal error which
would allow us to reviewits finding on dilution by tarnishnent
under a |less deferential standard of review than clear error, and
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5. Effect of Sears-Conpco
In addition to its attack on the district court’s
traditional trade-dress analysis, Tour 18 contends that it has
the unfettered right to copy the Plaintiffs’ golf-hol e designs
and |ighthouse under the Intellectual Property C ause of the
Constitution. See U S. ConsT. art. |, 8 8 «cl. 8  Tour 18 points

to Sears, Roebuck & Co. v. Stiffel Co., 376 U S. 225 (1964), and

Conpco Corp. v. Day-Brite Lighting, Inc., 376 U S. 234 (1964), to

denonstrate that unfair-conpetition | aw cannot protect product
designs or configurations to which no current, valid patent
applies. W disagree.

First, Sears and Conpco, both decided the sane day,
concerned the preenption of state trade-dress protection by
federal patent |law and barred the use of state unfair-conpetition
laws to prohibit the copying of products that are not protected
by federal patents. See Sears, 376 U. S. at 231-32 (copying of a
| anmp); Conpco, 376 U.S. at 237-38 (copying of a reflector for a
fluorescent light fixture). This bar to state prohibitions on
copyi ng includes nonfunctional designs and designs that have

achi eved secondary neaning. See Conpco, 376 U. S. at 238.

However, the Suprene Court noted that “other federal statutory

the Plaintiffs have failed to denonstrate that the district court
clearly erred in its factual findings on dilution by tarnishnment.
Therefore, we affirmthe district court’s finding of no dilution
by tarni shnent because we have no definite or firmconviction
that a m stake has been made.
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protection,” in addition to the patent |aws, may bar copying of a

product. See id. at 238. 1In Bonito Boats, Inc. v. Thunder Craft

Boats, Inc., 489 U S. 141 (1989), the Suprene Court reaffirmnmed

its Sears-Conpco holdings that limt state protection of product

designs and noted that the application of Sears-Conpco to

nonfunctional product design nust take into account conpeting
federal policies as evidenced by the Lanham Act. See id. at 166.
Thus, federal trademark protection is not limted by the

preenption holdings in Sears-Conpco. See Thonaes & Betts Corp. V.

Panduit Corp., 138 F.3d 277, 286 (7th G r. 1998) (noting that the

Sear s- Conpco and Bonito Boats hol di ngs have no effect on the

scope of federal trademark or unfair-conpetition |law), petition
for cert. filed, 67 U S.L.W 3152 (U. S. July 28, 1998) (No. 98-

179).

Second, the federal trademark |aws are “other federal
statutory protection,” and their protection of product designs
and configurations does not conflict with the federal patent |aws
or the Intellectual Property C ause. The patent |aws and the
trademark | aws have two entirely different and consi stent

pur poses, addressing entirely different concerns. See generally

Thomas & Betts, 138 F.3d at 283-89 (discussing the origins and

conpeting policies of the patent and trademark |laws). The patent

| aws serve (1) “to foster and reward invention,” (2) “to
pronote[] disclosure of inventions to stinulate further
i nnovation and to permt the public to practice the invention
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once the patent expires,” and (3) “to assure that ideas in the
public domain remain there for the free use of the public.”

Aronson v. Quick Point Pencil Co., 440 U. S. 257, 262 (1979); see

al so Duraco Prods., 40 F.3d at 1446 (noting that the policy of

encouragi ng i nnovative designs is the province of the patent and
copyright laws). The principal purposes of the trademark | aws
are to avoid consuner confusion and to protect the goodw I | of

the tradenark owner’s busi ness. See Park "N Fly, Inc. v. Dollar

Park & Fly, Inc., 469 U S. 189, 198 (1985); Duraco Prods., 40

F.3d at 1446 n. 10.

Wil e the federal trademark |aws provide a trademark or
trade-dress owner indefinite protection unlike the limted-
duration protection provided by the patent |aws, traditional
trade-dress analysis limts the scope of product designs or
configurations that can be protected to avoid conflict between

the two areas of | aw See Kohler Co. v. Mben Inc., 12 F.3d 632,

642 (7th Cr. 1993) (“[Alny conflicts between the patent |aws and
t he Lanham Act shoul d be resol ved by a careful application of
traditional bases for determning the propriety of trademark
protection such as |ikelihood of confusion, functionality, and

distinctiveness.”); see also Qualitex, 514 U S. at 164-65 (noting

that the functionality doctrine prevents trademark |aw from
inhibiting legitimte conpetition by protecting useful product

features, which is the province of patent |law); Duraco Prods., 40

F.3d at 1451; WT. Rogers Co. v. Keene, 778 F.2d 334, 337 (7th
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Cir. 1985) (noting that the defense of functionality prevents any
conflict between the federal patent and trademark | aws,
especially with a trade-dress infringenent suit requiring
secondary neaning (i.e., distinctiveness) and a |ikelihood of

conf usi on).

Third, in the nore than thirty years since Sears-Conpco,
Congress and the courts have recogni zed that federal unfair-
conpetition | aw provi des protection to product designs and

configurations consistent with the patent laws. See Bonito

Boats, 489 U. S. at 166. Courts have devel oped federal unfair-
conpetition | aw and have protected product designs and

configurations. See, e.qg., Anerican Geetings Corp. v. Dan-Dee

| nports, Inc., 807 F.2d 1136 (3d Cr. 1986) (teddy bears);

LeSportsac, Inc. v. K WMart Corp., 754 F.2d 71 (2d G r. 1985)

(luggage); ldeal Toy Corp. v. Plawner Toy Mg. Corp., 685 F.2d 78

(3d Cr. 1982) (Rubik’s Cube); Truck Equip. Serv. Co. v. Freuhauf

Corp., 536 F.2d 1210 (8th Gr. 1976) (sem -truck trailer); see
al so 1 MCARTHY ON TRADEMARKS, supra, 88 7:54, 8:4-:5; cf. id.

88 7:94-:95 (noting that, since Sears-Conpco, product designs and

configurations have been allowed registration on both the
princi pal and supplenental registers). |In the face of this

devel opi ng protection for product designs and configurations,
Congress reenacted in 1988 the definition of trademark to incl ude
“any word, nane, synbol, or device, or any conbination thereof,”

15 U.S.C. 8§ 1127. See Qualitex, 514 U. S at 172-73. The Suprene

46



Court found in Qualitex that the reenactnent of this |anguage--
along with its legislative history explicitly referring to the
Trademar k Comm ssion’s recomendation that the terns “synbol, or
devi ce” be left unchanged to allow registrations of color, shape,
snel |, sound, or configuration that function as a mark--undercut
restrictive trademark precedent. See id. Thus, Congress and the
Court have enbraced a broad reading of the Lanham Act and its
protections, which can enconpass product designs and
configurations.

For the above reasons, the Intellectual Property C ause, the

federal patent |laws, and the Sears-Conpco-line of cases do not

preclude federal trademark protection for product designs and

configurations. Accord, e.qg., Kohler, 12 F.3d at 639-41; Ferrari

S.P. A, Esercizio Fabriche Autonpbili E Corse v. Roberts, 944 F.2d

1235, 1240-41 (6th Gr. 1991); Keene Corp. v. Paraflex Indus.

Inc., 653 F.2d 822, 823 n.1 (3d Cr. 1981); see also Kohler, 12

F.3d at 640 n. 10 (noting that the Lanham Act differs in many
respects fromthe state unfair-conpetition |aw at issue in Sears-

Conpco); 1 McCARTHY ON TRADEMARKS, supra, 8 7:61. But see Kohler, 12

F.3d at 644-51 (Cudahy, J., dissenting); Ferrari, 944 F.2d at

1252-53 (Kennedy, J., dissenting); cf. Vornado Air Circulation

Sys., Inc. v. Duracraft Corp., 58 F.3d 1498, 1510 (10th Cr

1995) (finding that a nonfunctional feature that is part of a

claimin a utility patent cannot be protected by federal
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trademark |law), '® cert. denied, 516 U. S. 1067 (1996).1

Finally, if the acid test of any theory is howit works in

¥ |I'n Vornado, the court found that a feature was both
pat ent abl e and nonfunctional. See 58 F.3d at 1506. The deci sion
has been criticized for its narrow definition of functionality
whi ch does not take into account the utilitarian definition used
by this court. See 1 MXCARTHY ON TRADEMARKS, Ssupra, 8§ 7:68, at 7-
134 to 7-136. Therefore, if Vornado had applied this court’s
traditional trade-dress analysis, any conflict between the patent
and trademark | aws woul d have |likely been avoi ded.

7 Tour 18 contends that this court’s decision in North
Shore Laboratories Corp. v. Cohen, 721 F.2d 514 (5th CGr. 1983),
controls our resolution of the effect of Sears-Conpco. In North
Shore Laboratories, the plaintiff and the defendant both nmade a
brown tire-patch material, and the plaintiff argued that, based
upon a consent judgnent, the defendant shoul d be prohibited from
making a tire-patch material the sanme color as its own. See id.
at 516-18. Solely by interpreting the judgnent, the court
determ ned that the defendant had not violated the consent
j udgnent through the manufacture and sale of his product. See
id. at 518-21. After resolving the question before it, the court
alternatively considered whether it could have enforced the
consent judgnent if the judgnent had prohibited the defendant’s
conduct. See id. at 521-24. The court | ooked to Sears-Conpco
for the public policy that the copying of unpatented products is
permtted and pronotes free conpetition. See id. at 522. It
found that an injunction which barred the defendant’s manufacture
and sale of a brown tire-patch product would conflict with this
public policy.

North Shore Laboratories’s alternative holding that a
product’s col or cannot be protected by federal tradenmark | aw has
been overrul ed by subsequent Suprene Court authority. See
Qualitex, 514 U. S. at 174. As discussed in the text, subsequent
authority and Congress’s reenactnent of the broad | anguage in the
definition of a trademark denonstrate that the alternative
rationale of North Shore Laboratories is inconsistent with the
subsequent devel opnent of federal trademark |law. W note,
however, that the result of the North Shore Laboratories
decision’s alternative holding would hold true today, wthout its
di scussi on of Sears-Conpco, because the court also found that the
color of the tire-patch material |acked the necessary secondary
meani ng and was functional. See North Shore Lab., 721 F.2d at
522-23. Each of these findings would i ndependently bar Lanham
Act protection to the color of the tire-patch product.
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practice, we note that the application of traditional trade-dress
anal ysi s under the Lanham Act to the product configurations at
i ssue here, the design of the Plaintiffs’ golf holes, has
effectively left intact Tour 18 s right to copy the Plaintiffs’
golf holes, barring only its copying of the |ighthouse.
B. Renedi es

On appeal, Tour 18 and the Plaintiffs challenge the district
court’s injunction as being too broad and too narrow,
respectively. The Plaintiffs also claimerror in the district
court’s denial of an accounting of profits and an award of
attorneys’ fees. W address each of these issues in turn.

1. Injunctive relief

Under the Lanham Act, the district court has the discretion
to enter an injunction to prevent continued infringenent or
unfair conpetition. See 15 U.S.C. 8§ 1116(a). The Texas anti -
dilution statute also provides for injunctive relief to renedy
any dilution. See Tex. Bus. & Cov CobE ANN. 8 16.29 (Vernon Supp.
1998). We review the district court’s decision whether to grant
or deny an injunction and the scope and formof the injunction

for an abuse of discretion.® See Frostie Co. v. Dr. Pepper Co.

361 F.2d 124, 126-27 (5th CGr. 1966). 1In reviewing the

8 \Whet her an injunction is mandatory under the Texas anti -
dilution statute is not before us because an injunction has been
entered which, as discussed infra, does not permt diluting
conduct .
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injunction, it is inportant to note that,

relief against a party who has transgressed the governing | egal

[1]n fashioning

standards, a court of equity is free to proscribe activities

t hat ,

Cabana, 932 F.2d at 1126 (quoting Kentucky Fried Chicken Corp.

standi ng al one, woul d have been unassail abl e. Taco

V.

Diversified Packaging Corp., 549 F.2d 368, 390 (5th CGr. 1977)).

The district court entered an injunction against Tour 18

limting its use of the Plaintiffs’ marks, depictions of the

i ght house, Sea Pines’'s trade dress, and clains that original

bl ueprints or maps were used and requiring it to renove the

repl

ca lighthouses fromboth of its courses.?® The district

19 The conplete text of the district court’s anended

i njunctive order follows:

(1) Defendant and all persons in active concert or
participation with defendant are permanently enjoi ned
fromusing in connection with the pronotion,
advertising, or sale of golfing services, the service
mar ks “HARBOUR TOWN, ” “HARBOUR TOWN GOLF LI NKS,” or any
depi ction or photo of the Harbour Town |ighthouse.

(2) Defendant and all persons in active concert or
participation with defendant are permanently enjoi ned
fromoffering in connection wth defendant’s gol f
course services a replica, copy, or imtation of the
Har bour Town |ighthouse. Tour 18 is ordered to renove
its replicas of the Harbour Town |ighthouse from al
Tour 18 golf courses. However, Tour 18 is not required
to alter the playable surface of the golf holes in
questi on.

(3) Defendant and all persons in active concert or
participation with defendant are permanently enjoi ned
fromusing in connection with the pronotion,
advertising, or sale of golfing services, the service
mar ks “PEBBLE BEACH,” “PEBBLE BEACH GOLF LI NKS,"”

“PI NEHURST, ” or “PINEHURST No. 2,” except that
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def endant may use these marks only to the limted
extent necessary to informthe public which golf holes
it copied. To conply with this section of the
injunction, Tour 18 may use plaintiffs’ marks on its
scorecard, yardage guide, and tee box signs.

Addi tionally, Tour 18 may pl ace these service marks in
other printed materials only within a sinple | egend of
the course’s replicated golf holes. This |egend shal

i nclude only the Tour 18 hol e nunber, nane of
replicated hole, par, and yardage, simlar to the

| egend contained within Tour 18 s current pronotional
brochure, specifically plaintiff's exhibit 103. Tour
18 nust renove all other superfluous uses of the marks
listed in this section fromits witten material s,
including but not limted to, the Tour 18 pronoti onal
brochures, mailers, advertisenents in independent
publications, and restaurant nenu.

(4) Defendant shall place a disclainmer promnently
and in bold lettering on the front of al
advertisenents, pronotional brochures, scorecards,
yardage gui des, or other witten materials provided to
the public as a neans of marketing Tour 18. The
di scl ai mer shall disclaimany association, affiliation,
sponsorship, or perm ssion fromthe owners of the golf
hol es Tour 18 copied. Tour 18 shall maintain use of
the disclainers that currently appear on its tee box
si gns.

(5) Defendant is enjoined fromusing any
advertisenent or pronotional statenment claimng it used
“original” blueprints, maps, or other data to construct
its replica golf holes, except that defendant nay use
such a statenent if it also includes a disclainer
clearly stating that it neither received the blueprints
or maps fromthe owners of the original golf holes or
that the owners of the original golf holes authorized
Tour 18 s use of such blueprints or nmaps.

(6) Defendant shall have thirty days fromthe
entry of final judgnent to conply with the provisions
of this injunction.

(7) Al additional relief requested by plaintiffs

and defendant not specifically granted herein is
deni ed.
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court allowed Tour 18 continued use of Pebble Beach and
Pinehurst’s marks to informthe public of which golf holes it has
copied, but the district court did not allow the sane exception
inrelation to Sea Pines’s marks.

Tour 18 argues that the district court’s injunction is an
abuse of discretion because (1) it limts legal activity that
does not infringe or dilute the Plaintiffs’ marks and (2) it is
vague in its requirenents. Specifically, Tour 18 argues that

a. paragraph (1) inperm ssibly bars its use of Sea Pines’s
mar ks, “Harbour Town” and “Harbour Town Gol f Links,”
w thout allowing for Tour 18 s right to use the nmarks
in truthful conparative adverti sing;

b. paragraph (2) is vague as to what “renove its replicas
of the Harbour Town |ighthouse fromall Tour 18 golf
courses” means, in that it is unclear whether this
means “renove the entire |ighthouse structure including
its foundation; alter the lighthouse to |ook |ike a
water tower, a different |ighthouse or sonething other
than a lighthouse; or just paint the red stripes
bl ack”;

C. paragraph (3) is overly broad in that it only allows
Tour 18 to use Pebble Beach and Pinehurst’s marks to
identify the golf holes it has copied and not in any
ot her conparative advertising sense, such as to claim
that its course is nore fun than Pi nehurst or Pebble
Beach; ?° and

d. paragraph (5) is overly broad in limting Tour 18 s use
of clains of having used “maps or other data” in

Pebbl e Beach, 942 F. Supp. at 1577-78.

20 Tour 18 also argues that the term “superfluous” in
paragraph (3) is vague, but by our reading of the paragraph and
“superfluous” in context, we find a clear neaning. The district
court’s requirenent that all superfluous uses of the Plaintiffs’
mar ks must be renoved neans that uses not expressly allowed are
enj oi ned.
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recreating its golf holes in that this [imtation

precl udes Tour 18 from maki ng cl ai ns based upon maps

and blueprints created by its own efforts.
Tour 18 s challenges to paragraphs (1) and (3) will be considered
inrelation to the Plaintiffs’ related challenges to the
injunction. Tour 18 s challenges to paragraphs (2) and (5) can
be resolved by a cursory reading of the district court’s opinion
and of the injunction.

In relation to paragraph (2), “renove” neans “to change or
shift the | ocation, position, station, or residence of,” which
does not include any connotation of alteration. See WBSTER S
TH RD NEW | NTERNATI ONAL Di CTI ONARY, supra, at 1921. The district
court’s anended injunction requires the conplete renoval of the
structure fromthe golf course. This neaning is clear fromthe
fact that the district court, in its original injunction, allowed
for the parties to work out a solution that could include

altering the structure, and when this failed, it ordered that the

structure be renoved. See Pebble Beach, 942 F. Supp. at 1573,

1576-77. The district court’s decision to order the renoval of
the replica lighthouses when a satisfactory alteration could not
be agreed upon was not an abuse of discretion.

In relation to paragraph (5), the plain | anguage of the
i njunction does not bar all nention of any blueprints, maps, or
other data. The injunction by its own |anguage only limts
references to “original” blueprints, maps, or other data, which
does not include such itens created by Tour 18. Tour 18 al so
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argues that its blueprint and map clains did not contribute to
confusion, but the district court found that “[l]ikely consuner
confusion is reinforced by Tour 18 s advertisenents and
pronotional materials which claimoriginal blueprints and naps
were used to copy plaintiffs’ holes.” [1d. at 1545 (enphasis
added). This finding is not clearly erroneous and supports this
paragraph of the injunction. Paragraph (5) of the injunction
allows Tour 18 to refer to blueprints and maps it created, but it
must not do so in a way that suggests that they are original
docunents or data obtained fromthe Plaintiffs or that the
Plaintiffs authorized themto use such data.

The Plaintiffs challenge the district court’s injunction
because it allows Tour 18 to continue activities that contributed
to the infringenment and because the injunction fails to provide
relief for their successful dilution clainms. Specifically, the
Plaintiffs argue (1) that, as the district court itself found,
using disclainers to alleviate any problens is ineffective;

(2) that the injunction allows infringing conduct and dilution to
continue by permtting Tour 18 s continued use of Pebbl e Beach
and Pinehurst’s marks; and (3) that all uses of the Plaintiffs’
mar ks must be enj oi ned because Tour 18 was attenpting to “cash
in” on the Plaintiffs’ reputations.

First, as to disclainers, the district court found that
di sclaimers were ineffective due to their absence or
I nconspi cuousness on advertisenents and pronotional materials and
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due to Tour 18 s “prom nent use” of the Plaintiffs’ marks. See
id. at 1551. In contrast, conspicuous disclainers that disclaim

affiliation may reduce or elimnate confusion. See, e.qg., Soltex

Pol ynmer Corp. v. Fortex Indus., Inc., 832 F.2d 1325, 1330 (2d

Cr. 1987), cited in Roho, Inc. v. Marquis, 902 F.2d 356, 361

(5th Gr. 1990); cf. Better Bus. Bureau of Metro. Houston, Inc.

v. Medical Dirs., Inc., 681 F.2d 397, 405 (5th Cr. 1982)

(requiring a disclainmer to obviate any confusion). Therefore,
the district court appropriately used disclainmers as part of its
i njuncti on.

Second, as to the permtted continued use of the Plaintiffs’
mar ks, the district court is allowng Tour 18 to use the
Plaintiffs’ marks only to identify the golf holes it copied. As
noted in Part I1.A 4, supra, this nomnative use is outside the
strictures of trademark |law where it is done w thout any
inplication of affiliation, sponsorship, or approval. In
addition, a clear nom native use does not create any |ikelihood
of confusion. Further, it does not create any possibility of
dilution by blurring because the use is one that |inks the mark
to the markhol der’s goods or services. Such a use strengthens
rather than blurs the identification of a mark with the
mar khol der’s goods. Cf. Smth, 402 F.2d at 569 (holding that the
def endants’ use of the plaintiffs’ mark to identify the
plaintiffs’ product will not endanger the distinctiveness of the
mark). Therefore, the Plaintiffs’ success on its infringenent
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and dilution clains does not conpel enjoining the nom native use
all owed by the district court.

Simlarly, Tour 18 s challenge to the district court’s
conplete prohibition of the use of Sea Pines’s marks in paragraph
(1) of the injunction has nerit. For the sane reasons that
support Tour 18 s nom native use of Pebble Beach and Pi nehurst’s
mar ks, Tour 18 should be free to use Sea Pines’s marks, other
than the lighthouse, in a nomnative manner to identify the golf
hole it has copied. Additionally, the renoval of the Iighthouse
shoul d not bar Tour 18 fromidentifying the golf hole as one
copi ed from Harbour Town CGolf Links. The lighthouse is part of
Sea Pines’s trade dress, and despite being used by sone golfers
as a target, it is not part of the playing aspect of the golf
hole any nore than a tree, a nountain, a cloud, power |ines, or
other features in the distance are part of the playing aspect of
a golf hole. To find otherwi se would be inconsistent with our
hol di ng that Tour 18 can identify its golf holes as copies of
Pebbl e Beach and Pi nehurst’s golf holes despite differences in
the surroundings. The district court was concerned “that the
i ghthouse is so intertwined with Harbour Town Hole 18 in
golfer’s [sic] mnds that they constitute a single overall trade

dress,” Pebble Beach, 942 F. Supp. at 1577, but copying a product

does not necessarily entail copying all aspects of its trade
dress. The essential parts of Sea Pines's golf hole are copied,
and Tour 18 should be allowed to tell the public that it has

56



copied the golf hole in a manner that does not cause fraud or

deception. Cf. Saxlehner, 216 U S. at 380-81; Smth, 402 F. 2d at

567-68. Therefore, the injunction nust be nodified to allow Tour
18 to use Sea Pines’s marks (other than the |ighthouse), but Tour
18" s use of Sea Pines’s marks shall be limted in the sane manner
as its use of Pebble Beach and Pinehurst’s marks is |limted.

Addi tionally, Tour 18 contends that the district court
fashioned the limtation on its use of the Plaintiffs’ marks too
narrowy by enjoining other proper nom native uses of the marks.
Tour 18 opines that it should be allowed to advertise, “You can
have nore fun at TOUR 18 than at Pebbl e Beach,” relying upon

Better Business Bureau, 681 F.2d 397, and Trail Chevrolet, Inc.

v. CGeneral Mtors Corp., 381 F.2d 353, 354 (5th Gr. 1967). 1In

Trail Chevrolet, the defendants sold used Chevrolets and repaired

Chevrol ets, and they could not describe their business w thout
being able to state those facts. See 381 F.2d at 354. Trail
Chevrol et does not conpel a broadening of the injunction in this
case, in which the injunction allows Tour 18 the necessary use of
the Plaintiffs’ marks to describe its business and product as a
collection of copies of the Plaintiffs and others’ golf hol es.

In Better Business Bureau, the district court conpletely

enj oi ned any use of the plaintiffs’ marks, which was consi derably
broader than the scope of conduct that the district court had
adj udi cated as m sleading. See 681 F.2d at 399, 404. This court

determned that this restriction was not reasonabl y necessary
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to prevent the deception at issue and that the renmedy should be
to require disclainmers rather than conpletely prohibit use of the

plaintiffs’ marks. See id. at 405-06 (quoting Inre RMJ., 455

U S 191, 203 (1982)). In the instant case, Tour 18 has nade
generous use of the Plaintiffs’ marks in the past--including
prom nent use in its advertising and pronotional material and on
its restaurant nmenus--which has been found to create a |ikelihood
of confusion by suggesting approval. Furthernore, even when
consuners were exposed to Tour 18 s disclainers, the confusion

continued to persist. See Pebble Beach, 942 F. Supp. at 1549.

Unlike in Better Business Bureau, the district court’s injunction

limts advertising and pronotional activity by Tour 18 that has
been adj udi cated as m sl eadi ng, and the use of disclainers al one
by Tour 18 has been found to be ineffective in preventing a
I'i kel i hood of confusion.

O herwi se unassail able activities nmay be proscribed where a
party has transgressed the governing | egal standard. See Taco

Cabana, 932 F.2d at 1126; Chevron Chem Co. v. Voluntary

Purchasing G oups, Inc., 659 F.2d 695, 705 (5th Cr. Unit A QCct.

1981); Kentucky Fried Chicken, 549 F.2d at 390; 5 McCARTHY ON

TRADEMARKS, supra, 8 30:4. The district court’s injunction
permts extensive use of the Plaintiffs’ marks by permtting Tour
18 to use the marks to identify the holes it has copied, and the

limtation on uses |ike the exanple urged by Tour 18 is
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mnimal .2 In light of the mnimal nature of the limtation on
Tour 18 s use of Plaintiffs’ marks and the fact that disclainers
al one are ineffective, the limtation inposed by the district
court is reasonably necessary to prevent deception based upon the
specific facts of this case. The district court therefore did
not abuse its discretion by limting Tour 18 s use of the
Plaintiffs’ marks as described in the injunction.

Third, the Plaintiffs’ argunment that an injunction nust
i ssue because Tour 18 was trying to “cash in” on the Plaintiffs’
fame and reputation has no nerit. |In both cases upon which the
Plaintiffs rely, this court enjoined use of trademarks which were
used to identify the defendants’ services and were chosen and
desi gned specifically to appropriate the plaintiffs’ reputations.

See National Ass’n of Blue Shield Plans v. United Bankers Life

Ins. Co., 362 F.2d 374 (5th G r. 1966) (enjoining use of |ogos
simlar to the plaintiff’s even in a different col or because in
bl ack and white advertising the color would not distinguish the

| ogo); Aetna Cas. & Sur. Co. v. Aetna Auto Fin. Inc., 123 F. 2d

582 (5th Gr. 1941). |In this case, the district court’s

i njunction, when nodified as required above, wll allow only uses

2L Qur belief that the limtation is mniml is supported
by the fact that Tour 18 challenged only the conplete prohibition
of its use of Sea Pines’s marks and not the limtation on its use
of Pebbl e Beach or Pinehurst’s marks in its notion to the
district court to alter or anmend the final judgnent.
Additionally, its argunent to this court that the injunction is
too broad is brief and cursory.
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whi ch identify which holes were copied, thereby permtting Tour
18 to try to appropriate the reputation of the goods but not of

the nmark or markhol der. See Saxl ehner, 216 U.S. at 380-81

(holding that it is proper to attenpt to appropriate the goodw I |

of the goods, but not the nane); see also Ferrari, 944 F.2d at

1243 (“*Where the copying by one party of another’s product is
not done to deceive purchasers and thus derive a benefit from
another’s nane and reputation, but rather to avail oneself of a
design which is attractive and desirable, a case of unfair

conpetition is not nmade out.’” (quoting West Point Mg. Co. v.

Detroit Stanping Co., 222 F.2d 581, 586 (6th Cr. 1955))); Smth,

402 F.2d at 568-69 (noting that the opportunistic copyist’s “free
ride” serves an inportant public interest of offering conparable
goods at |l ower prices and that the markholder is not entitled to
nmonopol i ze the public’s desire for the unpatented product).

For the reasons discussed above, we reject nearly all of the
Plaintiffs and Tour 18 s challenges to the district court’s
injunction. In relation to Tour 18 s use of Sea Pines’s service
mar ks, we nodi fy paragraphs (1) and (3) of the injunction to read
as follows:

(1) Defendant and all persons in active concert or
participation with defendant are permanently enjoi ned
fromusing in connection with the pronotion,
advertising, or sale of golfing services, any depiction
or photo of the Harbour Town |i ghthouse.

(3) Defendant and all persons in active concert or
participation with defendant are permanently enjoi ned

fromusing in connection with the pronotion,
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advertising, or sale of golfing services, the service
mar ks “PEBBLE BEACH,” “PEBBLE BEACH GOLF LI NKS,"”

“PlI NEHURST, ” “ PI NEHURST No. 2,” “HARBOUR TOWN,” or
“HARBOUR TOWN GCOLF LI NKS,” except that defendant may
use these marks only to the limted extent necessary to
informthe public which golf holes it copied. To
conply with this section of the injunction, Tour 18 may
use plaintiffs’ marks on its scorecard, yardage gui de,
and tee box signs. Additionally, Tour 18 may pl ace
these service marks in other printed materials only
within a sinple |l egend of the course’s replicated golf
holes. This |egend shall include only the Tour 18 hole
nunber, nane of replicated hole, par, and yardage,
simlar to the | egend contained within Tour 18’s
current pronotional brochure, specifically plaintiff's
exhibit 103. Tour 18 nust renove all other superfluous
uses of the marks listed in this section fromits
witten materials, including but not limted to, the
Tour 18 pronotional brochures, nailers, advertisenents
i n i ndependent publications, and restaurant nenu.

2. Profits and attorneys’ fees

The district court denied the Plaintiffs’ request for an

accounting of profits and reasonable attorneys’ fees. See Pebble

Beach, 942 F. Supp. at 1571-72. The Plaintiffs argue that the
district court abused its discretion in not awarding themprofits

and attorneys’ fees, pursuant to 15 U.S.C. § 1117. 22

22 The Plaintiffs also argue that Pebble Beach and
Pi nehurst nmust be granted an award of treble profits and
attorneys’ fees, pursuant to 15 U . S.C. § 1117(b). However,
8§ 1117(b), which provides penalties for the intentional use of
counterfeit marks, does not apply to this case because (1) this
sinply is not a counterfeiting case and (2) despite the fact that
Tour 18 intentionally copied the Plaintiffs’ marks and trade
dress, it did not intentionally infringe the Plaintiffs’ marks by
the use of counterfeit marks in attenpting to use themto
identify the golf holes it copied. The case upon which the
Plaintiffs rely does not stand for the proposition that any
8§ 1114(1)(a) violation triggers the renedies in 8§ 1117(b). That
case is a clear case of intentional counterfeiting. See Dunkin’
Donuts Inc. v. Mercantile Ventures, No. 93-8270, slip op. at 6
(5th Gr. Mar. 7, 1994) (unpublished), on remand, 32 U S. P.Q 2d
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a. accounting of profits

Section 1117(a) of the Lanham Act entitles a markhol der to
recover the defendant’s profits, subject to the principles of

equity. See 15 U. S.C. 8 1117(a); Miltina Corp. v. Cawy Bottling

Co., 613 F.2d 582, 584 (5th Cr. 1980). An award of the

defendant’s profits is not automatic, see Chanpion Spark Plug Co.

v. Sanders, 331 U. S. 125, 131 (1947); Bandag, Inc. v. Al Bolser’'s

Tire Stores, Inc., 750 F.2d 903, 919 (Fed. G r. 1984), and is

commtted to the discretion of the district court, whose decision
we review for an abuse of discretion, see id. at 917, 919. Wile
this court has not required a particular factor to be present,

rel evant factors to the court’s determ nation of whether an award
of profits is appropriate include, but are not limted to,

(1) whether the defendant had the intent to confuse or deceive,
(2) whether sales have been diverted, (3) the adequacy of other
remedi es, (4) any unreasonable delay by the plaintiff in
asserting his rights, (5) the public interest in nmaking the

m sconduct unprofitable, and (6) whether it is a case of pal mng

of f. See Texas Pig Stands, Inc. v. Hard Rock Cafe Int’l, Inc.,

951 F.2d 684, 695 (5th Cr.) (citing Chanpion Spark Plug, 331

U.S. at 130; Bandag, 750 F.2d at 919; and Maltina, 613 F.2d at

585), reh’g denied, 966 F.2d 956 (5th Cr. 1992); RESTATEMENT,

supra, 8 37. Once an award is found to be appropriate, a

1460 (WD. Tex. 1994).
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mar khol der is only entitled to those profits attributable to the

unl awful use of its mark. See Texas Pig Stands, 951 F.2d at 696,

reh’q denied, 966 F.2d at 957-58 (citing M shawaka Rubber &

Wolen Mg. Co. v. S.S. Kresge Co., 316 U S. 203, 206 (1942), and

Meier Brewing Co. v. Fleischmann Distilling Corp., 390 F.2d 117,

124 (9th Cir. 1968)).

The district court determ ned that an accounting of profits
was i nappropriate based upon (1) the lack of any evidence of |ost
or diverted sales, (2) the fact that the Plaintiffs only
partially prevailed, and (3) the adequacy of injunctive relief.

See Pebbl e Beach, 942 F. Supp. at 1571. The Plaintiffs argue

that the district court erred in considering the fact that they
only partially prevailed and in its finding that there was no
| oss of goodw I |.

The district court did err in placing weight on the fact
that the Plaintiffs partially prevailed in denying an accounti ng
of profits. The Suprene Court has held that the burden is upon
the defendant to show that he made no profit fromthe infringing

use of the nark. See M shawaka, 316 U. S. at 206; see al so

5 McCARTHY ON TRADEMARKS, supra, 8 30:65. The Court acknow edged
that the plaintiff may receive a windfall, but stated that,
“Where it is inpossible to isolate the profits” fromthe

i nfringing conduct, the windfall should go to the plaintiff

rather than the wongdoer. See M shawaka, 316 U. S. at 206-07.

Therefore, the fact that the Plaintiffs only partially prevail ed
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does not wei gh agai nst an accounting of profits.

Nevert hel ess, the other relevant factors here still support
the district court’s denial of an accounting of profits. There
were no diverted sales nor palmng off in this case, which are

both significant factors. See Texas Pig Stands, 951 F.2d at 695;

see also Chanpion Spark Plug, 331 U. S. at 131 (affirmng a denial
of profits where no fraud or palmng off was evident). The
district court also inplicitly found that Tour 18’ s infringenent

was not willful. See Pebble Beach, 942 F. Supp. at 1571-72

(noting that a case of willful infringenment is normally an
appropriate case for an award of profits and not finding such
infringenment and indicating, in its discussion of attorneys’
fees, that Tour 18 did not intend to divert sales and had a good-
faith belief that it could copy the golf holes and use the nmarks
to identify what it copied). Considering the |ack of actual
damages and the lack of an intent to confuse or deceive,
injunctive relief satisfies the equities in this case. See

Chanpi on Spark Plug, 331 U S. at 131; Bandag, 750 F.2d at 917;

see also H ghway Cruisers of Cal., Inc. v. Security Indus., Inc.,

374 F.2d 875, 876 (9th Cr. 1967) (“One nmay get just enough
relief to stop the evil where it is apparent no great damage was
done to the conplainant.”). Therefore, we do not find that the
district court abused its discretion in denying the Plaintiffs an
accounting of Tour 18 s profits. The Plaintiffs’ attack on the
district court’s apparent reliance upon no | oss of goodw I| does
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not change this outcone, especially considering that it does not
appear that the district court gave that fact nuch weight as it
was only nentioned in the summary of its discussion of an
accounting of profits and not in the discussion itself. See

Pebbl e Beach, 942 F. Supp. at 1571

b. attorneys’ fees

Under the Lanham Act, a court nay award reasonabl e
attorneys’ fees to the prevailing party in “exceptional cases.”
15 U.S.C. § 1117(a). “An exceptional case is one where the
viol ative acts can be characterized as malicious, fraudulent,

deli berate, or willful.” Seven-Up Co. v. Coca-Cola Co., 86 F.3d

1379, 1390 (5th Gr. 1996) (internal quotation marks omtted)

(citing Moore Bus. Forms, Inc. v. Ryu, 960 F.2d 486, 491 (5th
Cr. 1992)). A district court should consider all the facts and
circunstances in determ ning whether a case is exceptional. See

CJC Holdings Inc. v. Wight & Lato, Inc., 979 F.2d 60, 65 & n.?2

(5th Gr. 1992) (looking to patent case |aw for gui dance on what
constitutes an exceptional case). The prevailing party nust
denonstrate the exceptional nature of a case by clear and

convi nci ng evidence. See CJIC Holdings, 979 F.2d at 65 (citing

Machinery Corp. of Am v. Qllfiber AB, 774 F.2d 467, 471 (Fed.

Cir. 1985)). Once this showi ng has been made, the district court
may award attorneys’ fees at its discretion. See id. (citing

Texas Pig Stands, 951 F.2d at 684). W review the district
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court’s findings as to whether a case is exceptional for clear
error and its decision on whether to award attorneys’ fees for an
abuse of discretion. See id.

An award of attorneys’ fees under 8§ 1117(a) generally
“require[s] a showi ng of a high degree of culpability on the part
of the infringer, for exanple, bad faith or fraud.” Texas Pig
Stands, 951 F.2d at 697. Deliberate copying does not nmake a case

per se exceptional. See CJC Holdings, 979 F.2d at 65-66 (noting

t hat an unpatented and uncopyri ghted product can normally be
copied). A good-faith effort to create elenents of dissimlarity

may render a case unexceptional, see Taco Cabana, 932 F.2d at

1128 (citing with approval Roulo v. Russ Berrie & Co., 886 F.2d

931, 942 (7th Cir. 1989)), and “[a] district court normally
shoul d not find a case exceptional where the party presents what
it in good faith believes may be a legiti mate defense,” CIC

Hol di ngs, 979 F.2d at 66 (citing Qustafson, Inc. v. Intersystens

| ndus. Prods., 897 F.2d 508, 511 (Fed. Cr. 1990)).

Additionally, lack of damages is an inportant factor in

determ ning whether a case is exceptional. See Texas Pig Stands,

951 F.2d at 697 n. 23.

Rel ying upon (1) Tour 18 s lack of intent to divert sales,
(2) the lack of evidence of actual danmages, (3) Tour 18’ s good-
faith belief that it could copy the Plaintiffs’ golf holes and
use their marks to identify the golf holes it copied wthout
causi ng confusion, and (4) the closeness of the case and the
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m xed results achi eved by both sides, the district court found
that this case was not an exceptional case allow ng for an award

of attorneys’ fees. See Pebble Beach, 942 F. Supp. at 1571-72.

The Plaintiffs argue that Tour 18 acted in bad faith with the
requisite level of culpability, intentionally trading on the
Plaintiffs’ fame and reputations and that the district court
erred in relying upon a lack of intent to divert sales and upon
the mxed results of the case in determ ning that the case was
not exceptional.

While a prevailing party’s m xed results can be handl ed by
apportioning the attorneys’ fees anong the clains, see 5 MCARTHY
ON TRADEMARKS, supra, 8 30:103, the district court considered the
m xed results as a nmakewei ght indicating (1) that Tour 18 s

conduct was not so egregious that it had no defense and (2) that

it had not taken an unreasonable position. See Pebble Beach, 942
F. Supp. at 1572. The fact that the outcone was m xed is
relevant to whether a case is exceptional, but it should not be
accorded great weight in the court’s analysis. As a nmakewei ght,
the district court did not weigh this fact too heavily inits
determ nation of whether the case was exceptional.

As to the other circunstances of the case, the district
court did not clearly err in finding a lack of the requisite
| evel of culpability because there was no intent on Tour 18's

part to divert sales, there were no actual damages proven, there
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was no | ack of good faith (as evidenced by Tour 18 s use of

di scl ai mers, though inadequate), and there were avail abl e
legitimate uses of the Plaintiffs’ marks to identify the
Plaintiffs’ products. See Roulo, 886 F.2d at 942-43 (affirmng a
deni al of attorneys’ fees where the defendant attenpted to create
a simlar product and nade conscious efforts to create

dissimlarities, which in the end were inadequate); cf. Texas Pig

Stands, 951 F.2d at 697 n.23 (noting the significance of a | ack

of actual damages); Taco Cabana, 932 F.2d at 1127-28 (affirmng

an award of attorneys’ fees where the defendant acted with the

intent to reduce the plaintiff’'s sales); Springs MIls, Inc. v.

Utracashnere House, Ltd., 724 F.2d 352, 356 (2d G r. 1983)

(hol ding attorneys’ fees appropriate where the defendant “adopted

[the plaintiff’s] mark and trade dress for no other purpose than

to obtain a free ride” on the plaintiff’s reputation (enphasis
added)). This case is unexceptional, and the district court
therefore did not abuse its discretion in denying an award of
attorneys’ fees to the Plaintiffs.
[11. CONCLUSI ON
For the foregoing reasons, we AFFIRM the district court’s
judgnent as nodified. Each party shall bear its own costs on

appeal .
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