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Def endant - Appel | ant George Vais appeals from the district
court’s grant of summary judgnent and entry of permanent injunction
in favor of Plaintiff-Appellee Vais Arns, Inc. on clainms for (1)
unfair conpetition under 8 43(a) of the Lanham Act, (2) trademark
dilution and injury to business reputation under the Texas
commerci al code, (3) trademark i nfringenent and unfair conpetition
under Texas common | aw, and (4) breach of a covenant not to conpete
(“non-conpete agreenent”) under the Texas commercial code. e
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| . FACTS AND PROCEEDI NGS

From 1996 until May 15, 2000, Defendant- Appell ant CGeorge Vais
(“George”) manufactured and sold firearmnuzzl e brakes? t hrough his
uni ncor porated proprietorship, “Vais Arns.” During that tine,
CGeorge noved his business to various |ocations across the United
States, including Houston, Texas; Boise, |daho; Prescott, Arizona;
and finally, Kerrville, Texas. He marketed his nuzzle brakes
primarily through tel ephone and mail order catal ogues, recognizing
sales throughout the United States, as well as in sone foreign
countries.

During the early days of the operation of his business, George
devel oped a severe allergy to household and industrial chem cals
and solvents, including those he used in the manufacture of his
muzzl e brakes. In summer 1999, Ceorge’s condition worsened
significantly, and he decided to | eave the United States and return
to his native Greece in the hope that the change in environnent
woul d inprove his health. |In preparing for his departure, George
asked Ronald Bartlett (“Bartlett”), a gunsmth at a nearby San
Ant oni 0 sporting goods outlet, whether he would be interested in
purchasing George’'s nuzzle brake business and continuing the

production and sale of Vais nuzzle brakes. Bartlett ultimately

' Anmuzzle brake is a device attached to the nuzzle (exit end)
of a gun barrel to reduce perceived recoil and barrel “bounce” that
occurs when the gun is fired.



agreed to purchase George’s business and fornmed the plaintiff

corporation “Vais Arns, Inc.” for that purpose.

On Decenber 30, 1999, George and Bartlett executed a Bill of

Sale in which “Vais Arns,” as seller, agreed to sell to “Vais Arns,

Inc.,” as buyer, all of Vais Arns’s assets and equipnent, for a
[ unp sum paynment of $40,000. The Bill of Sale specified that the
transfer would take place on May 15, 2000. It also referenced an
attached exhibit listing the assets and equi pnent to be sold. The
total cost of the itenms |isted was $39, 848.97, roughly $150 |ess
than the anount of the purchase price.

In addition, the parties executed an Attachnent to the Bill of
Sal e which reads as foll ows:

The followng is agreed to by George Vais and Ronald Bartlett

1. George Vais agrees to the foll ow ng:
A. To get a trade nane patent for Vais Arns,
Inc. and include it in the sale of assets.
B. To help nove the equipnent to the new
| ocati on and make sure everything works. To
give instructions for the first two weeks
after the nove
C. If Ronald Bartlett dies before the transfer
of all assets, all paynents on the note wl|l
be refunded to Ronald s estate.

2. Ronald Bartlett agrees to the foll ow ng:
A If George dies before all paynents are nade

on the note, Ronald wll nmake renmaining
paynents on the note to a trust fund for
Ceorge’s children, This trust fund wll be

establi shed by CGeorge’s estate.
Finally, the parties executed a non-conpet e agreenent whi ch states,
in pertinent part:

Non- Conpet e Covenant. For a period of 10 years
after the effective date of this Agreenent, GCeorge
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Vais Arms will not directly or indirectly engage in

any business that conpetes with Vais Arnms, Inc.

This covenant shall apply to the geographical area

that includes all U S states and countries which

are included in the current custoner bases.

Vais Arnms, Inc. immedi ately began operations on May 15, 2000.

For approximately two weeks thereafter, George worked al ongside
Bartlett in Bartlett’s store, assisting himin the production of
the nmuzzl e brakes. Wen Vais Arns, Inc. becane fully operational,

Ceorge went hone to G eece.

Vais Arnms, Inc. soon began marketing its nuzzle brakes
nati onw de and, like its predecessor, Vais Arns, quickly recogni zed
sal es throughout this country. Early in 2001, however, George

returned from G eece and began manufacturing and marketing nmuzzle
brakes under the VA S nark.

In March 2001, after receiving a series of custoner inquiries
pronpted by GCeorge’s national advertising canpaign, Bartlett
applied for federal registration of the VAS trademark in
connectionwith “firearns conponents and accessories, nanely nuzzl e
brakes.” George filed a notice of opposition. As of the tine of
this appeal, Bartlett’s application was still pending.

I n Sept enber 2001, Vais Arns, Inc. filed suit in the district
court alleging that George’'s use of the VAIS mark infringed Vais
Arms, Inc.’s rights as senior user of the mark and that George’s
sales and nmarketing efforts violated the terns of the non-conpete

agr eenent . Vais Arnms, |Inc. brought clains for (1) wunfair



conpetition under 8§ 43(a) of the Lanham Act,? (2) trademark
dilution and injury to business reputation under § 16.29 of the
Texas Business and Commerce Code,® (3) breach of the non-conpete
agreenent under 8 15.50 of the Texas Busi ness and Comerce Code, *
and (4) trademark infringenent and unfair conpetition under Texas
common | aw. A year later, Vais Arns, Inc. filed a notion for
summary judgnent on all its clains. It also filed a notion for a
prelimnary injunction prohibiting George fromusing the VAIS mark
in connection wth the sale of nuzzle brakes and from
manuf acturing, selling, and marketing firearm nuzzle brakes in
contravention of the non-conpete agreenent.

In January 2003, the district court granted summary judgnent
in favor of Vais Arns, Inc. onits clains for unfair conpetition,
trademark dilution and injury to business reputation, and tradenark
i nfringenment and unfair conpetition under Texas comon |law (“the
trademark clains”). The district court based its decision on a
determ nation that no genuine issue of material fact existed as to
whet her CGeorge had abandoned the VAIS mark in selling his business
to Bartlett and | eaving the country. The court declined to grant

summary judgnent in Vais Arns, Inc.’s favor as to its claim for

2 See 15 U.S.C. A § 1125(a)(Supp. 2004).

3 See Tex. Bus. & Comt CopE ANN. § 16.29 (Vernon 2002 & Supp.
2004) .

4 See TeEx. Bus. & Cowm Cobe ANN. 8 15.50 (Vernon 2002 & Supp.
2004) .



breach of the non-conpete agreenent, however, choosing instead to
hold the notion in abeyance pending further briefing on the
reasonabl eness of the agreenent’s geographic and tenpora
limtations. Accordingly, the district court entered a prelimnary
i njunction prohibiting George’s use of the VAIS mark but reserved
ruling on Vais Arnms, Inc.’ s request for an injunction enforcing the
ternms of the non-conpete agreenent.

Follow ng further briefing on the reasonableness of the
tenporal and geographic limtations of the non-conpete agreenent,
the district court granted Vais Arns, Inc.’s notion for summary
judgnent onits claimfor breach of the non-conpete agreenent. The
court also permanently enjoined George from conpeting with Vais
Arms, Inc. in the manufacturing and marketing of firearm nuzzle
brakes anywhere in the United States until My 15, 2010. After
judgnent was entered in its favor, Vais Arns, Inc. filed a notion
to alter or anmend the judgnment to make permanent the court’s
earlier injunction prohibiting George’'s use of the “VAIS" nmarKk.

Before the district court could rule on that notion to alter
or anend, however, George filed a notion to reconsi der the grant of
summary judgnent on Vais Arns, Inc.’s trademark cl ains. Ceor ge
advanced that Vais Arnms, Inc. waived its abandonnent argunent by
failing to assert it in its conplaint, and that he had not had
adequate tine to respond to Vais Arns, Inc.’ s abandonnent argunent
before the district court granted summary judgnent. Ceorge noted
that the i ssue of abandonnent was raised for the first tine in Vais
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Arms, Inc.’s reply brief. The district court rejected Ceorge’'s
first ground for reconsideration but all owed the parties additional
time to submt supplenental briefs and evidence on abandonnent.

After considering the supplenental briefing and evidence on
abandonnent, the district court determ ned that no genui ne i ssue of
material fact existed as to whether George had abandoned t he nmarKk.
Accordingly, the court denied CGeorge’'s notion to reconsider its
prior grant of summary judgnent on Vais Arns, Inc.’s trademark
clains. The court then granted Vais Arns, Inc.’s notion to alter
or anend the judgnent and pernmanently enjoined George from using
the mark in connection wth the manufacturing, marketing, or
selling of firearmmnuzzl e brakes. The court denied George’s notion
to stay the injunction pending appeal .

Ceorge tinely filed notices of appeal from the district
court’s rulings granting summary judgnent, enjoi ning his use of the
VAIS mark, and enjoining his activities in contravention of the
non- conpet e agreenent.

1. ANALYSI S

A. Standard of Revi ew

W review de novo a district court’s grant of summary
j udgnent .

B. Tradenar k Abandonnment

> See Markos v. City of Atlanta, 364 F.3d 567, 570 (5th Cr
2004) .




Ceorge asserts that genuine issues of material fact exist as
t o whet her he abandoned the VAI'S mark when he sold his business to
Bartlett and noved back to G eece. He argues that, as a result,
the district court erred in holding that Vais Arns, Inc. was the
senior holder of the mark and granting sunmary judgnent on Vais
Arms, Inc.’s trademark clainms. Specifically, George contends that
(1) as a matter of law, a person cannot abandon his surnanme, and
(2) even assum ng arguendo that a person can abandon his surnane,
genui ne issues of material fact exist as to whether he intended to
abandon the VAIS mark. Because he did not argue before the
district court that a person cannot abandon his surnane, CGeorge has

wai ved this argunment on appeal.® We therefore consider only

6 See Ellison v. Software Spectrum Inc., 85 F.3d 187, 191
(5th Gr. 1996). W observe, however, that had George preserved
this issue for appeal, we would rule against him A surnanme is
classified as a descriptive word mark. See Perini Corp. v. Perini

Constr., Inc., 915 F.2d 121, 124 (4th Cr. 1990). As such, “one
who clainms federal trademark rights in a [surnane] nust prove that
the name has acquired a secondary neaning.” 1d. at 125; see also

Chevron Chem Co. v. Voluntary Purchasing Goups, Inc., 659 F. 2d
695, 702 (5th Cr. 1981). “[A s]econdary neaning exists if in fact
a substantial nunber of present or prospective custoners understand
t he desi gnati on when used in connection with a business to refer to
a particular person or business enterprise.” Perini, 915 F. 2d at
125 (quoting Food Fair Stores, Inc. v. Lakeland G ocery Corp., 301
F.2d 156, 160-61 (4th Gr. 1962)). Once it is established that a
surnane has acquired a secondary neaning, however, it “becones a
trade nane or service mark subject tothe rule of priority in order
to prevent deception of the public,” and accordingly is susceptible
of abandonment. John R Thonpson Co. v. Holloway, 366 F.2d 108,
113 (5th Cr. 1966)(“a man has no absolute right to use his own
name, even honestly, as the name of his nerchandise or his
busi ness”).

Further, George’'s reliance on the Ninth Grcuit’s decision in
Abdul - Jabbar v. Gen. Mtors Corp. as support for his proposition
t hat a person cannot abandon his surnane is m splaced. See 75 F. 3d
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whet her a genuine issue of material fact exists as to George’s
intent to abandon.

As a threshold matter, CGeorge reasserts on appeal his argunent
that in the district court Vais Arns, Inc. waived the issue of
abandonnent by raising it for the first time in its reply to
CGeorge’s nmenorandumin opposition to Vais Arns, Inc.’s notion for
summary | udgnent. CGeorge cites the Sixth Grcuit’s decision in

Atl as Supply Conpany v. Atlas Brake Shops, Inc. for the proposition

t hat abandonnent is “an affirmati ve def ense whi ch nust be pl eaded,;
otherwise it is deemed waived.”’” As the district court aptly noted,
however, Vais Arns, Inc. does not raise the i ssue of abandonnent as
a defense but as a neans to show a break in the chain of priority,
i.e., that it has becone the senior holder of the mark and is
therefore entitled to bring clains for infringement and dilution.?
In that posture, Vais Arns, Inc. was not required to plead

abandonnent in its conplaint, and Atlas is inapposite.

1391 (9th CGr. 1996), superseded by 85 F.3d 407 (9th Cr. 1996).
Abdul - Jabbar is distinguishable. Unlike the VAIS mark, the surnane
at issue in Abdul -Jabbar was not a trademark, as the plaintiff had
not used the nanme for commercial purposes for nore than ten years
prior to filing suit. See id.

7360 F.2d 16, 18 (6th Cr. 1966).

8 See J. THowAs MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAI R COVPETI TI ON
817:4 (4th ed. 2004)(“abandonnent may becone significant in a
nunber of possible | egal situations [includingthe situation where]
“abandonnent result[s] in a break in the chain of priority where
the parties each claimprior use”).
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Ceorge’s procedural contention that he was deni ed an adequat e
opportunity to respond to Vais Arns, Inc.’ s abandonnent argunent is
equal | y unpersuasi ve. The record establishes that the district
court permtted himto file a suppl enental nmenorandumon the issue
of abandonnent along with any additional evidence in his favor.
Al though we have not conprehensively identified all t he
ci rcunst ances under which a district court nmay rely on argunments
and evi dence presented for the first tinein areply brief, we have
stated that “Rule 56(c) nerely requires the court to give the non-
novant an adequate opportunity to respond prior to a ruling.”®
Further, those circuits that have expressly addressed this issue
have held that a district court may rely on argunents and evi dence
presented for the first tine in areply brief as long as the court

gi ves the nonnobvant an adequate opportunity to respond.® As the

° Sout hwestern Bell Tel. Co. v. Cty of El Paso, 346 F.3d 541,
545 (5th Cir. 2003).

10 See, e.q., Seay v. Tenn. Valley Auth., 339 F. 3d 454, 481-482
(6th CGr. 2003)(“the purposes of notice and opportunity to respond
extend Rule 56(c) to the situation where the noving party submts
inareply brief newreasons and evidence in support of its notion
for summary judgnent, and require a district court to allow the
nonnovi ng party an opportunity to respond”); Booking v. Gen. Star
Mymt . Co., 254 F. 3d 414, 418 (2d CGir. 2001)(“Rul e 28 of the Federal
Rul es of Appellate Procedure . . . has no anal ogue in the Federal
Rules of G vil Procedure, and in nost cases trial judges can
provide parties with an adequate opportunity to respond to
particul ar argunents by ordering additional briefing.”); Beaird v.
Seagate Tech., Inc., 145 F.3d 1159, 1164 (10th Cr. 1998) (“when a
moving party advances in a reply new reasons and evidence in
support of its nmotion for summary judgnent, the nonnoving party
shoul d be granted an opportunity to respond”)(citing G a. Petrolera
Caribe, Inc. v. Arco Caribbean, Inc., 754 F.2d 404, 410 (1st Cr
1985)).
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district court allowed George such an opportunity, he cannot now
conplain that he was prejudiced by Vais Arns, Inc.’s failure to
raise the issue until its reply.!

As for the substance of George’s argunents, he contends that
genui ne issues of material fact exist on whether he intended to
abandon the VAIS mark when he sold his business to Bartlett and
nmoved hone to G eece. Under the Lanham Act, a mark is deened
“abandoned”

[wW hen its use has been discontinued with intent
not to resunme such use. Intent not to resune may be

inferred from circunstances. Nonuse for two
consecutive years shall be prima facie evidence of
abandonnent. “Use” of a mark neans the bona fide

use of that mark made in the ordinary course of
trade, and not made nerely to reserve aright in a
mar k. 12
The party asserting abandonnment nust establish that the owner of
the mark both (1) discontinued use of the mark and (2) intended not

to resune its use. The burden of proof is on the party claimng

abandonnent . 13

1 The Seventh Circuit cases cited by George are
di stingui shable. The district courts in those cases did not permt
t he nonnobvant an adequate opportunity to respond. See Aviles v.
Cornell Forge Co., 183 F.3d 598, 604 (7th G r. 1999) (enpl oyee not
granted opportunity to respond to argunents raised in reply);
Edwards v. Honeywell, 1Inc., 960 F.2d 673, 674 (7th G
1992) (district court inproperly granted sunmary judgnment in favor
of defendant on ground not raised by either party; plaintiff was
gi ven no opportunity to respond).

12 See 15 U.S.C.A. § 1127 (Supp. 2004).
13 See id. at 99.
11



The parties do not dispute that George di scontinued his use of
the mark when he sold his business to Bartlett and departed for
G eece. Rat her, the sole point of contention is whether, in so
doing, George possessed the requisite intent to abandon his
proprietary right to the VAIS mark.* To support its contention
that CGeorge intended to abandon the mark, Vais Arns, Inc. filed
numer ous decl arations and affidavits fromGeorge’ s forner custoners
i n which the declarants or affiants expressed their belief, and the
facts on which these beliefs were grounded, that when CGeorge sold
hi s business, he had no intention of reentering the nuzzle brake
business in this country. |In addition, Vais Arns, Inc. introduced
into evidence an OCctober 2000 shooting magazine article about
Ceorge’s retirenent fromthe nmuzzl e brake busi ness and the transfer
of his business to Bartlett. The article describes George’s |ong-
time struggle with his allergy to household and industrial
chemcals — including those used in the manufacture of nuzzle
brakes —and his belief that by noving back to his native G eece

he could inprove his condition. The article nakes no nention

4 The distinction between an “intent to abandon” and an
“Iintent not to resune” becones relevant only when there i s an i ssue
of “hoarding” of a mark, i.e., when there is a claimthat the owner
wanted to retain the mark only to prevent its use by others. See
Exxon Corp. v. Hunble Exploration Co., 695 F.2d 96, 102 (5th Gr.
1983). As there is no allegation of “hoarding” in this appeal, and
as both parties appear to accept Ceorge’s framng of the issue as
whet her he “intended to abandon” the VAI'S mark, we adopt George’s
characterization of the elenent of intent.
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whet her George intended ever toreturnto the United States or ever
to resunme his trade, either in the United States or abroad.

For his part, George produced nothing but his own self-serving
affidavit, in which he states that he had devel oped a condition
known as “multiple chem cal sensitivity” and had left for Geece in
the hope that the “clean environnment” there would inprove his
health. He further states conclusionally that he did not “intend
t o abandon [ his] business nane of Vais Arns” and that he had “hoped
to return after a stay in Geece to pursue []his craft [of
manuf acturi ng nuzzl e brakes].” As objective evidence of his intent
not to abandon the mark, George stated that he asked Bartlett to
strike out provision 1(A) of the Attachnent to the Bill of Sale
prior to signing. This provision reads: “Ceorge Vais agrees to the
followng: A To get a trade nane patent [sic] for Vais Arns, Inc.
and include it in the sale of assets.” A review of the Attachnent
confirnms that the provision was, in fact, struck-out and initialed
by Bartlett. This strike-out is not dated.

Bartlett does not contest that he struck-out and initialed
provision 1(A). He insists, however, that he did not strike out
the provision prior to George’'s signing the Bill of Sale in
Decenber of 1999, as George avers, but did so early in March 2000
to reflect that he no longer held George responsible for
registering the VAIS mark. Thus, he asserts, this act cannot be

construed as evidence that CGeorge |acked the requisite intent to
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abandon, only that Bartlett would assune responsibility for
regi stering the mark.

That intent is determned by an objective test is too well
settled torequire citation. View ng the summary judgnment evi dence
inthe light nost favorable to George as non-novant —i ncl udi ng an
assunption that the strike-out occurred, as he contends, at the
signing in Decenber, 1999 — we agree with the district court’s
determ nation that George failed to establish that a genui ne issue
of material fact exists as to his intent to abandon the VAI' S marKk.
Ceorge’s vague, self-serving statenents in his affidavit to the
effect that he “hoped” to regain his health in Geece and return
one day to his “craft of manufacturing nuzzle brakes” is not
sufficient to raise a genuine issue of material fact as to the
el emrent of intent, particularly when viewed in |ight of Vais Arns,
Inc.’s overwhel m ng evidence of abandonnent. “[T] he owner of a
trademark cannot defeat an abandonnment claim . . . by sinply
asserting a vague, subjective intent to resune use of a mark at
sone unspecified future date.”?® At nost, George’'s affidavit
establishes only his subjective, uncommunicated desire not to

abandon the mark, w thout any indication of when or how he i ntended

15 Energency One, Inc. v. Am FireEagle, Ltd., 228 F.3d 531,
537 (4th G r. 2000); see also MCARTHY ON TRADEMARKS § 17: 13(“If all
a party had to do to avoid a hol ding of abandonnent was to testify
that he never had any intent to abandon the mark, or never had any
intent not to resume use, then no mark would ever be held
abandoned. ”) (citing &l enpaul v. Rosett, 18 N. Y. S. 2d 889 (N. Y. Sup.
Ct. 1940)).
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toresune its comrercial use; it does not establish a genuine issue
as to his intent to abandon.

Nei t her does Bartlett’s striking out of provision 1(A) in the
Attachnent raise a genuine issue of material fact as to the el enent
of intent to abandon the mark. That provision referred to George’s
duty to procure a “trade nane patent” and to “include it in the sale
of assets”; it says nothing about the actual transfer of the trade
nanme itself. Neither does it nmake the transfer due at signing, only
at sonme unidentified tine in the future. Thus, even assum ng that
the provision was stricken at or prior to George’s signing the Bill
of Sale, Bartlett’'s act of striking it out does not convey an
under st andi ng on the part of either party that the VAI'S mark was not
being transferred along with the sale of the business s other
assets. Quite to the contrary, a reasonable reading of provision
1(A) in context of the whole transaction over the five nonths
between the signing of the Bill of Sale and the effective date of
the sale confirns that the provision was struck out by Bartlett
solely torelieve George of the procedural hassle of registering the
VAI'S mark before he left the country for health reasons.

As Ceorge has failed to produce evidence that would establish
the existence of a genuine issue of material fact whether he
abandoned the VAIS mark, we affirmthe district court’s grant of
summary judgnent in favor of Vais Arns, Inc. on its tradenmark
cl ai ns.

C. Non- Conpet e Agr eenent
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“The enforceability of a covenant not to conpete is a question
of law for the court.”'® The Texas Covenants Not to Conpete Act
provides two criteria for the enforceability of such a covenant.?'’
It must (1) be “ancillary to or part of an otherw se enforceable
agreenent” and (2) contain “limtations as to tine, geographica
area, and scope of activity to be restrai ned that are reasonabl e and
do not inpose a greater restraint than is necessary to protect the
goodwi | | or other business interest of the prom see.”?!8

On appeal, George does not contest that the non-conpete
agreenent was ancillary to the Bill of Sale or that the tine
limtation (10 years) was reasonable. He challenges only the
geographic extent of its restriction. That provision, confected by
an accountant, not a | awer, reads:

This covenant shall apply to the geographical area
that includes all U S. states and countries which
are included in the current custoner bases.
The district court, on Vais Arns, Inc.’'s request, refornmed this

clause to include only “U. S. states”; Vais Arns, |Inc. abandoned any

claim to coverage of foreign countries.'® Nevertheless, George

16 Butler v. Arrow Mrror & dass, Inc., 51 S.W3d 787, 792
(Tex. App. —Houston [1st Dist.] 2001, no pet.).

7 Tex. Bus. & Comw Cob. ANN. 8§ 15.50(a).
18] d.

19 Section 15.51(c) requires the trial court to reform a
covenant not to conpete “to the extent necessary to cause . . . the
limtations to be reasonable and to i npose a restraint that is not
greater than necessary . . . .7 Tex. Bus. & Cou CopE ANN.
15.51(c) (Vernon 2002 & Supp. 2004).
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contends that the entire geographic limtation is unenforceable as
witten because it does not define the term “current customner
bases,” or, alternatively, that the phrase “current custoner bases”
i s anbi guous and therefore a jury should determne its neaning. W
di sagr ee.

Al beit the geographic limter was inartfully drafted, a plain
readi ng confirns beyond qui bble that the phrase “current custoner
bases” nodifies only the foreign “countries” aspect of the

geogr aphic coverage —not the “U_S. states” portion. Thus, the

covenant as drafted covered (1) “all United States” and (2) any
foreign countries in which George had a “current custoner base,”
i.e. sales of muzzle brakes. By reform ng the geographic limter

to cover only “U S. states” in conformty with Vais Arns, Inc.’s
vol untary abandonnent of foreign coverage, the district court
elimnated any potential interpretive issue with the nodifier
“current custoner bases.”

| ndeed, this reading of the geographic [imtation is the only
one that sensibly conports with the national character of the
busi ness that George sold. The record establishes that when CGeorge
conducted the business, he advertised his nuzzle brakes via
national ly-distributed trade publications, nmail order catal ogues,
and, inportantly, the Internet. In addition, George does not
contest that he marketed his products and enjoyed sal es t hroughout
the United States. Accordingly, to interpret this provision as
requiring the parties restrict the geographic limts of the covenant
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to just those states in which George had actually consummat ed one
or nore sales, while disregarding the nationw de scope of his
mar keting efforts, would be legally absurd. W are convinced that
the court’s interpretation of the geographic limtation is correct
and that extending the coverage of the covenant to the fifty states
of the Union is reasonable and conports with the objectively
determned intent of the parties. The district court properly
enj oi ned George from manufacturing and marketing his nuzzle brakes
wi thin that geographic area.?
I11. CONCLUSI ON

No genui ne issue of material fact exists as to whether George
abandoned his rights to the VAIS mark in selling his business to
Bartlett and relocating to G eece. W affirmthe district court’s
grant of summary judgnent and entry of permanent injunction in favor
of Vais Arns, Inc. onits trademark clains. Further, we also agree
that the geographic limtation i nposed by the non-conpete agreenent
as refornmed by the district court is reasonable and enforceable.

W affirmthe district court’s grant of summary judgnent on Vais

20 Texas courts have uphel d nati onwi de geographic limtations
i n non-conpete agreenents when it has been clearly established that

the business is national in character. See, e.qg., Wllianms v.
Powel|l Elec. Mg. Co., 508 S.W2d 665, 668 (Tex. App. — Houston
[14th Dist.] 1974, no pet.)(enforcing five-year national
restriction in favor of manuf act ur er upon finding that
manuf acturer’s busi ness was “national in character”; “[A] national
injunction is reasonable, since it is necessary to protect the
nati onal business sold fromconpetition. |In an era of national and

i nternational corporations, a nodern court of equity cannot feel
constrai ned by past precedents involving the sale of barber shops
and livery stables.”).
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Arms, Inc.’s claimfor breach of the non-conpete agreenent, as well
as the court’s entry of a permanent injunction enforcing that

agreenent agai nst Def endant - Appel | ant George Vai s.

AFFI RVED.
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CHARLESW. PICKERING, SR., Circuit Judge, concurring in part and dissenting in part.

| concur in al aspects of the mgjority opinion except the part dealing with the non-compete
clause. In Texas, “[c]ourts generally disfavor noncompete covenants because of the public policy
againgt restraints of trade and the hardships resulting from interference with a person’s means of
livelihood.” Zep Mfg. Co. v. Harthcock, 824 SW.2d 654, 658 (Tex. App.—Dalas1992). | recognize
that it is possible to have a valid non-compete clause; however, | would conclude that there is an
ambiguity in this particular non-compete clause. A contract is ambiguous when its meaning is
reasonably susceptible to more than one interpretation. Heritage Res. Inc. v. NationsBank, 939
SW.2d 118, 121 (Tex. 1996). In this case, the agreement states that “[t]his covenant shall apply to
the geographical area that includes dl U.S. states and countries which are included in the current
customer base.” The phrase“which areincluded in the current customer base”’ could beread to apply
only to theword “countries’, or it could be read to apply to “all U.S. statesand countries.” Because
the phrase is susceptible to more than one reasonabl e interpretation, the issue should be remanded to
the district court for an appropriate determination. See Exxon Corp. v. West Texas Gathering Co.,
868 S.W.2d 299, 302 (Tex. 1993) (explaining that contract ambiguities are fact questions to be
submitted to ajury).

For the foregoing reasons | respectfully dissent asto that part of the majority opinion deding

with the non compete clause.
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